THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe examner’s
final rejection of clains 27-31, 33, 38-42, and 46-66. These are

the only clainms remaining in this application.

! Application for patent filed January 13, 1993. According
to appellants, this application is a division of 07/734,580 filed
July 23, 1991, now Patent No. 5,200,189 granted April 6, 1993.
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According to appellants, the invention is directed to an
aqueous antim crobial conposition and its nmethod of use, where
the conposition contains a m crobiocidal amount of a C-C,
per oxycar boxylic acid and an effective biocidal anount of a G-Cg
peroxycarboxylic acid (brief, page 2).

Appel l ants state that, for each of the stated rejections,
the clains stand or fall together (brief, page 4). The subject
matter on appeal is adequately illustrated by clainms 27, 46 and
61, reproduced bel ow

27. An aqueous peroxyacid antim crobial conposition
consi sting essentially of:

(a) at |east about 10 parts per mllion (ppm) of a C-C,
per oxycar boxylic acid; and

(b) at |east about 1 ppmof an aliphatic G-Cg
per oxycar boxylic acid; wherein the aqueous conposition has a pH
in the range of about 2 to 8.

46. A nmethod of sanitizing substantially fixed in-place
process facilities conprising the steps of:

(a) introducing into the process facilities the conposition
of claim27 at a tenperature in the range of about 4°C to 60°C. ;

(b) circulating the conposition through the process
facilities for a time sufficient to sanitize the process
facilities; and

(c) draining the conposition fromthe process facilities.
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61. The conposition of claim27 further consisting of an
effective anount of a chelating agent for binding polyval ent
nmet al cati ons.

The references relied upon by the exam ner are:

Herting et al. (Herting) 3,895, 116 July 15, 1975
Wang 4,404, 040 Sept. 13, 1983
Beilfuss et al. (Beilfuss) 4,917, 815 Apr. 17, 1990
Lokkesnmoe et al. (Lokkesnoe) 5,122,538 Jun. 16, 1992
Baldry et al. (Baldry) 233,731 Aug. 26, 1987

(Eur opean Pat ent Application)

Clains 46, 52-60, 65 and 66 stand rejected under 35 U S. C
8§ 112, first paragraph, as the disclosure “is enabling only for
clains [imted to disclosure of a critical tinme.”(answer, page
3)2. Clains 27-29 and 31 stand rejected under 35 U . S.C. § 102(hb)
as anticipated by Beilfuss. dains 27-31, 33, and 38-42 stand
rejected under 35 U.S.C. 8 103 as unpatentable over Beilfuss in
view of Baldry and Herting. Cains 46-60 stand rejected under 35
U S C 8§ 103 as unpatentable over Beilfuss in view of Baldry,
Herting and Wang. Cains 61-66 stand rejected under 35 U.S. C
8§ 103 as unpatentable over Beilfuss in view of Wang and

Lokkesmbe. W reverse all of the stated rejections.

2 Al 't hough there was sone confusion regarding statenments in
the Advisory Actions dated Nov. 5, 1993, and Dec. 8, 1993, it now
appears to be clear that there is no rejection under 35 U S. C
8§ 112, second paragraph, and the final rejection of clainms 46 and
52 under 35 U. S.C. § 112, fourth paragraph, has been w t hdrawn by
t he exam ner (see the Suppl enental Exam ner’s Answer, dated Mar.
3, 1995).
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OPI NI ON

A. The Rejection under 35 U S.C. 8§ 112, first paragraph

Clainms 46, 52-60, 65 and 66 are all directed to a nethod of
sanitizing or disinfecting using the conposition of claim27 “for
atime sufficient to sanitize the process facilities” (claim46)
or “for an effective period of tinme sufficient to sanitize or
di sinfect the solid surface or liquid nedia” (claimb52). The
exam ner states that a specific tine “is |acking”, one of
ordinary skill in the art is “forced to guess” at the general or
speci fic nmeaning of sanitizing/disinfecting, and perform “undue
experinmentation” to arrive at the requisite tine (answer, page
3).

When rejecting a clai munder the enabl enent requirenent of
section 112, the PTO bears an initial burden of setting forth a
reasonabl e explanation as to why it believes that the scope of
protection provided by that claimis not adequately enabl ed by
the description of the invention in the application, including
provi ding sufficient reasons for doubting any assertions in the
specification as to the scope of enablenent. See In re Wight,
999 F.2d 1557, 1561, 27 USPQd 1510, 1513 (Fed. G r. 1993).

The exam ner has not net this initial burden by failing to

present any reasonabl e expl anation as to why appellants’
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di scl osure is non-enabling. Appellants present nunerous
statenents and exanpl es regarding the effective contact tine to
disinfect or sanitize (see the specification, page 5, |ines 10-
14, page 6, lines 19-23, page 16, lines 1-2, page 18, lines 11-14
and 19-20, page 19, lines 18-23, and the Exanples on page 20 et
seq.). The Oxford affidavit dated Aug. 20, 1993 (Paper No. 7)
was made of record to show that guidelines exist to determ ne
what tinmes nust be used to sanitize or disinfect. It is clear
fromthe prior art that such tinmes are well known (see Baldry,
page 3). The exam ner has not produced any reasons why undue
experinentati on woul d be necessary to practice the invention as
claimed. See In re Wands, 858 F.2d 731, 735, 8 USPQ2d 1400, 1404
(Fed. GCr. 1988).

For the foregoing reasons, the rejection under 35 U. S. C
§ 112, first paragraph, is reversed.

B. The Rejection under 35 U . S.C. § 102(b)

The aqueous conposition of claim 27 consists essentially of
at | east about 10 parts per mllion (ppm of a C-C,
per oxycarboxylic acid and at |east about 1 ppm of an aliphatic
Cs- Cg peroxycarboxylic acid, at a pH of about 2 to 8.

Bei | fuss di scl oses an aqueous di si nfectant conposition

contai ning an aromati c peroxycarboxylic acid and perglutaric acid
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(an aliphatic G peroxycarboxylic acid)(see Beil fuss, colum 2,
lines 19-49). Beilfuss teaches the addition of peracetic or
perpropionic acid to the conposition to increase the stability or
achieve a reduction in the crystallization tenperature (colum 3,
lines 36-43). Beilfuss also teaches that the conposition can
contain biocidal conpounds stable to oxidation “such
as...persuccinic acid, peradipic acid, and pernal eic acid”
(colum 4, lines 44-48). The anounts of these additives used can
be up to about 5% by weight of the solution (colum 4, |ines 52-
53). The pH of the solution is acidic or neutral (columm 5,
lines 15-17). None of the exanples disclose the use of any
peroxycarboxylic acid additives.

Under section 102(b), anticipation requires that the prior
art reference disclose, either expressly or under the principles
of inherency, every limtation of the claim See In re King, 801
F.2d 1324, 1326, 231 USPQ 136, 138 (Fed. G r. 1986).°% For a
rejection under 35 U S.C. §8 102 to be proper, the reference nust
clearly disclose the clained subject nmatter or direct those

skilled in the art to this subject matter w thout any need for

3 To be prior art under section 102(b), a reference nust
al so be enabling but this issue has not been contested here. See
In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cr
1990) .
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pi cki ng, choosing, and conbi ning various disclosures not directly
related to each other by the teachings of the cited reference.
See In re Arkley, 455 F.2d 586, 587, 172 USPQ 524, 526 (CCPA
1972) .

Bei | fuss discloses the use of perglutaric acid (a G peroxy-
carboxylic acid) and teaches that the conposition can al so
contain peracetic (C), perpropionic (C), persuccinic (C),
peradipic (G), and permaleic (unsaturated C,) acids (colum 4,
lines 44-52). One skilled in the art would have had to sel ect
the peradipic acid in conbination with one of the C,-C, peroxy
acids to achieve the conposition of the appeal ed cl ai ns,
notw t hstandi ng that even nore additives are disclosed with the
peroxy acids (i.e., nmonoperoxysulfuric acid and potassium
peroxynonosul fate, see Beilfuss, colum 4, |ines 46-47).

Bei | fuss contains no disclosure teaching this conbination of
peroxy acids with reasonable specificity and therefore a
rejection under section 102 is inproper. See Arkley, supra.

For the foregoing reasons, the rejection under 35 U. S. C
8§ 102(b) is reversed.

C. The Rejections under 35 U.S.C. § 103

The primary reference in every section 103 rejection in this

application is Beilfuss, which has been di scussed above.
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Herting relates to m xtures of at |east two carboxylic acids
that are anti-bacterial (colum 1, lines 5-10). Herting does not
relate to peroxy acids.

Wang is directed to conpositions conprising short chain
fatty acids with a hydrotrope that are useful in cleaning (see
colum 1, line 63-colum 2, line 6). Wang is not drawn to peroxy
aci ds.

Lokkesnoe di scloses an in situ process of generating peroxy
acids useful as sanitizing conpositions (colum 2, lines 25-39).
Lokkesnoe does not di sclose or teach conbi nati ons of peroxy
aci ds.

Bal dry teaches the disadvant ages of using peroxyacetic acid
as a biocide (page 1). Baldry also teaches the di sadvant ages of
enpl oyi ng hi gher chain aliphatic peroxy acids as biocides (i.e.,
ones with a nolecular weight of nore than 174, see pages 2-3).
This reference does disclose the advantages of certain nonoperoxy
al i phatic acids but does not teach or disclose conbinations of
peroxy acids (see page 3).

Appel  ants di scuss the objective evidence of nonobvi ousness
presented in Table Il of the specification (pages 13-14 of the
brief). The results in Table Il on page 23 of the specification

clearly show nore than additive results for the use of
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conbi nations of peroxy acids as clainmed over the individual
peroxy acids of the prior art. According to appellants, these
results are unexpected.

The exam ner attenpts to rebut the showng in Table Il by
noting that “Herting teaches synergy” and “no synergistic effect
is clainmed” (enphasis exam ner’s, see the answer, page 9).
However, Herting only relates to the synergy of certain
carboxylic acids, not peroxy carboxylic acids, and is not
directed to the particular conbination here clainmed. There is no
evi dence of the equival ence of carboxylic and peroxy carboxylic
acids. Therefore, the results achieved by the carboxylic acid in
Herting are not predictive of the results that can be attained by
the here claimed peroxy carboxylic acid conbination. Finally,
there is no requirenent that a “synergistic effect” has to be
cl ai med.

Wei ghi ng the conbi ned teachings of the cited prior art and
t he objective evidence of nonobvi ousness together, we nust
conclude that the clained subject nmatter as a whol e woul d not
have been obvious to a person of ordinary skill in the field of
the invention. See Applied Materials Inc. v. Advanced

Sem conductor Materials, 98 F.3d 1563, 1570, 40 USPQ2d 1481, 1486

(Fed. Cir. 1996); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ
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685, 686 (Fed. Cir. 1986). Accordingly, all of the rejections
under section 103 are reversed.

D. CONCLUSI ON

For the foregoing reasons, all of the stated rejections of
the examner in this appeal are reversed.

REVERSED

THOVAS WALTZ
Adm ni strative Patent Judge

WLLIAMF. SM TH )
Adm ni strative Patent Judge )
)
)
CHUNG K. PAK ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS
) AND
) | NTERFERENCES
)
)
)
)
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