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POTEATE, Adnmi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe final rejection of clains 16-20, which are all of the
clainms remaining in the application.

Claim 16 is representative of the subject matter on
appeal and is reproduced bel ow

16. An adhesive preform of thernoplastic material for
bondi ng facing surfaces of upper and | ower conponents of an
el ectroni ¢ package, the adhesive preform conprising

opposi ng convex curved surfaces, the perineter of the
adhesi ve preform having concave shape edges.
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The prior art relied upon by the exam ner is:
Prud' Homre 4, 820, 446 Apr. 11, 1989
Clains 16-20 stand rejected under 35 U.S.C. §8 102(b) as
anticipated by or, in the alternative, under 35 U.S.C. § 103
as obvi ous over the teachings of Prud Honme.

W& reverse.

BACKGROUND

Ef fective heat renpval is critical to ensure both

performance and reliability of an integrated circuit.
Specification, page 2, lines 10-16. One of the commonly used
heat renoval devices is a heat sink which may be incorporated
during fabrication of the package. 1d. at lines 16-21. To
avoi d probl ens which may occur when the heat sink is attached
directly to the integrated circuit package (e.g., uneven
cooling causing stress within the package) heat sinks are
typically attached to integrated circuit packages using an
adhesi ve which has relatively good thermal conductivity.
Specification, page 2, lines 16-31. However, adhesives have
t he drawback that their thermal conductivity is significantly
low in conparison with netals. Specification, page 2, lines
31-32. Thus, the volune of adhesive used to secure the heat
sink to the integrated circuit package should be no nore than
the m ni num anount required to create a robust bond, so that
the length of thermal path through the bond may be m nim zed.
Speci fication, page 3, |lines 24-29.
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Vari ous nethods for providing an adhesi ve bond between a
heat sink and integrated circuit package are known in the art.

One such nmethod invol ves positioning an adhesi ve preform
bet ween the heat sink and integrated circuit package and then
heating the assenbly to create a bond. Specification, page 4,
lines 1-7. One of the drawbacks of this nmethod is that air or
gas may be captured between bondi ng surfaces and the resultant
bubbl es present a region of reduced thermal conductivity.
Specification, page 3, lines 11-18 and page 4, lines 7-12. It
is less likely that air or gas will be trapped if a
di spensabl e adhesi ve, rather than an adhesive preformis
utilized. Specification, page 4, lines 13-20. However,
di spensabl e adhesi ves general ly have either poor therma
characteristics or require special dispensing equipnent and
handling. Specification, page 4, line 20-page 5, line 4.

The purpose of the present invention is to provide a
t her nopl asti ¢ preform adhesi ve which overcones the
af orenenti oned drawbacks of the prior art. Appeal Brief, p.
2. The clai ned adhesive preformis shaped such that it has
opposi ng convex surfaces and a perineter having concave edges.
Claim16. Thus, the adhesive preformhas a pillowlike shape
in cross-section. Specification, page 10, |ines 24-29.
According to appellants:

[a]s a direct result of the configuration of the
present invention, it is now possible to avoid
entrapnment of anbient gases or air between the facing
surfaces of the electronic package . . . [and] to
significantly control and/or regulate the flow of
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adhesi ve during the bondi ng process thereby ensuring

that no adhesive will extrude fromthe edges of the

bond.
Appeal Brief, pages 3-4. Air is elimnated from between the
package and heat sink by ?contacting the two conponents at the
apex of the preform adhesive and then coll apsing the convex
surfaces together while joining the conponents.” Appeal
Brief, page 3. The concave shape edges al ong the perineter of
t he preform adhesive all ow the preform adhesive to get
progressively larger in area over the facing surfaces of the
package and heat sink during the bonding process. |1d.

DI SCUSSI ON
Clains 16-20 are rejected under 35 U S.C. §8 102 as

antici pated by Prud Homme. Anticipation requires the

di sclosure, in a single prior art reference, of each el enent
of the claimunder consideration. See WL. Gore & Assocs. V.
Garlock, Inc., 721 F.2d 1540, 1554, 220 USPQ 303, 313 (Fed.
Cr. 1983).

Prud' Homre di scl oses conpositions for use in adhesives

for bonding the surfaces of electronic devices. Prud Home,
abstract. The conpositions nay be used as a starting materi al
in the manufacture of a preform such as a sheet, a tape, a
tablet, or a self-supporting film Prud Honme, col umm 20,
lines 41-43. The exam ner takes the position that the term
TABLET . . . is held/seen to enconpass within its scope and
definition such entities/articles having opposed

cont our ed/ non- pl anar surfaces, to include a '"pillow

configuration as envisioned by appellants i.e. as in SOVE

4
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VEDI CI NAL TABLETS)." Exam ner's Answer, Paper No. 22, page 4.
Appel l ants argue that ?the nere disclosure of a tablet,
itself, does not inply, nor does it inpute to one of ordinary
skill in the art, opposing curved surfaces or a perineter
havi ng a concave shape." Appeal Brief, page 8.

The comon dictionary mnmeani ngs of the word ?tablet” are:

la. a flat surface, slab or plaque suited for or
bearing an inscription;
b. a thin slab used for witing;
2a. a conpressed or nolded block of a solid
mat eri al ;
b. a small mass of nedicated material usually
in the shape of a disk or flat square.
Webster’s Third New International Dictionary 2325 (1971).°
Appel l ants assert that the ?proper interpretation [of a
tablet] would include a planar surface (e.g., flat surface)
whi ch teaches away fromthe clained invention." Appeal Brief,
page 8.
The exam ner appears to have adopted the second sense of the

word ?tablet" and notes that while sone nedicinal tablets are

coi n-shaped ot hers ?have a non-pl anar/-cont ai ned/ pi | | ow shape
(telikean M. . . ." Examner's Answer, page 5. Even if
t he exam ner were correct that one of ordinary skill in the

art in reading Prud Homme woul d consider a tablet as including

The exam ner does not identify, nor do we find any
di scl osure in Prud Homre which would |l ead us to concl ude that
the term?ablet” as used in the context of an adhesive
preform has any neani ng other than these common dictionary
meani ngs.
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bot h pl anar and non-pl anar shapes, the exam ner has not
identified, nor do we find, any teaching of a preform having
bot h opposi ng convex curved surfaces and a perinmeter with
concave shape edges as required by claim16. Therefore, the
rejection under 35 U S.C. 8 102(b) is reversed.

Clainms 16-20 were rejected, in the alternative, under 35
U S.C. 8 103 as obvious over Prud Homme. The initial burden
of presenting a prinma facie case of obviousness rests on the
examner. In re QCetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443,
1444 (Fed. Cir. 1992). |In determ ning whether an invention is

obvi ous, the exam ner must consider (1) the scope and content

of the prior art; (2) the differences between the prior art
and the clained invention; (3) the level of ordinary skill in
the art; (4) any objective considerations that nay be present.
G aham v. John Deere Co., 383 U. S. 1, 17-18, 148 USPQ 459,

466- 67 (1966). ?The question under 35 U.S.C. § 103 is not
merely what the references expressly teach but what they would

have suggested to one of ordinary skill in the art at the tine
the invention was made.” |n re Lanberti, 545 F.2d 747, 750,
192 USPQ 278, 280 (CCPA 1976). Even where a single prior art
reference is relied upon show obvi ousness, there nust be a

showi ng of a suggestion or notivation to nodify the teaching
of that reference to achieve the clained invention. In re

Kot zab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1316 (Fed. Gr
2000). The suggestion or notivation to nodify a reference may
be inplicit fromthe prior art as a whole rather than

expressly stated. 1d. However, regardless of whether the
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exam ner relies on an express or inplicit show ng, he nust
provi de reasons for finding a limtation to be taught or
suggested in the reference. 1d.

We find no evidence in the record to support the
exam ner's conclusion that the term?ablet"” woul d have
suggested to one of ordinary skill in the art an adhesive
pr ef orm havi ng ?opposi ng convex curved surfaces, the perineter
of the adhesive preform having concave shape edges" as
required by the clainms on appeal. Mreover, the exam ner has
not identified a show ng of a suggestion or notivation to
nodi fy the ?tablet” disclosed in Prud Hormme to have the shape
of the adhesive preformas recited in the clainms on appeal.
Accordingly, we find that the exam ner has not established a
prima facie case of obviousness and the rejection under 35
U S.C. 8103 is reversed.

The deci sion of the exam ner is reversed.

REVERSED

Edward C. Kinmin
Adm ni strative Patent Judge
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