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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 16 and 17, which are all of the clains

pending in this application.

We affirm
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THE | NVENTI ON

The appellants' invention relates to an obl ong spacer to
be used in conjunction with a nmetered dose inhaler

(specification, page 1). Clainms 16 and 17 read as follows:?

16. A spacer for use with a netered dose inhaler (M),
conprising a continuous solid netal body which defines a
chanmber having a total volunme of between 50 and 400 ml,
wherei n said body has a generally oblong shape which is
rotationally symretrical about a |ongitudinal axis and an
openi ng at each end, one of the openings being adapted for
connection to a netered dose inhaler (MI).

17. The spacer of claim 16, wherein the body is conposed of
stai nl ess steel.

THE PRI OR ART

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Kr aener 5,427,089 Jun. 27, 1995

(filed Sep. 8, 1993)
Calvert et al. (Calvert) 5,522, 383 Jun. 4,
1996

! Applicants' amendment (Paper No. 16), filed October 8, 1998, prior to the
final rejection (Paper No. 18), includes changes to claim 16, the abstract and
the specification. Notw thstanding the exam ner's approval of entry of this
anmendnent (See Paper No. 18), we note that the record does not show that the
anmendnent has been formally entered. Neverthel ess, because the exam ner has

i ndicated that the correct reading of claim16 is that which is found in the
appendix to the brief, we shall treat the copy of claim16 in the brief as
bei ng the correct one for purposes of deciding this appeal
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(35 U.S.C. § 102(e) date, Feb. 16,
1993)

Bl ower et al. (Bl ower) WO 91/00117 Jan. 10, 1991
(publ i shed international

appl i cation)

THE REJECTI ON

Claims 16 and 17 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentabl e over Blower, in view of Kraener and

Cal vert.

Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and appellants regardi ng the above-noted
rejections, we nmake reference to the rejection (Paper No. 14,
mai |l ed June 4, 1998), the final rejection (Paper No. 18,
mai | ed Decenber 3, 1998) and answer (Paper No. 22, mailed My
13, 1999) for the exanmi ner's conpl ete reasoning in support of
the rejection, and to the brief (Paper No. 21, filed April 12,
1999) and reply brief (Paper No. 24, filed June 24, 1999) for

the appell ants' argunents thereagainst.

OPI NI ON
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I n reachi ng our decision, we have given careful
consi deration to appellants' specification and clains, to the
applied prior art references, and to the respective positions
articul ated by the appellants and the exam ner. Upon
eval uation of all the evidence before us, it is our conclusion
that the evidence adduced by the exam ner is sufficient to

establish a prim facie case of obviousness with respect to

claims 16 and 17. Accordingly, we will sustain the examner's
rejection of clains 16 and 17 as unpatentabl e over Blower, in
view of Kraemer and Calvert. Qur reasoning for this

determ nati on foll ows.

In rejecting claims under 35 U . S.C. § 103, the exam ner

bears the initial burden of presenting a prina facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbinati on or other

modi fi cati on. See In re Lintner, 458 F.2d 1013, 1016, 173
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USPQ 560, 562 (CCPA 1972). Furthernore, the concl usion that

the claimed subject matter is prim facie obvious nust be

supported by evidence, as shown by sonme objective teaching in
the prior art or by know edge generally available to one of

ordinary skill in the art that would have | ed that individua
to conmbine the relevant teachings of the references to arrive

at the clainmed i nvention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988).

Wth this as background, we analyze the prior art applied
by the examiner in the rejection of the clains on appeal.
Whil e the exam ner has relied on Blower for his
di scl osure of an obl ong-shaped spacer, we find that, since
Kraemer al so teaches an obl ong-shaped spacer, the exam ner's
rejection of clains 16 and 17 is appropriate with or wthout

the teachi ng of Bl ower.

As shown in Fig. 1, Kraener's structure for holding a
dose of nedicanent is a generally oblong continuous solid
pl astic tube (1) that "defines a chamber 2 having a vol une of

from 200 to 500 m, preferably from 250-350 mM" (colum 2,
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lines 60-67). A netered dose of a nedi cament-contai ni ng
aerosol is dispensed into the chamber (2) through the spout
(4) froma netered-dose aerosol container (6) (colum 3, |ines
15-19). Kraener discloses tailoring the device for infants
and young children by providing the volune of the chamber to
be from 200-500 m (colum 2, lines 8-28). See also colum 4,

|l i nes 66-68 and colum 5, |ines 1-2.

Cal vert discloses an inhaler for dispensing a nedi cament
froma capsule (colum 1, lines 7-8) and teaches that
"delivery of the medi canent depends not only upon the
medi canent being renoved fromthe capsule but also upon the
medi canent actually reaching the respiratory tract of the user
during inhalation” (colum 4, lines 53-56). Calvert provides
t hat

[i]n order to mnimse the extent to which the
rel eased powdered nedi canment can aggl onerate on
the surface of the air passage through the

i nhal er, the panels 2, 4 and the partition 8

whi ch define the chanber portion 3 may be forned
of a polymer with a | ow surface resistivity,

t hereby having anti-static properties.
Preferably the material defining the inside wall
of the chanmber 3 is a polynmer having a surface
resistivity |less than 10 Ohns or nore
preferably | ess than 10® Ohms (columm 5, lines
18- 26).
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The use of various polynmer additives is discussed in the

Cal vert reference to increase anti-static properties of the
air passage surfaces. It is stated that "if the materi al

chosen for all of the enmbodi nents of the inhaler in accordance

with the invention is one which has relatively | ow

el ectrostatic attraction for the powder in the capsule, the
inhaler will not need regular cleaning"” (colum 7, lines 1-5).
Cal vert al so teaches use of a grid (30) in the air passage
(Fig. 8), and discloses that "grid (30) is of a material which

is electrically conductive or is otherwise anti-static.
Preferably the material used is a conductive polyner.

However, the grid may be of a metal such as stainless steel”

(colum 7, lines 25-28).

The exam ner's rejection (Paper No. 14, pages 2 and 3)
relies on Blower's teaching of an obl ong- shaped spacer,
Kraemer's teaching of a spacer volunme of 200 to 500 m, and
Cal vert's teaching of using steel filler, and that the entire

body is formed of the sane materi al
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It is appellants' position that "[e]verything said in the
three references is consistent with conventional w sdom of
using plastic. Nothing in the cited references suggests a

spacer made of continuous solid netal, as claimed" (brief,

page 9).

It is our opinion that the conbination of Bl ower,
Kraemer, and Cal vert would have been suggestive of the subject
matter of appellants' clains 16 and 17. Kraener's tube (1)
satisfies all of the |limtations of appellants' clainms 16 and
17 except for the limtations that the spacer is a continuous
solid nmetal body (claim 16) and that the body is conposed of
stainless steel (claim17). Kraenmer's oblong (i.e. elongated)
tube (1) (Fig. 1) has a chanmber (2) with a total volune of 200
to 500 m, and preferably from 250 to 350 ml (colum 2, line
66), and receives a nedi canent froma netered dose inhaler

(MDI ).

Cal vert teaches that the air passage surfaces of an
i nhal er should have anti-static properties (colum 5, |ines

18- 23), suggests using |low electrostatic attraction materi al
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for all enbodinents (columm 7, lines 1-6) and discloses that
grid (30), which is shown in the air passageway (Fig. 8), is
al so of an anti-static material such as stainless steel.
Therefore, it is our further opinion that, because one of
ordinary skill in the art would have recogni zed the inportance
t hat the nedi canent actually reach the respiratory tract of

t he user during inhalation, it would have been obvious to that
person at the time the invention was made to nake Kraener's
tube (1) of stainless steel since, as suggested by Cal vert,
maki ng the air passage of anti-static material, |ike stainless
steel, mnimzes the extent powdered nmedi cament can

aggl onerate on the surface of the inhaler's air passage.

We note appellants' argunment that Calvert is not directed
to a spacer or to an MDI; thus one of ordinary skill in the
art would not be notivated to consider Calvert in conbination
with Kraener. |In order to rely on a reference as a basis for
rejection of the applicant's invention, the reference nust
either be in the field of applicants’ endeavor or, if not,
then be reasonably pertinent to the particular problemwth

which the i nventor was concer ned. See In re Dem nski, 796
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F.2d 436, 442, 230 USPQ 313, 315 (Fed. Cir. 1986). Both

Cal vert and Kraemer are reasonably pertinent to the problem
faced by appellants, providing an inhaler for delivering a
measur ed anount of medicanent to the patient while mnimzing
the electrostatic attraction of the respirable particles to
the walls of the device (appellants' specification, page 5,

i nes 22-28).

Qur reliance on Calvert's disclosure of stainless steel
as an anti-static material, although different fromthe
exam ner's reliance on Calvert's teaching of carbon or steel-
filler used to increase the anti-static properties of
pol ymers, does not warrant our affirmance bei ng denom nated as
a new ground of rejection. In our view, appellants have had a
fair opportunity to evaluate Calvert's disclosure of anti-

static materials. See In re Kronig, 539 F.2d 1300, 1303, 190

USPQ 425, 427 (CCPA 1976).

CONCLUSI ON

In summary, the decision of the exam ner to reject clains

16 and 17 under 35 U.S.C. 8 103 is affirnmed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN F. GONZALES APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

Rl CHARD B. LAZARUS
Adm ni strative Patent Judge
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