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t he Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 30, which are all of the clains

pending in this application.

As noted on page 1 of the specification, appellants’
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invention relates to a cushioning conversion system and net hod
for converting sheet stock material into a | ow density

cushi oni ng dunnage product and, nore particularly, to an

i nprovenent in the nmechani sns for feeding the sheet stock
material into the systemfor conversion into the dunnage
product. The inprovenent includes a stock roll cart (14) for
supporting a supply roll of sheet stock material and a dancer
roller assenbly carried on the stock cart for helping to

mai ntain a greater uniformty of tension on the sheet materi al
being fed through the conversion assenblies. A first

enbodi mrent of appellants’ stock cart is seen in Figure 3 of

t he application drawi ngs, wherein the dancer roller (82) rides
up and down in gui deways (86) as tension on the stock sheet
materi al increases or decreases, respectively, during

unwi ndi ng of the sheet material fromthe stock roll (74). A
second enbodi nent of the stock cart is seen in Figure 6,
wherein the dancer roller (102) is supported on pivotally
mounted swing arns (104). Independent clains 1 and 15 are
representative of the subject matter on appeal and a copy of

those clains may be found in Appendi x A of appellants’ brief.
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Bl ock 3,971, 695 Jul . 27,
1976

Stanford 4, 040, 043 Aug. 2,
1977

Armi ngt on 4, 650, 456 Mar .
17, 1987

Clainms 1 through 24, 25 and 30 stand rejected under
35 U.S.C. 8 103(a) as being unpatentable over Arm ngton in

vi ew of Stanford.

Clainms 26 through 29 stand rejected under 35 U S.C. 8§
103(a) as being unpatentable over Armi ngton in view of

Stanford as applied above, and further in view of Bl ock.

Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appellants regarding the
rejections, we nmake reference to the Ofice action nuailed

Decenber 27, 1999 (Paper No. 5), the final rejection (Paper
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No. 7) and the exam ner's answer (Paper No. 10, nmil ed Cctober
18, 2000) for the examner's reasoning in support of the
rejections, and to appellants’ brief (Paper No. 9, filed
Sept enber 22, 2000) and reply brief (Paper No. 11, filed

Decenber 27, 2000) for the argunents thereagainst.?

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and cl ains,
to the applied prior art references, and to the respective

positions articul ated by appellants and the exam ner. As a

! The Manual of Patent Exam ning Procedure (MPEP) § 1208
(page 1200-17) states that exami ners may incorporate in the
answer their statenment of the grounds of rejection nerely by
reference to the final rejection (or a single other action on
which it is based, MPEP § 706.07). Only those statenents of
grounds of rejection appearing in a single prior action nmay be
i ncorporated by reference. An exam ner’s answer shoul d not
refer, either directly or indirectly, to nore than one prior
Ofice action. In this case, the exam ner has not followed the
sage advice and gui dance provided by the MPEP. The exam ner’s
answer refers us to Paper No. 7 (the final rejection),
however, Paper No. 7 itself refers back to “paragraph 4 of the
| ast office action.” In the future, to avoid any confusion,

t he exam ner shoul d adhere to the precepts set forth in the
MPEP.
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consequence of our review, we have nmade the determ nation that
t he exam ner’ s above-noted rejections will not be sustained.

Qur reasons follow

After having reviewed the applied prior art references to
Arm ngton and Stanford, we are of the opinion that there is no
t eachi ng, suggestion or incentive in such references, or
ot herwi se specified by the exam ner, which would have | ed one
of ordinary skill in the art at the time of appellants’
invention to nodify the stock roll cart of Armngton in the
manner urged by the exam ner. The exam ner’s assertions

(answer, page 4) that a

dancer roller is “notoriously well known in the art to neasure
the tension of a feeding web” and that a dancer roller is
“inherently going to be providing substantial uniform constant
tension as the dancing roller adjusts to accommopdate different
tensions,” nmay generally be true, but do not provide any
reason, suggestion or notivation for attenpting a nodification

of the stock roll cart in Arm ngton based on the entirely
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different filmsensing, feeding and braki ng apparatus of the

wr appi ng machine in Stanford.

Li ke appell ants, we consider that the nodification of
Armington’s stock roll cart urged by the exam ner is nerely a
hi ndsi ght reconstruction based on the inperm ssible use of
appel  ants’ own di sclosure and teachings as a blueprint for
pi ecing together the relied upon prior art. |In that regard,
we are in general agreenment with appellants’ argunents as
presented in their brief (pages 16-20) and reply brief. Thus,
we will not sustain the examiner’s rejection of clainms 1
t hrough 24, 25 and 30 under 35 U.S.C. §8 103(a) as being

unpat ent abl e over Armington in view of Stanford.

We have al so reviewed the patent to Bl ock applied by the
exam ner along with Arm ngton and Stanford agai nst clains 26
t hrough 29 on appeal, but find nothing therein that provides

for the deficiencies we have found in the examner’s attenpted
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conbi nati on of Arm ngton and Stanford. Thus, the exam ner’s

rejection of clainms 26 through 29 will al so not be sustai ned.

I n accordance with the foregoing, the decision of the
exam ner rejecting clains 1 through 30 of the present

application under 35 U S.C. 8§ 103(a) is reversed.

We additionally find it necessary to REMAND this
application to the exam ner for a decision on the record as to
whet her or not a rejection of one or nore of the clains on
appeal in this case would be appropriate based on Arm ngton
(4,650,456) in view of the Ratzel patent (5,713,825) cited by
the examiner in the Ofice action mailed Decenber 27, 1999
(Paper No. 5), but not previously applied. Mre particularly,
t he exam ner should determne if it would have been obvious to
one of ordinary skill in the art at the time of appellants’
invention to provide the supply roll cart of Armington with a
dancer (danper) roller assenbly |like that seen at (70, 71) of
Rat zel to help in maintaining a greater uniformty of tension

on the sheet material being fed fromthe cart, or
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alternatively whether it would have been obvious to repl ace
the stock supply assenbly (32) of Ratzel with a separate
nmobil e cart follow ng the teachings of Arm ngton, while
providing for use of a dancer roller assenbly like that of
Rat zel on the cart so as to gain the advantages of such an
assenbly as set forth in colum 5, line 61 through colum 6,

line 10 of Ratzel.

REVERSED AND REMANDED

JENNI FER D. BAHR
Adm ni strative Patent Judge
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