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DECI SI ON ON APPEAL

Wl bur R Prinos appeals fromthe final rejection (Paper
No. 17) of clains 62 through 65, 69 through 72, 76 through 79
and 83 through 85, all of the clains pending in the
application.?

THE | NVENTI ON

' Cdains 62, 69, 76 and 83 have been anended subsequent to
final rejection.



Appeal No. 2001-1740
Application 08/ 902, 466

The invention relates to “gane calls, and nore
particularly, to nodular gane call systens for imtating

natural sounds of gane

ani mal s” (specification, page 1). Representative claim62
reads as foll ows:

62. A gane call apparatus, conpri sing:

a ganme call, conpri sing:

a tube having an upstream end and a downstream end;

a sound source operatively associated with the upstream
end of the tube;

a vol unme chanber coupled to the downstream end of the
tube, the volume chanber having an inlet, a single outlet, and
an internedi ate section between the inlet and the outlet;

t he vol une chanber conprising a wall of substantially
constant thickness, the volune chanber being holl ow and devoid
of structure other than the wall;

t he vol une chanber having an inlet inside dianmeter, an
outlet inside dianmeter, and an internedi ate nmaxi nrum i nsi de
di aneter, the internedi ate maxi mum i nsi de di aneter being
|arger relative to the outlet inside dianeter and the inlet
i nside dianmeter, the intermnmedi ate maxi num i nsi de di aneter
| ocated closer to the inlet inside dianeter than the outlet
i nsi de di aneter.

THE PRI OR ART

The references relied on by the exam ner to support the
final rejection are:
Schofield 1, 120, 980 Dec. 15,

1914
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Davi s 3,971, 098 Jul . 27,
1976

THE REJECTI ONS

Clainms 62 through 65, 69 through 72 and 83 stand rejected
under 35 U.S.C. 8§ 102(b) as being anticipated by Schofi el d.

Clainms 76 through 79, 84 and 85 stand rejected under 35
U S . C 8§ 103(a) as being unpatentable over Schofield in view

of Davi s.

Attention is directed to the appellant’s main and reply
briefs (Paper Nos. 21 and 23) and to the exam ner’s answer
(Paper No. 22) for the respective positions of the appellant
and the examner with regard to the nerits of these
rejections.?

DI SCUSSI ON

|. The 35 U S.C. § 102(b) rejection of clains 62 through 65,
69 through 72 and 83 as being anticipated by Schofield

21n the final rejection (Paper No. 17), clains 62 through
65, 69 through 72, 76 through 79 and 83 through 85 al so stood
rejected under 35 U.S.C. § 112, second paragraph, as being
indefinite. The exam ner (see the advisory action dated
August 18, 2000, Paper No. 19) has since withdrawn this
rejection in light of the amendnents nade subsequent to final
rejection (see n.1, supra).
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Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clained invention. RCA

Corp. v. Applied Digital Data Sys.., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. GCr. 1984). In other words, there
nmust be no difference between the clained invention and the
reference disclosure, as viewed by a person of ordinary skill

in the field of the invention. Scripps dinic & Research

Found. v. Genentech Inc., 927 F.2d 1565, 1576, 18 USP@d 1001,

1010 (Fed. Gir. 1991).

Schofield discloses a cotton picking tube adapted to be
connected to a machine having a collection chanber and a neans
for generating a vacuumw thin the tube. As shown in Figure
1, the tube conprises a tapered nozzle tip 17, a nozzl e proper

14, a ball and socket joint 11 and 13, and a flexible conduit

10.

The preanbl es of independent clainms 62, 69 and 83 set
forth a “ganme call apparatus.” The bodies of these clains
recite, inter alia, a “gane call.”®* In applying Schofield as

3 The record indicates that the appellant’s insertion of
the “ganme call” | anguage into the bodies of the clains was
pronpted by the exam ner’s refusal to accord patentabl e wei ght

4
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an anticipatory reference against these clains, the exam ner
takes the position that “[t]he entirety of the [Schofi el d]
devi ce can be taken to provide a gane call structure, capable
of creating sounds sufficient to be heard by gane ani nmal s”
(answer, page 4). The exam ner further expl ains that

[g]iven the wide variety of game call techniques and

devices for their practice, the exam ner cannot deem

the phrase “gane call [apparatus]” (which has no
specific structure) to inherently require anything
beyond a soundi ng nechani sm capabl e of capturing the
attention of a ganme animal. Exam ner believes that
merely a soundi ng device that is capable of being

heard by a game animal is all that is required. As

stated above, the vacuum device of [Schofield] is

sufficient to provide i nherent sounds capabl e of

bei ng heard by a gane ani mal [answer, page 5].

The preanble of a claimdoes not limt the scope of the
claimwhen it nerely states a purpose or intended use of the
i nvention; however, terns appearing in a preanble may be
deened Iimtations of a claimwhen they give neaning to the

claimand properly define the invention. See In re Paul sen,

30 F.3d 1475, 1479, 31 USPQ2d 1671, 1673 (Fed. Cr. 1994).
Al though no litnus test exists as to what effect should be

accorded to words contained in a preanble, review of a patent

to the recitation in the preanbles of a “gane call structure.”
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application inits entirety should be made to determ ne

whet her the inventors intended such | anguage to represent an
additional structural limtation or nere introductory

| anguage. 1d.

A review of the record in the instant application, and
particularly the portions of the underlying specification
descri bi ng the background probl ens and objectives of the
appellant’s invention, clearly denonstrates that the appell ant
i ntended the “gane call apparatus” |anguage in the preanbles
of independent clainms 62, 69 and 83 to represent a structural
l[imtation giving life and neaning to the clainms. The
somewhat redundant recitation of a “ganme call” in the bodies
of these clainms confirnms this intent. Sinply put, a person of
ordinary skill in the art would not view Schofield s cotton
pi cki ng tube and machi ne as enbodying a gane call or a gane

cal | appar at us.

The exam ner’s determ nation to the contrary, which is based

solely on the prem se that the Schofield apparatus is capable
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of producing a sound which can be heard by gane animals, is
mani festly unreasonable. Moreover, the record does not
contain any evidence that the Schofield apparatus is
i nherently capable of functioning as a gane call, i.e.,
capable of imtating the natural sounds of gane ani nals.
Thus, Schofield does not disclose each and every el enent of
the invention set forth in clains 62, 69 and 83.

Consequently, we shall not sustain the standing 35 U.S. C.
8 102(b) rejection of independent clains 62, 69 and 83, and
dependent clains 63 through 65 and 70 t hrough 72, as being by
Schofi el d.
II. The 35 U S.C._§ 103(a) rejection of clains 76 through 79,

84 and 85 as bei ng unpatentabl e over Schofield in view of
Davi s

| ndependent claim 76, fromwhich clains 77 through 79
depend, is simlar to independent clains 62, 69 and 83 in that

it recites a “gane call apparatus” conprising, inter alia, a

“gane call.” dains 84 and 85 depend from i ndependent claim
83. In short, Schofield s deficiencies relative to the “gane
call apparatus” and “gane call” limtations in the i ndependent

clainms finds no cure in Davis’ disclosure of a gutter cleaning

nozzl e.
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Accordingly, we shall not sustain the standing 35 U.S. C
§ 103(a) rejection of clainms 76 through 79, 84 and 85 as
bei ng unpat ent abl e over Schofield in view of Davis.
SUMVARY
The decision of the examner to reject clains 62 through
65, 69 through 72, 76 through 79 and 83 through 85 is
reversed

REVERSED

JOHN P. MCQUADE
Adm ni strative Patent Judge
BOARD OF PATENT
APPEALS AND
JEFFREY V. NASE
Adm ni strative Patent Judge | NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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