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DECISION ON APPEAL

This is a decision on appeal from the examiner®s final
rejection of claims 2-11, 13-21, 25, 27 and 28. Claims 22-24,
which are all of the other claims pending in this application,
stand withdrawn from consideration by the examiner as being drawn

to a non-elected invention.
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BACKGROUND

Appellants® invention relates to a solid, pulverulent,
adduct having particle diameters of from about 1 to 1000 microns.
An understanding of the invention can be derived from a reading
of exemplary claim 2, which is reproduced below.

2. A solid, pulverulent, water-dispersible,
blocked polyisocyanate adduct having particle diameters
of from about 1 to 1000 um, obtained by reacting, In a
water-free, organic auxiliary solvent,

at least one isocyanate component selected from
the group consisting of aliphatic, cycloaliphatic and
aromatic isocyanates, wherein saild iIsocyanate has an
average, NCO functionally of 2-4

with

at least one hydrophilicizing component containing
at least one group which is reactive toward the NCO
groups, In an amount such that there is on average not
more than one NCO-reactive function for each isocyanate
molecule;

blocking with at least one blocking agent from 95
to 100% to the NCO group not reacting with the
hydrophilicizing component;

optionally neutralizing with at least one
neutralizing agent; and

removing the organic auxiliary solvent.

The prior art references of record relied upon by the

examiner in rejecting the appealed claims are:

Reiff et al. (Reiff “370) 5,508,370 Apr. 16, 1996
Reiff et al. (Reiff “482) 5,607,482 Mar. 04, 1997

Reiff et al. (Reiff “737) 5,693,737 Dec. 02, 1997
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Lange et al. (Lange) 6,096,805 Aug. 01, 2000
Claims 2-11, 13-21, 25, 27 and 28 stand rejected under
35 U.S.C. § 112, first paragraph as being based on a non-enabling
disclosure. Claims 2-11, 13-20, 25, 27 and 28 stand rejected
under 35 U.S.C. 8 102(b) as being anticipated by Reiff “370,
Reiff, 482 or Reiff “737. Claim 21 stands rejected under 35
U.S.C. 8 103(a) as being unpatentable over Reiff “370, Reiff, 482
or Reiff “737, each in view of Lange.
We refer to the brief and reply brief and to the answer for
a complete exposition of the opposing viewpoints expressed by
appellants and the examiner concerning the issues before us on

this appeal.

OPINION
Having considered the entire record of this application,
including the arguments advanced by both the examiner and
appellants In support of their respective positions, we find
ourselves iIn agreement with appellants” position in that the

examiner has not met the burden to show, prima facie: (1) that

the claimed subject matter is not enabled by the original
disclosure of the application; (2) that the applied prior art

anticipates the subject matter of claims 2-11, 13-20, 25, 27 and
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28; and (3) that the applied prior art renders the subject mater
of claim 21 obvious within the meaning of 35 U.S.C. 8§ 103(a).-
Accordingly, we reverse the rejections advanced by the examiner

Our reasoning follows.

§ 112, first paragraph Rejection

According to the examiner, the specification is non-enabling
since the disclosed weight percent content ranges for the
isocyanate and hydrophilicizing component reactants do not
support the breadth of the appealed claims that are not so
limited to particular weight percent content ranges. (answer,
pages 3 and 4). The examiner appears to be concerned that
appellants” detailed disclosure of specified weight percentages
of reactant components does not enable a person skilled iIn the
art to which 1t pertains, or with which 1t is most nearly
connected, to make an invention commensurate In scope with the
rejected claims without undue experimentation (answer, pages 3
and 4).

In our view, the examiner has not carried the initial burden
of setting forth evidence or sound technical reasoning which
indicates that one of ordinary skill in the art would not have

been enabled by appellants” specification to form a solid,



Appeal No. 2005-1247 Page 5
Application No. 09/963,423

pulverulent, water-dispersible, blocked polyisocyanate adduct
having particle diameters of from about 1 to 1000 microns or
perform a process for making such an adduct, as herein claimed.
Whether making and using the invention would have required
undue experimentation, and thus whether the disclosure is
enabling, is a legal conclusion based upon several underlying

factual inquiries. See In re Wands, 858 F.2d 731, 736-37,

8 USPQ2d 1400, 1404 (Fed. Cir. 1988). Here, the examiner has not
presented sufficient factual determinations to support the legal
conclusion that undue experimentation is required to practice the
invention as claimed.

Nor has the examiner established that the subject matter
involved iIn this appeal is unpredictable, let alone to such an
extent that appellants need to provide working examples across
the breadth of the claimed subject matter, as seemingly suggested
by the sentence bridging pages 3 and 4 of the answer. In this
regard, we note that compliance with the enablement provision of
35 U.S.C. 8 112, first paragraph does not require appellants to
actually have reduced the claimed iInvention to practice, let
alone demonstrate such a reduction to practice across the full

breadth of the scope of the claims.
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Accordingly, based on the present record, the rejection of
claims 2-11, 13-21, 25, 27 and 28 under 35 U.S.C. 8 112, first

paragraph, for lack of enablement cannot be sustained.

8§ 102 Rejection
To anticipate a claim, a prior art reference must disclose
every limitation of the claimed invention, either explicitly or

inherently. 1In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d

1429, 1431 (Fed. Cir. 1997).

In the case before us the examiner maintains that each of
the applied Reiff patents anticipate claims 2-11, 13-20, 25, 27
and 28. In making this determination, the examiner refers to the
abstract and each of columns 2-12 of each of the applied
references.

All of those rejected claims require either a product or
process of producing a product that is “a solid, pulverulent,
water-dispersible, blocked polyisocyanate adduct having particle
diameters of from about 1 to 1000 um” (claims 2 and 25).
Appellants argue that none of the applied Reiff patents describe
a solid, water-dispersible, blocked polyisocyanate adduct product

in a powder (pulverulent) form that has particle diameters within
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a range, as here claimed. On the other hand, the examiner
(answer, pages 5 and 6) takes the position that:

Firstly, the position is taken that the claimed lower
endpoint of about 1 micrometer encompasses particle
size below 1 micrometer (1,000 millimicrons).

Secondly, the particles sizes of Reiff et al. are not
confined to 50 to 500 millimicrons. 1t i1Is noted that
Reiff et al. (“482) recite a range endpoint of about
800 millimicrons (see column 10, line 51); this
endpoint, in and of i1tself, iIs considered to be
encompassed by appellants” claimed about 1 micrometer.
Furthermore, the references do not require that the
particles fall within the recited ranges; rather, the
particle diameter is defined as the diameter at which
50% of the particles are above and 50% of the particles
are below. In view of this definition, the position is
taken that it is reasonable to conclude that
approximately 50% of the particles of Reiff et al.
(especially Reiff et al. (“482)) have a particle size
that meets the claimed range endpoint of about 1
micrometer.

The difficulty we have with the examiner’s position is that
the examiner has not established that average diameters of the
already dispersed particles referred to in the Reiff patent
represents a description of “a solid, pulverulent, water-
dispersible, blocked polyisocyanate adduct having particle
diameters of from about 1 to 1000 um” as required by the rejected
claims. In particular, we note that while individual particles
of the dispersion of the applied references can be considered to

be a solid adduct as alleged by the examiner, the appealed claims

require that the solid product includes multiple particles as
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evident by the claim term “diameters.” In other words, even
though the dispersions of the applied references include multiple
solid particles, those dispersions are not a solid comprising a
collection of solids in pulverulent (powder or dust-like) form!
that was formed in a water-free environment, as required by the
appealed claims. Rather, the aqueous dispersions of the applied
references are iIn the nature of an aqueous colloid-type or
aqueous Ffluid-type stable suspension of solids.?

We agree with the examiner that the term “about” as used in
the appealed claims allows for some variance or imprecision in
the particle size range endpoints that are claimed thereby

permitting some tolerance, and therefore encompassing values on

' See the definition of “pulverulent” at page 946 of Merriam
Webster’s Collegiate Dictionary, Tenth Edition (1996). A copy of
that dictionary page accompanies this decision. Furthermore and
perhaps more importantly, we note that appellants alternately
refer to the solid adduct as pulverulent or a powder iIn the
specification. See, e.g., page 2 lines 13 and 17 of appellants’
specification. Thus, our construction of this claim term is
consistent with appellants use of the term in the specification.

‘At page 2, paragraph 1 of the examiner’s final rejection,
the examiner may have taken a position that appears to be
inconsistent with at least part of the position taken in the
answer holding that a dispersion anticipates the solid product of
claim 2. In particular, the examiner asserts iIn that final
rejection paragraph that claims drawn to a dispersion represent a
separate and distinct invention from that of the solid product of
claim 2 in holding claims 22-24 withdrawn from consideration.
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either side of the claimed value (nhumber). See Eiselstein v.

Frank, 52 F.3d 1035, 1038-40, 34 USPQ2d 1467, 1470-71 (Fed. Cir.
1995).

However, the mere existence of such tolerance in the range
endpoints does not relieve the examiner from the burden of
explaining how each of the applied Reiff patents provides a
description of a solid, pulverulent, water-dispersible, blocked
polyisocyanate adduct having particle diameters that fall within
the range of variance of particle sizes permitted by the claim
language iIn the case before us.

The mere assertion that such i1s the case because of an
alleged relative closeness of the upper endpoint (500 or 800
millimicrons) of a range of average sizes for already water-
dispersed particles in the applied references versus appellants’
claimed lower limit for particle sizes of about 1 um (1,000
millimicrons) for appellants” pulverulent (powder form), water-
dispersible, blocked, polyisocyanate solid adduct does not serve
to fairly discharge the examiner’s burden to establish that one
of ordinary skill in the art would recognize a description of a

product or process as called for by appellants” claims, including
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the claimed particle size limitation in the applied references.?
In this regard, we note that the examiner’s speculation about the

range of variance from the average diameter sizes that may be

> See In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934,
1936-37 (Fed. Cir. 1990)(concluding that a claimed invention was
rendered obvious by a prior art reference whose disclosed range
was “about 1-5%” carbon monoxide whereas the claimed range was
more than 5% to about 25% carbon monoxide). The court in
Woodruff did not affirm the obviousness rejection by holding that
anticipation is the ultimate or epitome of obviousness. Cf., In
re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982).

“[A]lnticipation under 8 102 can be found only when the
reference discloses exactly what i1s claimed and that where there
are differences between the reference disclosure and the claim,
the rejection must be based on § 103 which takes differences into
account.” Titanium Metals Corp. of America v. Banner, 778 F.2d
775, 780, 227 USPQ 773, 777 (Fed. Cir. 1985).

In cases involving overlapping ranges, our current and
previous reviewing courts have consistently held that even a
slight overlap in range establishes a prima facie case of
obviousness. See In re Geisler, 116 F.3d 1465, 1469, 43 USPQ2d
1362, 1365 (Fed. Cir. 1997)(acknowledging that a claimed
invention was rendered prima facie obvious by a prior art
reference whose disclosed range (50 to 100 Angstroms) overlapped
the claimed range (100 to 600 Angstroms) at one point); In re
Woodruff, supra; and In re Malagari, 499 F.2d 1297, 1303, 182
USPQ 549, 553 (CCPA 1974)(concluding that a claimed invention was
rendered prima facie obvious by a prior art reference whose
disclosed range (0.020-0.035% carbon) overlapped the claimed
range (0.030-0.070% carbon)). 1In a more recent case, our
reviewing court held that a prima facie case of obviousness
exists when the claimed ranges are completely encompassed by the
prior art. See In re Petersen, 315 F.3d 1325, 1329-30, 65 USPQ2d
1379, 1382 (Fed. Cir. 2003)(“Selecting a narrow range from within
a somewhat broader range disclosed in a prior art reference is no
less obvious than i1dentifying a range that simply overlaps a
disclosed range. In fact, when, as here, the claimed ranges are
completely encompassed by the prior art, the conclusion of
obviousness is even more compelling than iIn cases of mere
overlap™).
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present in the dispersions of the applied references, absent
concrete evidence establishing the obtention of a solid product
having particles of such sizes in the applied references, does
not support a finding of anticipation. On this record, we

reverse the examiner’s 8§ 102 rejection.

8§ 103(a) Rejection
Concerning the examiner’s 8 103(a) rejection of dependent
claim 21, the examiner does not offer any further analysis of the
contested claimed particle size limitation explaining how Lange
in combination with any of the Reiff patents would have rendered
the claimed solid product including the particle size limitation
obvious to one of ordinary skill in the art. 1t follows that we
shall also reverse the examiner’s obviousness rejection, on this

record.
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CONCLUSI10ON

The decision of the examiner to reject claims 2-11, 13-21,
25, 27 and 28 under 35 U.S.C. 8§ 112, first paragraph as being
based on a non-enabling disclosure; to reject claims 2-11, 13-20,
25, 27 and 28 under 35 U.S.C. 8 102(b) as being anticipated by
Reiff “370, Reiff, 482 or Reiff “737; and to reject claim 21
under 35 U.S.C. 8§ 103(a) as being unpatentable over Reiff “370,

Reiff, 482 or Reiff “737, each in view of Lange is reversed.

REVERSED

CATHERINE TIMM
Administrative Patent Judge
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