TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Patent |Interference No. 103, 987

FI NAL HEARI NG June 1, 2000

Bef ore CALVERT, PATE and HANLON, Adm nistrative Patent Judges.

PATE, Adm nistrative Patent Judge.

FI NAL DECI SI ON UNDER 37 CFR 8§ 1.658

This is a decision after final hearing in
Interference No. 103,987. The junior party involved patent is
U S. Patent No. 5,454,738 in the name of Gunsang Limet al.?3
The senior party involved application is Serial No. 08/724, 365
to Jack E. Caveney et al. The real parties-in-interest are
Thomas-Betts Corporation and Panduit Corporation,
respectively.

The subject matter of the interference pertains to

an RJ-45 wire connector for stream ng conputer data with

3 The parties wll henceforth be referred to in the
si ngul ar.
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i nproved near end crosstal k performance. The inproved

crosstal k performance i s obtained by providing a conductive
trace disposed in spatial registry with one of the connector
contacts so as to generate nutual inductance and capacitance

in the trace and the contact.

The interference count reads as foll ows:

Count 1

An el ectrical connector conprising:
an insul ati ve housi ng;

a plurality of elongate electrical contacts
supported on said housing, said contacts being disposed in a
mutual | y spaced si de-by-si de arrangenent;

a dielectric substrate overlying said contacts;

a conductive trace having an extent supported by
said dielectric substrate, said trace being disposed in
spatial registry with a |longitudinal portion of one of said
contacts and being of configuration to define with said one
contact and with the perneability and the dielectric constant
of said dielectric substrate a predeterm ned nutual i nductance
and capaci tance.

The clains of the parties that correspond to the
count
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are:
Limet al. Clains 1-9 and 11-15

Caveney et al. Clains 78-86 and 88-92

Backgr ound
Interference No. 103,987 was decl ared on Novenber 4,
1997 with a tinme period for filing prelimnary notions and
prelimnary statenments set to end on February 18, 1998. 1In a
decision on prelimnary notions entered on Septenber 30, 1998,
the Adm nistrative Patent Judge (APJ), inter alia, added
anot her count, count 2, to the interference and added anot her

Li m pat ent

to the interference as corresponding to the additional count
2. The APJ al so placed junior party Limunder an order to show
cause pursuant to 37 CFR §8 1.640(d)(3) for failure to overcone
the senior party’s filing date in its prelimnary statenent.

In response to the addition of the second Li m patent
to the interference, Limrequested reconsideration. After

allowng the parties to fully brief the issue, the APJ
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rendered a decision on May 21, 1999 favorable to Limand
removed the second Limpatent fromthe interference in favor
of an additional inter- ference where count 2 is the count in
the additional inter- ference. Additionally, the APJ again
pl aced junior party Limunder an order to show cause under 37
CFR 8 1.640(d)(3) but only for the original count 1, now the
sole count in the instant interference. |In response to the
order to show cause, Limfiled a belated notion for judgnent
under 37 CFR 8 1.633(a) that all clainms of the Caveney
application are unpatentable to Caveney under 35 U.S.C. § 112,
first paragraph. Limalso filed a notion under 37 CFR 88
1. 635 and 1.645 requesting that this belated notion for
j udgnent be considered. As a show ng of good cause, Limcited
Gentry Gallery v. Berkline Corp., 134 F.3d 1473, 48 USPQRd
1498 (Fed. Cir. 1998). This decision, dated January 27, 1998,
is argued by Limas representing a substantive change in the
| aw t hat was not recognized as such until well after the end
of the prelimnary notion period.

The APJ deferred these two notions, the bel ated

nmotion for judgnment and the notion for consideration of the
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bel ated nmotion, to final hearing. They are the only issues

argued at this final hearing.

Motion under 37 CFR 88 1.635 and 1.645

Junior party Lims belated notion for judgnment was
filed on July 19, 1999. This was approximately 17 nonths
after the tinme for filing prelimnary notions closed and
approximately 18 nonths after the decision in the Gentry case
was avail able on January 27, 1998. Thus, Linms notion for
j udgment was belatedly filed. 37 CFR 8§ 1.645 provides that:

Any paper belatedly filed will not be

consi dered except upon notion [sic] (8§

1. 635) which shows good cause why the paper

was not tinmely filed . :

Thus, a prerequisite for our consideration of Lims
notion for judgment is a show ng of good cause for bel at edness
on the part of junior party Lim Linms argunent respecting
good cause has two parts. The first part is an argunment that
the decision in Gentry represented a substantive shift in

patent law with respect to descriptive support for the clainmed

subj ect
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matt er under section 112, first paragraph. The second part of
Limis showing is that it has understandably taken the courts
and the bar sone tine to cone to recognize the true
significance of the analysis as set forth in Gentry. This
period of tinme, the argument goes, should excuse the junior
party’s delay in filing the notion for judgnent.

In the second part of this opinion, we do not find
it necessary to decide whether Gentry is a substantive
departure in the law regarding the witten description
requi renent, since we are of the viewthat the facts in this
interference and the Gentry case, as expl ai ned herei nbel ow,
are entirely different.* Therefore, if we assune for the
pur pose of the notion under 37 CFR 8 1.645 that Gentry did

effect a substantive change in the law, is sone period of

4 Additionally, it is apparent that the Federal
Crcuit is taking pains to enphasize that Gentry fits within
the legal framework of the existing | aw on descriptive
support. See Reiffen v. Mcrosoft Corp., Case No. 098-1502,
deci ded June 5, 2000, wherein the majority opinion discusses
witten description with respect to prior case |law, and the
concurring opinion carefully places Gentry in the context of
this | aw
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del ay reasonable, based on the tine it takes the courts and
the bar to recogni ze and act on the change?

In support of this proposition Limcites Anderson v.
Natta, 480 F.2d 1392, 178 USPQ 458 (CCPA 1973), a case in

whi ch

the CCPA determined that it was unreasonable for the Board of
Interferences to refuse to consider an argunent raised at
final hearing that was not earlier raised by a notion.

Bet ween the notion period and the decision, the Suprene Court

had deci ded Brenner v. Manson, 383 U. S. 519, 148 USPQ 689

(1966). In its conment on the Board s opinion, the Court
st at ed:

W think it sufficient to recognize that at
the very |l east the Manson opinion was an
inmportant clarification of the | aw of
utility which brought into focus particul ar
consi derations regarded by the Suprene
Court as of paranount inportance in
ascertaining utility within the neaning of
the statute. The decision of the Suprene
Court in Manson was, in our opinion, good
reason to excuse the failure of Natta to
present a notion during the notion period.
Wil e the board correctly observed that
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Natta could have filed a belated notion, we

do not think the failure to do that

justifies refusal to hear the issue at

final hearing where Rule 258 permtted

consideration. W think it not

unreasonable for Natta to el ect, when

Manson appeared, to wait for final hearing

and attenpt to argue the "good reason”

exception of Rule 258 [Anderson, 480 F.2d

at 1398, 178 USPQ at 462].

Therefore, based on this CCPA opinion, we are of the
view that it is a reasonable argunent that a change in the
case law is proper grounds for a belated notion in an
interference. However, we view the over 17 nonth del ay as
unduly |l ong, based on the facts of the instant case. In

arguing that the courts have

recogni zed that Gentry is a case of major significance, Lim
adm ts that Judge Wal ker naned the Gentry inquiry the “omtted
el enent test” and applied CGentry to invalidate a patent in a
deci sion® dated | ess than six nonths after the Gentry

deci sion. Presumably, Judge Wal ker and M crosoft’s counsel had

5 Judge Wl ker presided in Reiffin v. Mcrosoft Corp.
48 USPQ2d 1274 (N.D. Ca. 1998). This case was decided July
10, 1998.
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enough tinme to digest and act on the Gentry decision in this
| ess than six nmonth period. Based on this fact, we hold that
t he reasonabl e amount of tine to be excused based on the
novelty of the Gentry opinion is approximtely the tine
necessary for the district courts to start to use the Centry
case in decisions or just after the first district court case
appeared relying on the Gentry holding. Therefore, the
maxi mum anount of time creditable to Li mbased on the

percei ved change in law is approximtely six nonths. This

anount of time is far short of the tine that nust be excused

for Lims notion under 37 CFR 8 1.645 to prevail.® Therefore,

Linmis m scell aneous noti on under 37 CFR 8§ 1.645 for

6 The amount of time excused is so nmuch shorter than
the tinme it actually took junior party Lims counsel to file
the notion, we nust, under our precedent, presune the
additional delay was the result of a change in strategy,
opi ni on, or purpose, which does not constitute good cause for
excusi ng the bel atedness of a notion. See 2 Rivise and
Caesar, Interference Law and Practice, Section 270, The Mchie
Co. 1943; Suh v. Hoefle, 23 USPQ@2d 1321 (Bd. Pat. App. & Int.
1991) .

10
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consideration of the belatedly filed notion for judgnent is

DENI ED.

Mbtion under 37 CFR § 1.633(a)

Normal |y, since the m scel |l aneous notion for
consideration of the belated notion for judgnent has been
deni ed, we would sinply disnm ss the belated notion for
judgment. However, in this instance, the inpact of the CGentry
deci sion on the senior party’'s clains has been fully briefed.
Accordingly, for conpleteness, we will consider the junior
party’s notion for judgnment. Additionally, our comrents on
the notion for judgnent shall serve as guidance to the APJ in

deciding the notions in the second interference.’

By way of background, Caveney discloses in his
specification the enbodi nent that provides a conductive trace

for reducing crosstalk for each adjacent signal pair of

7 Caveney is involved in the second interference with
t he sane application, which necessarily has the sane
di scl osure in question here.

11
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contacts in the RJ-45 connector (eight contacts--four contact
pairs--four conductive traces). Caveney’s independent claim
whi ch corresponds exactly to the count is significantly
broader. It merely requires “a conductive trace .
Limis argunment is that while Caveney’s specification provides
support for having a trace for each adjacent signal pair, the
Caveney specification does not provide support for having
fewer conductive traces than signal pairs or a single
conductive trace per connector.

As expl ai ned above, we need not reach the issue of
whet her Gentry created a substantive change in the | aw
respecting descriptive support under 35 U.S.C. § 112, first
paragraph. In our view, the facts of this case are entirely
different fromthe facts in Gentry.

Gentry was a case involving multiple reclining
chairs or sofas wherein the reclining control neans was pl aced
on an attached console. In Gentry, the court nmade a specific
factual finding that “the original disclosure clearly

identifies the console as the only possible location for the

12
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control s" (enphasis supplied). Gentry, 134 F.3d at 1479, 45

USPQ2d at 1503. The

court further found that “the disclosure is limted to sofas

in which the recliner control is |ocated on the consol e"
(emphasis supplied). 1d. 1In the instant case, there is no
di scl osure specifically limting Caveney to any particul ar
nunber of conductive traces. Limcannot point to any

di sclosure that all traces are “essential,” or that one trace
per signal pair is “the only possible” enbodi nent, or that
“the disclosure is limted to” one trace for each signal pair.

This fact al one takes the instant case out of the purview of
Centry.

Additionally, it is our finding that the Caveney
dis- closure has ipsis verbis support for a connector with a
single trace. In the Caveney Summary of Invention (CX-2001 at
2),% it is stated that the Caveney capacitive | abel

“capacitively couple[s] a first contact of one contact pair to

8 Caveney Exhibits are abbreviated CX- followed by the
appropriate exhi bit nunber and page.

13
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a second contact of a second contact pair.” This portion of
t he di sclosure represents express support for the questioned
[imtation of Caveney’ s independent claimthat corresponds

exactly to the count. This fact, by itself, would nmandate a

result different fromthe result in Gentry.

Furthernmore, Caveney’'s originally filed independent
claimrefers expressly to “a capacitor for capacitively
coupling a first contact of one contact pair to a second
contact of a second contact pair.” CX-2001 at 23. The court
in Gentry specifically noted that the broadest original claim
of Sproule, CGentry’'s inventor, was of narrower scope than the
anended cl ai m asserted agai nst Berkline, the alleged
infringer, at trial. 1In the instant case, the originally
filed claimis of simlar scope to the involved claimthat
corresponds exactly to the count. Here again, this fact
conpel s the opposite outconme fromthe holding in the Gentry

deci si on.

14
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In sunmary, whether or not Gentry marks a change of
substance in the | aw of descriptive support under section 112,
first paragraph, the facts of the instant case are so narkedly
different fromGentry, that any holding in that case is far
fromapplicable here. As noted above, while the notion for
j udgnment based on patentability has been di scussed, the notion
stands DI SM SSED for failure to be tinely filed.

Judgnent

Judgnent in Interference No. 103,987 is entered

agai nst Gunsang Lim Richard D. Marowsky, and Ben Khoshnood,

t he

junior party, on the ground of priority of invention. @Qunsang
Lim Richard D. Marowsky, and Ben Khoshnood are not entitled
to their patent containing clainms 1-9 and 11-15, which clains
correspond to the count in interference. Judgnent is entered
in favor of Jack E. Caveney, Christopher J. Hayes, Joseph

Ri nchi uso, Andrew J. Stroede, and Donald C. Wencek, the

senior party. Janmes E. Caveney, Christopher J. Hayes, Joseph

15
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Ri nchi uso, Andrew J. Stroede, and Donald C. Wencek are
entitled to a patent containing clains 78-86 and 88-92, which
clainms are designated as corresponding to the count in

i nterference.

| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
)  BOARD OF
PATENT
WLLI AM F. PATE, 111 ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
ADRI ENE LEPI ANE HANLON )
Adm ni strative Patent Judge )
WFP: psb
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Counsel for Junior Party Lim

Al an M Sack, Esq.
Hof f mann & Baron, LLP
6900 Jericho Turnpi ke
Syosset, NY 11791

Counsel for Senior Party Caveney:
Dani el A. Boehnen et al.
McDonnel | Boehnen Hul burt & Ber ghof f

300 South Wacker Drive
Chicago, IL 60606
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