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DECISION ON APPEAL 
  

This is a decision on appeal under 35 U.S.C. § 134 of the final rejection of 

claims 1, 13 through 16, 18, 20, 22, 23, 30, 31, 33 through 36, 44 through 48, 51, 

55 through 79 and 82 through 85 which constitute all the claims remaining in the 

application.  For the reasons stated infra we will not sustain the examiner’s 

rejection of claims 1, 13 through 16, 18, 20, 22, 23, 30, 31, 33 through 36, 44 

through 48, 51, 55 through 79 and 82 through 85.   
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THE INVENTION  
 

The invention relates to a system of automatic bill payment that reduces 

the telephone traffic to customer service representatives by automating functions 

of the bill payment service.  See page 2 of appellants’ specification. 

Claim 1 is representative of the invention and is reproduced below: 
 

1. A method of bill payment service for a customer, comprising: 
 

receiving identification information for the customer by a retail 
system application in response to an automatic prompt of the customer by 
the retail system application; 

 
 automatically verifying the identification information by the retail 
system application and handing off the customer and the identification 
information to a bill payment application; 
 
 receiving a customer selection of one of a touch tone mode and a 
voice mode of communication in response to an automatic prompt by the 
bill payment application; 
 
 receiving a customer selection of a bill payment option from a group 
of bill payment options consisting of a recurring bill payment option, an 
add or change payee for bill payment option, a single bill payment option, 
and a status, change or cancel bill payment option, in response to an 
automatic prompt by the bill payment application; 
 
 automatically, non-optionally handing off the customer to a 
customer service representative by the bill payment application for a non-
automated verification of the customer’s identification by the customer 
service representative at a telephone as a security measure, if the 
customer selection is received for one of the recurring bill payment option 
and the add or change payee for bill payment option; 
 
 receiving a customer selection of an option to designate a payee 
from one of a customer-specific payee identification list of the customer 
and a common payee list provided by the bill payment application, in 
response to an automatic prompt by the bill payment application; 
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 receiving a customer selection of an option to designate the payee 
by one of entering a payee ID by the customer from the customer-specific 
payee identification list and selecting the payee from the customer-specific 
payee identification list spoken by the bill payment application, if the option 
to designate the payee from the customer-specific payee identification list 
is received; 
 
 receiving information about a payment amount for at least one bill 
payment for the customer by the bill payment application in response to an 
automatic prompt by the bill payment application; 
 
 receiving information about a payment date for the bill payment by 
the bill payment application in response to an automatic prompt by the bill 
payment application; 
 

automatically scheduling the bill payment by the bill payment 
application for the customer according to the bill payment information; 

 
 receiving a confirmation of the payee, the payment amount, and the 
payment date for the scheduled bill payment application in response to an 
automatic prompt by the bill payment application; and  
 
 rendering the scheduled bill payment to the payee by the bill 
payment application for the customer by one of a check and an electronic 
transfer of funds to the designated payee on the payment date indicted by 
the customer. 

 
 

THE REFERENCES  
 
 The reference relied upon by the examiner are: 

 
Lawlor et al. (Lawlor)   5,220,501  Jun. 15, 1993 
Porter et al. (Porter)   5,825,856  Oct. 20, 1998  
Transue et al. (Transue)  5,893,902  Apr. 13, 1999 
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THE REJECTION AT ISSUE 

Claims 1, 13 through 16, 18, 20, 22, 23, 30, 31, 33 through 36, 44 through 

48, 51, 55 through 79 and 82 through 85 stand rejected under 

 35 U.S.C. § 103(a) as being unpatentable over Transue in view of Lawlor and 

Porter.   

   OPINION  
 

We have carefully considered the subject matter on appeal, the rejection 

advanced by the examiner and the evidence of obviousness relied upon by the 

examiner as support for the rejection.  We have, likewise, reviewed and taken 

into consideration, in reaching our decision, appellants’ arguments set forth in the 

brief along with the examiner’s rationale in support of the rejection and 

arguments in rebuttal set forth in the examiner’s answer. 

With full consideration being given to the subject matter on appeal, the 

examiner’s rejection and the arguments of appellants and the examiner, for the 

reasons stated infra we will not sustain the examiner’s rejection of claims 1, 13 

through 16, 18, 20, 22, 23, 30, 31, 33 through 36, 44 through 48, 51, 55 through 

79 and 82 through 85 under 35 U.S.C.  § 103(a).    
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 Appellants argue, on page 7 of the brief, that Transue does not teach the 

claimed step of: 

[A]utomatically, non-optionally handing the customer off to a service 
representative for non-automated verification of the customer’s 
identification as a security measure on receipt of the customer’s selection 
of the recurring bill payment or add or change payee options according to 
Applicants’ claimed invention, but instead connects the customer to a 
customer service representative only upon selection by the customer of an 
option to speak with the customer service representative. 
 

Similarly, on page 8 of the brief, appellants argue that Lawlor does not teach the 

step, rather appellants argue: 

Lawlor et al. do not even employ a customer service representative, but 
instead the customer is required to enter his or her ATM personal 
identification number (PIN), and Lawlor et al. relies solely on terminal 
possession and knowledge of the customer’s PIN to authenticate the 
customer’s identity. 
 

Further, on pages 8 and 9 of the brief, appellants argue: 
 

Porter et al. do not teach or suggest automatically, non-optionally handing 
the customer off to a service representative for non-automated verification 
of the customer’s identification as a security measure on receipt of the 
customer’s selection of the recurring bill payment or add or change payee 
options according to Applicants’ claimed invention, but instead require the 
customer to select the option to speak to a customer service 
representative.  Alternatively, Porter et al. may connect the customer to a 
customer to a customer service representative in the event of a timeout or 
customer error.  See, e.g., Col. 5, lines 35-45; Col. 5, lines 47-63; Col. 7, 
lines 1-15; Col 8, lines 13-19. 
 

 On pages 4, and 5 of the Answer, the examiner asserts that Porter was 

relied upon for the teaching if the non-optional handoff, referring to page 5 of the 

prior Office Action.  On page 5 of the Office Action dated December 30, 2003, the 

examiner states: 

Porter discloses elements of automatically, non-optionally handing off the 
customer to a customer service representative by the bill payment 
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application for a non-automated verification of the customer’s identification 
by the customer service representative at a telephone as a security 
measure (Fig. 3B, eles. 234, 235, 226 and related text; Col. 9, lines 34-45) 
and customer selection for one of the recurring bill payment option and the 
add or change payee for bill payment option (Fig. 14, eles, 638, 640, 641; 
Figs. 15A and 15B). 

 
 We disagree with the examiner’s rationale.  Claim 1 includes the limitation 

of “automatically, non-optionally handing off the customer to a customer service 

representative by the bill payment application for a non-automated verification of 

the customer’s identification by the customer service representative at a 

telephone as a security measure, if the customer selection is received for one of 

the recurring bill payment option and the add or change payee for bill payment 

option.”  Independent claims 75, 82, 84 and 85 contain similar limitations.  We 

find that the scope of this limitation requires the customer or user of the bill 

payment service to be handed off to a customer service representative if the 

customer selects either recurring bill payment option or change payee option.  

We do not find that the Porter teaches handing off the customer to a customer 

service representative if either of these options is selected.  Porter’s steps 234, 

235 and 226, of figure 3B teach handing the customer off to a customer service 

representative if the caller enters a blocked Customer Identification Number 

(CIN).  See column 7, lines 1 through 11.  Porter’s steps 638, 640 and 641, in 

figure 14, teach prompting the user to determine if the user desires to enroll in 

the bill payment system, if the user so desires, the user is handed off to a 

customer service representative.  See step 637 and 638 of figure 14, see also 

column 20, lines 31 though 38.   We do not find that a blocked CIN or a request 
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to enroll in the bill payment system meet either of the claimed customer selection 

of recurring bill payment option or change payee option.  Porter does teach that 

as part of the bill payment program the user can be prompted to initiate a 

recurring bill.  See figure 15B step 673 and 674, see also column 22, lines 8 

through 14.  However, we do not find a teaching in Porter, that the customer is 

automatically, non-optionally connected to a customer service representative 

based upon this selection.    As the examiner has not asserted, nor do we 

independently find, that Transue or Lawlor teach this limitation, we find that the 

combination of the references fails to teach all of the limitations of independent 

claims 1, 75, 82, 84 and 85.  Accordingly, we will not sustain the examiner’s 

rejection of claims 1, 13 through 16, 18, 20, 22, 23, 30, 31, 33 through 36, 44 

through 48, 51, 55 through 79, 82, 84 and 85. 

 We next consider independent claim 83.  Independent claim 83 does not 

include the limitation of “automatically, non-optionally handing off the customer to 

a customer service representative by the bill payment application …” as 

discussed supra.  Claim 83 includes the limitations “establishing a common 

payee list on the bill payment application; establishing a customer-specific payee 

list on the bill payment application according to information provided by the 

customer.”  

 Appellants argue, on page 6 of the brief, “Transue et al. do not teach or 

suggest receiving the customer’s selection of the option to designate a payee 

from either a customer-specific payee identification list of the customer or a 

common payee list of the bill payment application.”  On pages 7 and 8 of the 
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brief, appellants present similar arguments directed to Lawlor, arguing that 

Lawlor “instead require the user to provide a pre-specified biller list in advance 

from which the user can enter a selection.” On page 8 of the brief, appellants 

present a similar argument that Porter does not teach the limitation. 

 In response the examiner states, on pages 3 and 4 of the answer: 

“Transue discloses a customer specific payee identification list at Fig. 2, and Col. 

4, lines 21-40.  Additionally, Lawlor discloses the limitation of a common payee 

list a [sic] noted in the prior Office Action at mid-page 4.”  On page 4 of the Office 

Action dated December 30, 2003, the examiner states, “Lawlor et al disclose a 

common pre-selected list at Col. 10, lines 44-53 and a customer-specific payee 

identification list at Col. 33, lines 3-22.” 

 We disagree with the examiner’s findings.   Lawlor teaches, in column 10 

lines 47 and 48, “[t]he list of payees the user selects can be anyone, not a 

preselected list,” further in column 33 lines 3 through 21, Lawlor discusses a user 

unique list of payers.  Thus, we do not find that Lawlor teaches a common payee 

list as asserted by the examiner.  Further, Transue, teaches in column 4, lines 26 

through 29, presenting the user with a user selected list of merchants to pay.  

Thus, we do not find that the combination of Lawlor or Transue teach the claim 

limitation of “establishing a common payee list on the bill payment application; 

establishing a customer-specific payee list on the bill payment application 

according to information provided by the customer” as recited in claim 83.   The 

examiner has not asserted, nor do we find that Porter teaches this limitation.  

Accordingly, we will not sustain the examiner’s rejection of claim 83. 
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In summary, We will not sustain the examiner’s rejection of claims 1, 13 

through 16, 18, 20, 22, 23, 30, 31, 33 through 36, 44 through 48, 51, 55 through 

79 and 82 through 85 under 35 U.S.C. § 103(a).  The decision of the examiner is 

reversed.   

REVERSED 
 
 
 
 
 
 
 
 
    LEE E. BARRETT    ) 
    Administrative Patent Judge  ) 
        ) 
        ) 
        )   BOARD OF PATENT 
    HOWARD B. BLANKENSHIP  )     APPEALS AND 
    Administrative Patent Judge    )    INTERFERENCES 
        ) 
        ) 
        ) 
     ROBERT E. NAPPI             ) 
     Administrative Patent Judge    ) 
 
 
 
 
 
REN/ki 
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Kilpatrick Stockton, LLP 
607 14th Street, NW 
Washington, DC  20005    

 10


	                   
	 
	 
	 
	DECISION ON APPEAL 
	  
	THE INVENTION  
	 
	THE REFERENCES  
	   OPINION  
	 
	With full consideration being given to the subject matter on appeal, the examiner’s rejection and the arguments of appellants and the examiner, for the reasons stated infra we will not sustain the examiner’s rejection of claims 1, 13 through 16, 18, 20, 22, 23, 30, 31, 33 through 36, 44 through 48, 51, 55 through 79 and 82 through 85 under 35 U.S.C.  § 103(a).    





<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


