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FRANKLIN, Administrative Patent Judge. 

 

 DECISION ON APPEAL 

          This is a decision on an appeal under 35 U.S.C. § 134 from the examiner’s final 

rejection of claim 6.  Claim 6 is reproduced below: 

          6.    A method of manufacturing a semiconductor device including a plurality of 
processing processes, the method comprising the steps of: 
 
          dry etching a predetermined film to be processed;  
 
          wet etching, after said step of dry etching, the predetermined film to be 
processed;  
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          acquiring, after said step of dry etching, the dimension of the film to be 
processed;   
 
         determining processing requirements for said step of wet etching on the basis of 
the dimension of the film to be processed; and  
 
         wherein said step of wet etching is performed in accordance with the processing 

requirements. 

         The Examiner relies upon the following reference as evidence of unpatentability: 

          Funk                                        US 6,148,239                                 Nov. 14, 2000 

         Claim 6 stands rejected under 35 U.S.C. § 103(a) as being obvious over Funk. 

OPINION 

I.   The Art Rejection 

         The Examiner’s position for this rejection is set forth on page 3 of the Answer.   

         Beginning on page 4 of the Brief, Appellant asserts that Funk fails to teach the 

following claimed features: 

 (a)     the specific set of processing steps (i.e., dry etching and wet etching); 
 

(b)    the specific order in which these processing steps are to be performed (i.e., 
wet etching after dry etching); and  
 
(c)      the specific variable (i.e., dimension of the film) that is to be acquired 
after the dry etching and later used to determine processing requirements of the 
wet etching.  
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     On page 5 of the Brief,  Appellant also argues that Funk fails to use both wet 

etching and dry etching in a single set of processing steps, and that the wet etching 

takes place after dry etching.   

         In the paragraph bridging pages 5 and 6 of the Brief, Appellant argues that the 

Examiner has failed to establish a realistic motivation to modify Funk so as to arrive at 

the claimed limitation of performing wet etching after dry etching.  Appellant argues 

that the Examiner’s assertion that “it would have been obvious to one with ordinary 

skill in the art to perform various processes in various sequences depending on the 

specific product requirement” is overly broad and based on generalities.  Brief, page 6. 

  

         Appellant also states that the specific claimed variable that is to be acquired after 

the dry etching and later used to determine processing requirements of the wet etching 

is the dimension of the film.  Brief, page 7.  Appellant states that he is unable to 

determine whether the FICD measurement disclosed at column 5, lines 36 through 37 

of Funk corresponds to the claimed dimension of the film. Brief, page 7.  

         We are unpersuaded by Appellant’s arguments for the following reasons. 

         We begin first with Appellant’s specification which indicates that the crux of 

their invention is the ability of reflecting the state of a wafer in the requirements for 

processing the wafer through use of the feedforward technique (Specification, p. 2, ll. 

10-14).  The method includes a first step of acquiring a measurement value pertaining 

to a wafer to be subjected to a predetermined processing process.  The method also 

includes a second step of determining processing requirements for the predetermined 

processing process on the basis of the measurement value.  The method further 

includes a third step of performing the predetermined processing process in accordance 
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with the processing requirements determined in the second step (Specification, p. 2, ll. 

20-29). 

         We first note that on page 1 of Appellant’s specification, Appellant admits that it 

has been known to measure the thickness of a film before and after etching steps of the 

film in an effort to stabilize processing (Specification, p. 1, ll. 10-29).  The 

measurement is used to feed back a measurement result to etching requirements. 

         Appellant’s specification describes several embodiments as examples of the use 

of the feedforward technique.  Embodiment 1 is described in detail on pages 7-9 of the 

Specification, and illustrated in Figs 2A and Fig. 2B.  An example is described of a 

typical semiconductor process that involves controlling the step difference between the 

surface of an isolation oxide film to be embedded in a trench and the surface of a 

silicon substrate, during the course of manufacture of an element isolation structure 

through use of a trench structure.   

         As depicted in Fig. 2A,  the silicon substrate 31 is subjected to dry etching, using 

silicon nitride film 32 as a mask, to form a trench structure.  Thereafter, the oxide film 

35 is removed by CMP (chemical-and-mechanical polishing), followed by several 

steps of etching.  It is stated that during the course of CMP, errors are likely to occur, 

making it difficult to accurately form a step difference (Specification, p. 7, ll. 28-33, 

p.8, ll. 1-19).   

         As shown in Fig. 2B, according to Appellant’s first embodiment, after the above-

described CMP processing, the thickness of the oxide film 33 is measured.  The 

resultant measurement value is reflected in the requirements for etching the oxide film 

33, by means of the feedforward technique.  The oxide film 33 is etched according to 

the optimal requirement (Specification, page 8, ll. 20-33 and p. 9, ll. 1-10).  In this 
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way, a step difference can be accurately controlled (Specification, p. 9, ll. 11-10). 
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        Each of the other embodiments also involves the use of the feed forward 

technique by measuring the thickness of a film, and the measured thickness value is 

then transmitted to the main computer which is used to set optimal requirements for 

future processing.  In this way, variations in thickness of a film can be reflected in the 

requirements for processing (e.g., etching) thereafter.  The common benefit is each 

embodiment resulting from the use of this feed forward technique is improved 

uniformity/accuracy of the resultant formation during processing. 

         Our dissenting colleague focuses on embodiment 5 of Appellant’s specification 

because it is this embodiment that supports the subject matter of claim 6.  This 

embodiment is depicted in Figs. 7A- 7E of the drawings.  This embodiment involves 

the processing technique of the formation of a miniaturized interconnection pattern.  

Appellant uses the feed forward technique to this technique for improved accuracy of 

formation of such a structure. 

         The technique of formation of a miniaturized interconnection pattern involves the 

layering as shown in Fig. 7A having interconnect layer 46 and oxide film 48.  Oxide 

film 48 is dry etched while the resist film 50 is used as a mask.  Resist film 50 is 

removed, and then oxide film 48 is reduced by means of wet etching, as shown in Fig. 

7C.   The reduced oxide film 48 is then used as a mask while interconnection layer 46 

is dry-etched, resulting in the structure shown in Fig. 7D (Specification, p. 16, ll. 10-

29). 

         Appellant states that the reasons for dimensional errors in making the above 

structure occur from (1) dimensional errors in the resist film 50 formed by 

photolithography and (2) dimensional errors in the oxide film 48 caused by side 

etching, which etching would arise during the dry etching process (Specification p. 16, 
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ll. 30 – p. 17, ll. 1-2).   

         Appellant states that, therefore, in the fifth embodiment, in order to accurately set 

the final dimensions of the interconnection 52 to a desired value, dimensional errors in 

the resist film 50 and those in the oxide film 48 are corrected by means of the feed 

forward technique.  Specifically, the resist film 50 is formed by photolithography, then 

the oxide film 48 is dry-etched, and then the resist film 50 is removed.  Then, the 

dimension of the patterned oxide film 48 is measured.1   The measured value is 

reflected in the requirements for wet-etching the oxide film 48 by means of the feed 

forward technique (Specification, p. 17, ll. 7-19). 

          As made evident from the above-described parts of Appellant’s specification, 

Appellant uses the feed-forward technique to improve upon techniques used in 

semiconductor processing (e.g., techniques such as step formation, as in embodiment 

1, or formation a miniaturized interconnection pattern, as in embodiment 5).  In other 

words, by measuring the dimension of a film between a step in a process, and using the 

measured values for setting the optimal requirements of the etching machine, the film 

is processed according to the optimal requirements.  The critical aspect, therefore, of 

Appellants’ claim 6 is the use of the feed forward technique in the formation of a 

semiconductor structure.  The type of processing steps is not indicated as critical.  That 

is, the feed forward technique is used by Appellant in-between a variety of steps (e.g., 

CMP, measuring, followed by etching (embodiment 1) or etching, removal of resist, 

measuring, followed by etching (embodiment 5)).   

                     
1The description of this embodiment actually indicates that an additional step (resist 
removal) is also conducted after the dry etch step and before the wet etch step.  
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         Both Appellant and our dissenting colleague views the types of etching steps that 

are conducted before and after a measurement is taken as an unobvious feature of the 

claimed invention.  We do not agree, for the following reasons. 

         The use of etching for active area definition, gate recess etching, and waveguide 

formation is well recognized by persons of ordinary skill in the art in the field of 

compound semiconductor processing.  Kirk Othmer, Encyclopedia of Chemical 

Technology, vol. 21 (4th ed., 1997) p. 798.  According to the reference, wet etching 

can provide a clean, damage-free surface with good control of both etch depth and 

lateral undercut.  Id.  The reference discloses one advantage of wet etching over dry 

etching is the absence of subsurface damage that is common with dry etching.  Metal 

contacts placed on wet-etched surfaces exhibit more ideal characteristics than dry-

etched surfaces.  Kirk, p. 800.  The reference further discloses that for certain 

applications dry etching has gained popularity over wet etching because of its 

increased control of etch profiles, attaining submicrometer features and the ability to 

introduce in situ monitoring capabilities into a dry-etch system.  Id.  Most wet etches 

are isotropic which may limit their usefulness in high aspect ratio submicrometer 

applications where straight wall profiles are required. 

We reiterate that Appellant admits the following steps have been known in the 

art:  (1) etching step, (2) dimension of the film acquired, and (3) etching step.  That is, 

as discussed, supra, Appellant’s admitted prior art on page 1 of the specification 

involves an etch step (type not specified), followed by measuring the thickness of the 

film, followed by another etch step (type not specified).  A feed back technique is used 

rather than a feed forward technique. 
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Funk teaches use of the feed forward technique.  As admitted by Appellant on 

page 7 of the Brief, Funk teaches a feed forward control mechanism with regard to the 

manufacture of semiconductor devices (obtaining a variable after a first process to 

modify the operation of a second process).  See, e.g., column 5 of Funk beginning at 

line 22 through column 6, line 22.  In this disclosure, Funk teaches the use of the feed 

forward technique (wafers are tested for collecting data to be used in determining 

processing steps of the wafer).   Funk teaches the use of feed forward control to enable 

feed forward control to areas of manufacturing (Funk, col. 3, ll. 27-30).  As a specific 

example, Funk teaches an etching material result that includes FICD and the resulting 

FICD parameter is fed forward for further processing (Funk, col. 10, ll. 58-61).   

         Appellant argues that Funk does not specifically teach the specific set of 

processing steps of dry etching and wet etching and in a specific order (i.e., wet 

etching after dry etching).  However, as explained by the Examiner on pages 3-4 of the 

Answer, Funk teaches that material may be etched using different etch processes, such 

as wet etch and plasma etch (dry etch).  See column 11, lines 12 through 15 of Funk.  

The Examiner points out that Funk teaches that the process control system according to 

Funk performs a process including a plurality of process steps that are performed in a 

sequence.  See column 2, lines 38 through 40 of Funk.  Funk also teachings that 

multiple chambers are utilized in conducting a set of processing steps.  See column 11, 

lines 15-16  lines 33-53.  Funk teaches that the material may be etched in multiple 

etching chambers (Funk, col. 11, lines 13-15, and 21-53).    

         Our dissenting colleague believes that such teachings would not have suggested 

to one of ordinary skill in the art to perform a dry etching step followed by a wet 

etching step.  We disagree.  The fact that Funk does not attach an importance to the 
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order of the types of etching steps is in effect a teaching that a particular order can be 

selected based upon process/product requirements.  Hence, we agree with the 

Examiner’s position wherein the Examiner concluded that Funk suggests to one of 

ordinary skill in the art that dry etching and wet etching can be conducted, and that the 

specific order of such etching will be chosen according to the specific requirements.  

Absent evidence of criticality2, as in the instant case, we agree with the examiner that a 

prima facie case of obviousness has been established in this regard.   

         With regard to Appellant’s argument that Funk does not suggest the specific 

variable (i.e., dimension of the film) that is to be acquired, we again agree with the 

Examiner’s explanation.  The Examiner, on page 3 of the Answer, explains that Funk 

utilizes FICD (Final Inspect Critical Dimension measurement).   Funk defines FICD 

measurements as being relevant for analyzing two aspects of feature sizes.  One aspect 

is a critical dimension, the absolute size of a feature, including line width, spacing or 

contact dimension.  Funk also teaches that another aspect is the variation in feature size 

across the wafer surface as measured by steps of a wafer stepper.  See column 11, lines 

54-62 of Funk.   

         We therefore agree with the Examiner that Funk’s measurement of dimensions 

suggests measurement of the dimension of a film.   

         We also, again, note that Appellant admits on page 1 of the specification, that the 

thickness of a film is a common measurement taken between etching steps in an effort 

to stabilize processing (the admitted prior art uses the measurement taken in a feed 
                     
2 Our dissenting colleague views Appellant’s specification, regarding embodiment 5, 
as describing an advantage of performing a wet etch after a dry etch.  We believe that 
an “advantage” is not evidence of unexpectedly superior results which is required to 
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back technique).  Funk teaches the advantages of using a feed forward technique and 

both kinds of etching techniques (no specific order required).  It would therefore have 

been obvious to have utilized a feed forward technique when conducting a dry etching 

step followed by a wet etching step in view of the aforementioned teachings, to 

achieve the advantages taught in Funk of using a feed forward technique. 

      In view of the above, we affirm the 35 U.S.C § 103(a) rejection of claim 6.  

 

II.   Conclusion 

          The 35 U.S.C. § 103 rejection of claim 6 as being obvious over Funk is affirmed.  

         No time period for taking any subsequent action in connection with this appeal 

may be extended under 37 CFR § 1.136(a). 

 

   AFFIRMED 

 
 
 
 
 
 
 
 
 

                                                                     
rebut a prima facie case. 
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ADAMS, Administrative Patent Judge, dissenting. 
 
 The only claim before this panel for review is directed to a method for the 

manufacture of a semiconductor device.  See supra, claim 6.3  As I understand claim 6 

the method comprises the following two etching steps:  

(1) dry etching a predetermined film to be processed; and 
 
(2) wet etching, after said step of dry etching, the predetermined film to be 

processed. 
 
To further emphasize the order of these etching steps, claim 6 also requires that 

the wet etching step be performed in accordance with the following two processing 

requirements, which occur after the dry etching step: 

(a) acquiring, after said step of dry etching, the dimension of the film to be 
processed; and 

 
(b) determining processing requirements for said step of wet etching on the basis 

of the dimension of the film to be processed. 
 

                     
3 The only remaining pending claims, claims 4, 5 and 7-19 have been withdrawn from 
consideration pursuant to the provisions of 37 C.F.R. § 1.142(b).  Specifically, claims 
11-19 were withdrawn from consideration in response to the December 18, 2002 
restriction requirement.  See Appellant’s election, received January 16, 2003, wherein 
the subject matter of then pending claims 1-10 was elected for prosecution on the 
merits. Appellant subsequently cancelled claims 1-3.  See amendment received May 
13, 2003.  Claims 4, 5 and 7-10 were then withdrawn from consideration in response to 
the June 5, 2003 requirement to elect a single disclosed species for prosecution on the 
merits.  See Appellant’s election, received June 26, 2003. 
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Therefore, there can be no doubts that claim 6 requires that the wet etching step is 

performed after the dry etching step.  For clarity, claim 6 is drawn to a method that  

comprises the following steps in the order recited: 

  (i)   dry etch a predetermined film to be processed; 
 
 (ii)   acquire the dimension of the film to be processed after step (i); 
 
(iii)   determine the processing requirements for the wet etching step based on 

the dimension of the film acquired in step (ii); and 

(iv)   wet etch the predetermined film to be processed according to the 

processing requirements determined in step (iii). 

Thus, the literal language of the claim supports the construction of claim 6 as 

comprising the steps in the order recited.  Appellant’s specification also supports this 

construction of the claimed method.  According to Appellant’s specification (page 19), 

“[i]n the manufacturing system according to the present embodiment, wet-etching 

requirements can be corrected on the basis of the dimension of the oxide film . . . 

which has been dry-etched.”  More specifically, Appellant discloses as a fifth 

embodiment of the invention, the advantage of performing the process steps in the 

order recited in claim 6.   See Specification, pages 16-17 and figures 7A-7E, wherein 

Appellant discloses:  

The principal reasons for causing dimensional errors in the 
interconnection 52 formed through the foregoing procedures are (1) 
dimensional errors in the resist film 50 formed by means of 
photolithography and (2) dimensional errors in the oxide film 48 caused 
by side etching, which etching would arise during the dry etching process. 
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 In the present embodiment, in order to accurately set the final dimension 
of the interconnection 52 to a desired value, dimensional errors in the 
resist film 50 and those in the oxide film 48 are corrected by means of the 
technique to be described below. 

As shown in Fig. 7E, in the present embodiment, the resist film 50 
is formed through use of photolithography at first.  Then, the oxide film 
48 is dry-etched using the resist film 50 as a mask.  After removing the 
resist film 50, the dimension of the patterned oxide film 48 is measured.  
The resultantly-measured value is reflected in the requirements for wet-
etching the oxide film 48 by means of the feed forward technique.   
 
In my opinion, it would seem quite clear that Appellant’s specification supports 

the construction of claim 6 as comprising the steps in the order recited.  In addition, as 

the majority recognizes (supra, page 5),  

Appellant states that the reasons for dimensional errors in making 
the . . . [structure set forth in embodiment 5] occur from (1) dimensional 
errors in the resist film 50 formed by photolithography and (2) 
dimensional errors in the oxide film 48 caused by side etching, which 
etching would arise during the dry etching process (Specification p. 16, ll. 
30 – p. 17, ll. 1-2). 

 
Therefore, as I understand it, the majority recognizes (supra, pages 5-6) that 

embodiment 5 of Appellant’s specification “supports the subject matter of claim 6,” 

and provides an advantage of performing a wet etching step after a dry etching step.  

Therefore, Appellant’s specification supports the construction of claim 6 requiring that 

the wet etching step is performed after the dry etching step.  The analysis does not end 

there, as the prosecution history of this application also supports this construction of 

claim 6.   
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Originally presented claim 6 did not include the process steps set forth in claim 

6 now before us on appeal.  During prosecution the examiner rejected the originally 

presented claim under 35 U.S.C. §§ 102(b), and 102(e).  See Office Action, mailed 

February 20, 2003.  In response, Appellant amended claim 6 to add specific process 

steps including the requirement that the wet etching step is performed after the dry 

etching step.  See page 4, Paper received May 13, 2003.  In addition, Appellant argued 

that the prior art did not teach the order of the process limitations as set forth in the 

amended claim.  Id., pages 9 and 10.  The examiner responded by withdrawing the 

rejections of record and issuing the rejection over Funk that is now before us on 

appeal.  See Office Action, mailed July 15, 2003, pages 2 and 3.   

In all, it would appear that not only the plain meaning of the claim language, but 

the specification and the prosecution history support the construction of Appellant’s 

claim 6 as drawn to a process that comprises steps which are performed in the order set 

forth in the claim, including the requirement that the wet etching step is performed 

after the dry etching step.  Loral Fairchild Corp. v. Sony Corp., 181 F.3d 1313, 1322, 

50 USPQ2d 1865, 1870 (Fed. Cir. 1999) (“Although not every process claim is limited 

to the performance of its steps in the order written, the language of the claim, the 

specification and the prosecution history support a limiting construction in this case.”). 

  

As the majority recognizes (supra page 3), Appellant focuses on this particular 

ordering of the process steps to distinguish claim 6 from the Funk reference asserting,  
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inter alia, that Funk fails to teach that “wet etching takes place after dry etching.”  See 

e.g., Brief, page 5.  In addition, the majority recognizes (supra, page 5), Appellant’s 

assertion  

that the Examiner has failed to establish a realistic motivation to modify 
Funk so as to arrive at the claimed limitation of performing wet etching 
after dry etching.  Appellant argues that the Examiner’s assertion that “it 
would have been obvious to one with ordinary skill in the art to perform 
various processes in various sequences depending on the specific product 
requirement” is overly broad and based on generalities. 

In this regard, I note that conclusions of obviousness must be based upon facts, not 

generality.  In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), 

cert. denied, 389 U.S. 1057 (1968); In re Freed, 425 F.2d 785, 788, 165 USPQ 570, 

571 (CCPA 1970).  

The majority recognizes that Funk does not teach a dry etching step followed by 

a wet etching step, as is required by Appellant’s claimed invention.  Supra page 8.  The 

majority finds, however, “[t]he fact that Funk does not attach an importance to the 

order of the types of etching steps is in effect a teaching that a particular order can be 

selected based upon process/product requirements.”  Supra, bridging paragraph, pages 

8-9.  Therefore, the majority finds that a prima facie case of obviousness has been 

established because “Funk suggests to one of ordinary skill in the art that dry etching 

and wet etching can be conducted, and that the specific order of such etching will be 

chosen according to the specific requirements.”  Supra page 9.  What “specific 

requirements” would be necessary to lead a person of ordinary skill in the art to 

Appellant’s claimed invention, the examiner, the majority and Funk do not say.  In this 

regard, I remind the majority that “selective hindsight is no more applicable to the 
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design of experiments than it is to the combination of prior art teachings.”  In re Dow 

Chem. Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988).   

There must be a reason or suggestion in the art for selecting the procedure used, 

other than the knowledge learned from the applicant's disclosure.  Interconnect 

Planning Corporation v. Feil, 774 F.2d 1132, 1143, 227 USPQ 543, 551 (Fed. Cir. 

1985).  Stated differently, while a person of ordinary skill in the art may possess the 

requisite knowledge and ability to modify the protocol taught by Funk, the 

modification is not obvious unless the prior art suggested the desirability of the 

modification.  In re Gordon, 733 F.2d 900, 902, 211 USPQ 1125, 1127 (Fed. Cir. 

1984).  In my opinion, the record presented for our review provides no suggestion to 

modify Funk in a manner that would lead to Appellant’s claimed invention.  In my 

opinion, the only suggestion on this record to arrange the process steps as set forth in 

Appellant’s claimed invention comes from Appellant’s specification, but “[t]o imbue 

one of ordinary skill in the art with knowledge of the invention in suit, when no prior 

art reference or references of record convey or suggest that knowledge, is to fall victim 

to the insidious effect of a hindsight syndrome wherein that which only the inventor 

taught is used against its teacher.”  W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983).   
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Because Funk does not provide the requisite suggestion to arrange the process 

steps in the manner necessary to arrive at Appellant’s claimed invention the examiner 

failed to meet his burden4 of establishing a prima facie case of obviousness.5  If the 

examiner fails to establish a prima facie case, the rejection is improper and will be 

overturned.  In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988).   

For the foregoing reasons, it is my opinion that the rejection of claim 6 under 35 

U.S.C. § 103 over Funk is in error and should be reversed. 

 Apparently recognizing that the rejection of record cannot be sustained the 

majority reaches outside of the record presented for our review to prop up the 

examiner’s rejection with two new pieces of evidence.  The majority relies on the Kirk 

Othmer, Encyclopedia of Chemical Technology (Encyclopedia), to teach that wet 

etching and dry etching are known to those of ordinary skill in the art and that “one 

advantage of wet etching over dry etching is the absence of subsurface damage that is 

common with dry etching.”  Supra page 7.  As I understand the record before us for 

review, I do not believe there is any dispute that wet etching and dry etching were 

                     
4 “In rejecting claims under 35 U.S.C. § 103, the examiner bears the initial burden of 
presenting a prima facie case of obviousness.”  In re Rijckaert, 9 F.3d 1531, 1532, 28 
USPQ2d 1955, 1956 (Fed. Cir. 1993). 
 
5 I recognize the majority’s assertion that “an ‘advantage’ is not evidence of 
unexpectedly superior results which is required to rebut a prima facie case.”  Supra 
page 9, n. 2.  In my opinion, this assertion puts the cart before the horse.  Secondary 
considerations of non-obviousness are not at issue until the examiner first makes out a 
prima facie case of obviousness.  Since the examiner has not provided the evidence 
necessary to establish a prima facie case of obviousness we need not look to any 
secondary considerations of non-obviousness.     
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known in the art prior to the date of Appellant’s claimed invention.  Instead, the 

dispute on this record is whether the prior art of record teaches the method set forth in 

Appellant’s claim 6.  Further, while the majority highlights a number of statements in 

the Encyclopedia, the rationale for citing these statements is less than clear.  See id.  

While the majority has not clearly expressed it on this record, it may be that the 

majority is of the opinion that the combination of Funk with the Encyclopedia would 

render Appellant’s claimed invention prima facie obvious to a person of ordinary skill 

in the art at the time the invention was made.  If this is so, it would appear that any 

such rejection over the combination of Funk with the Encyclopedia would be a new 

ground of rejection under 37 C.F.R. § 41.50(b).  The majority, however, did not find 

their reliance on the Encyclopedia raises to the level of a new ground of rejection, 

therefore, the procedural due process provided for in 37 C.F.R. § 41.50(b) is not 

available to Appellant.  In my opinion, if the majority intends to rely on the 

Encyclopedia in combination with Funk the majority should clearly state this intent on 

the record and provide Appellant with the opportunity to respond as provided by 37 

C.F.R. § 41.50(b).  

 The majority also points to page 1 of Appellant’s specification suggesting that 

Appellant admits that a method was known in the art wherein an unspecified etching 

step was performed, followed by the step of acquiring the dimension of the film, and 

then another unspecified etching step.  Supra page 7.  The majority also notes that 

Appellant’s specification suggests that as part of this “known” method “a feed back 

technique is used rather than a feed forward technique.”  Id.  Other than suggesting 

(supra page 9) “that the thickness of a film is a common measurement taken between 
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etching steps”, the majority fails to explain how these uncharacterized etching steps 

together with a feed-back technique would lead a person of ordinary skill in the art to 

Appellant’s claimed invention either alone or in combination with Funk, when none of 

this evidence suggests that a dry etching step be performed prior to a wet etching step 

as is required by Appellant’s claimed invention.  “[R]ejections on obviousness grounds 

cannot be sustained by mere conclusory statements; instead, there must be some 

articulated reasoning with some rational underpinning to support the legal conclusion 

of obviousness.”  In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir. 

2006), citations omitted.  

For the foregoing reasons I disagree with the majority opinion.  Therefore, I 

dissent. 
 
 
 
 
 
 
 
 
 
 
BAF/DEA/hh 
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