The opinion in support of the decision being entered today was not
written for publication and is not binding precedent of the Board.
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ON BRI EF

Before KIMIN, PAK, and WALTZ, Adnministrative Patent Judges.

PAK, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fi nal
rejection of clains 16 and 20 through 22. dains 1 through 15
and 26 through 49, the other clains pending in the above-
identified application, stand wi thdrawn from consi deration by the
exam ner as being directed to a non-elected invention. W have

jurisdiction pursuant to 35 U.S.C. § 134.

! Application for patent filed August 7, 2000.
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APPEALED SUBJECT MATTER

The subject matter on appeal is directed to a corrosion-
resistant strap. See the specification, page 3. Caim1l6 is
representative of the appeal ed subject matter and reads as
fol |l ows:

16. A corrosion-resistant coated and cured strap
conpri si ng:

an el ongated netal strap base el enent, the netal
strap base el enent having a width defining first and
second sides and a thickness defining a pair of
opposi ng edge regions; and

a nelted and cured powder coating on the base
el enent, the coating having a first substantially
consi stent thickness at the first and second sides and
a second substantially consistent thickness at the edge
regions, the first and second thickness being different
from one another, wherein the coating has a greater
t hi ckness at about the pair of opposing edge regions
and about regions of the first and second sides
adj acent the pair of opposing edge regions than on the
first and second sides to define a dog-bone profile.

EVI DENCE
As evi dence of obviousness of the clainmed subject matter,
the examner relies on the followng sole prior art reference:

Lupi nski et al. (Lupinski) 4,100, 883 Jul . 18, 1978
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REJECTI ON
Clains 16 and 20 through 22 stand rejected under 35 U S. C

8§ 103 as unpatentable over the disclosure of Lupinski.

DI SCUSSI ON

We have carefully reviewed the clains, specification and
prior art, including all of the argunents advanced by both the
exam ner and the appellants in support of their respective
positions. This review has |ed us to conclude that the
examner’s 8 103 rejection is not well founded. Accordingly, we
reverse the examner’'s 8 103 rejection for the reasons set forth
inthe Brief. W add the following primarily for enphasis.

We observe that Lupinski teaches an el ongated el ectri cal
conductor which is formed by applying a powder coating of
“uni formradial thickness circunferentially about electrically
conductive wre.” See colum 1, lines 5-6 and colum 3, lines
30-61. Lupinski does not nention the clainmed dog-bone profile
coating, which, according to page 1, lines 5-15 and page 2, lines
17-22, of the specification, is used to mnimze the problens
associated wth the renoval of a coating at the edges during the
manuf acture of strap useful for packaging, i.e., strapping,

goods. Indeed, the exam ner acknow edges that Lupinski “fails to
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di scl ose the [clained] coating thickness having a greater

t hi ckness at about the pair of opposing edge regions and about
regions of the first and second side adjacent the pair of
opposi ng edge regions than on the first and second side to define
a dog-bone profile.” See the Answer, page 3.

The di spositive question is, therefore, whether one of
ordinary skill in the art would have been |l ed to change the shape
of the coating thickness in Lupinski’'s electrical conductor to
define a dog-bone profile. On this record, we answer this
guestion in the negative.

It is well settled that the exam ner has the initial burden

of establishing a prima facie case of obviousness. In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr

1992); In re Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-

88 (Fed. Cir. 1984). To neet this burden, the exam ner nust
supply facts to support his or her conclusion of obviousness. |In
re Lee, 277 F.3d 1338, 1343, 61 USP@@d 1430, 1433 (Fed. G

2002); In re Warner, 379 F.2d 1011, 1016, 154 USPQ 173, 177-78

(CCPA 1967), cert. denied, 389 U S. 1057 (1968).

Here, the exam ner asserts (the Answer, page 4) that:
[I]t would have been obvious to one of ordinary skill

inthe art . . . to change the shape of the coating
t hi ckness in Lupinski et al. to define a dog-bone
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profile. One skilled in the art woul d have been

notivated to do so in order to forma corrosion-

resistant coated and cured netal strap, since it has

been held that a change in formor shape of the coating

t hi ckness woul d be an unpatentable nodification in

[the] absence of showi ng unexpected results.
However, the exam ner does not explain why “a change in form or
shape of the coating thickness[, especially in the formof a dog-
bone profile,] would be an unpatentable nodification” in the
el ectrical conductor of the type described in Lupinski. Nor does
t he exam ner point to any facts which woul d have suggested one of
ordinary skill in the art to the clainmed coating profile. Inre
Lee, 277 F.3d at 1343, 61 USPQd at 1433.

Mor eover, our review of Lupinski indicates that one of
ordinary skill in the art would have been | ed away from form ng
t he cl ai ned dog-bone (non-uniforn) coating profile on the

electrically conductive wire of the type described in Lupinski as

urged by the appellants at page 5 of the Brief. In re Gurley, 27

F. 3d 551, 553, 31 USPQ2d 1130, 1131 (Fed. G r. 1994)(“A reference
may be said to teach away when a person of ordinary skill, upon
readi ng the reference woul d be di scouraged fromfollow ng the
path set out in the reference, or would be led in a direction
divergent fromthe path that was taken by the applicants. The

degree of teaching away will of course depend on the particular
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facts; in general, a reference will teach away if it suggests
that the line of devel opnment flowng fromthe reference’s
di sclosure is unlikely to be productive of the result sought by
the applicant [Ctations omtted].”). W find that Lupinski is
directed to formng “a powder coating of uniformradial thickness
circunferentially about electrically conductive wre [enphasis
added]” as indicated supra. W find that Lupinski teaches that
it 1s undesirable to forma non-uniform powder coating in the
el ectrical conductor art. See colum 6, |ines 7-23.

Thus, for the reasons well articulated by the appellants at
pages 5 and 6 of the Brief and set forth above, it cannot be said
that the exam ner has carried the initial burden of establishing

a prim facie case of obviousness regarding the cl ai ned subj ect

matter. The exam ner, by inproperly taking a per se obviousness
approach to the clained coating profile, has failed to take into

account facts discounting obviousness.
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CONCLUSI ON

In view of the foregoing, the decision of the examner is

reversed
REVERSED
EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
CHUNG K. PAK ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
g
THOVAS A, WALTZ )
Adm ni strative Patent Judge )
CKP/ sl d
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