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The opinion in support of the decision being entered today was not written for publication and is not binding 

precedent of the Board 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

_______________ 
 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

 
_______________ 

 
Ex parte ARTHUR A. KEY, JEFFREY JOHN THOMAS  

  MATTHEW RICHARD GLEISER and  
ALFRED D. NAPOLITANO, JR. 

  
______________ 

 
    Appeal No. 2006-0617 
    Application 10/209,887 

 _______________ 
 

ON BRIEF 
_______________ 

 
Before FRANKFORT, OWENS and CRAWFORD, Administrative Patent Judges. 
 
FRANKFORT, Administrative Patent Judge. 

  

DECISION ON APPEAL

     This is a decision on appeal from the examiner's final rejection of claims 1 through 8. 

Claims 9 through 13, the only other claims remaining in the application, have been 

withdrawn from further consideration. 

     Subsequent to the final rejection, the examiner has withdrawn rejections of claims 1 

through 8 under 35 U.S.C. § 112, second paragraph; claims 1 through 4 and 6 through 8 

under 35 U.S.C.  

§ 102(b) based on Nemoto (5,927,813); and claim 5 under 35 U.S.C.  
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§ 103 based on Nemoto in view of Hann (2,296,316). See pages 2-4 of the examiner’s 

answer. As a result of the foregoing actions, only the rejection of claims 1 through 3 and 6 

through 8 under 35 U.S.C. § 102(b) as being anticipated by Wardell (1,836,348) remains for 

our review on appeal. There are no remaining rejections of dependent claims 4 and 5, thus, 

the appeal as to those claims is dismissed.    

     As can be seen from Figure 1 of the application drawings, and as clearly set forth in the 

specification and claims, appellants’ invention is directed to a seat frame (23) for an 

automotive seat, having a top rail (30), and having a headrest-mounting-tube (28) secured 

to the top rail. The headrest-mounting-tube (28) has an open top end for receiving a 

headrest post (24, 29) mounted to a headrest (20). The open top end of the headrest-

mounting-tube also includes a keyway-pocket (37) that cooperates with a key (32) on the 

sleeve portion (24) of the headrest post to ensure proper alignment and orientation of the 

headrest post with regard to the headrest-mounting-tube (28) and the seat frame (23). 

Independent claims 1 and 2 are representative of the subject matter on appeal and a copy 

of those claims can be found in the Appendix attached to appellants’ brief. 

     As noted above, the sole prior art reference of record relied upon by the examiner in 

rejecting the appealed claims is:      

F. Wardell   1,836,348    Dec. 15, 1931  

     Rather than attempt to reiterate the examiner's commentary with respect to the 

remaining § 102 rejection and the conflicting viewpoints advanced by appellants and the 

examiner regarding that rejection, we make reference to page 4 of the final rejection (mailed 

November 25, 2003) and the examiner's answer (mailed June 22, 2005) for the reasoning in 
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support of the rejection, and to appellants’ brief (filed April 20, 2005) and reply brief (filed 

August 22, 2005) for the arguments thereagainst. 

  OPINION

     In reaching our decision in this appeal, we have given careful consideration to appellants’ 

specification and claims, to the applied prior art Wardell reference, and to the respective 

positions articulated by appellants and the examiner. As a consequence of our review, we 

have made the determination that the examiner’s § 102(b) rejection of claims 1 through 3 

and 6 through 8 will not be sustained. Our reasons follow. 

     Suffice to say that we agree with appellants’ assessment of the teachings of Wardell. In 

sharp contrast to the present application and claims which are expressly directed to a seat 

frame for an automotive seat, having a top rail, and having a headrest-mounting-tube 

secured to the top rail for receiving a headrest post carried by a headrest, the Wardell 

patent is directed to a detachable handle construction for a vacuum cleaner. As can be seen 

in Figure 1 of Wardell, the handle associated with vacuum cleaner (10) includes a yoke (12) 

pivotally mounted to the body of the vacuum cleaner and a tubular handle portion (14) 

carried by the yoke. A detachable handle portion (13) is provided with a lower end portion 

(22) that is configured to be telescoped into the open top end of tubular handle portion (14). 

Lower end (22) of handle portion (13) includes a projecting lug (29) adapted to be received 

in an offset recess (18) in the tubular handle portion (14). Handle portion (13) also includes 

a slot or recess (28) into which is received a key (15) carried on the tubular handle portion 

(14). A mechanism allowing the two handle portions to be clampingly secured together is 

shown in Figures 1, 3 and 5, and described on page 2 of the Wardell patent. 
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     The examiner’s commentary in the answer (page 3) that Wardell discloses each and 

every specified structural limitation in the claims, and that since all of the structural 

components are met by Wardell, “then Wardell’s detachable handle construction for a 

vacuum cleaner does constitute a seatframe having a headrest mounting tube” is without 

merit. Essentially, it appears that the examiner has read out the entire preamble of the 

claims on appeal and/or dismissed those recitations in the claims as being merely intended 

use. In our view, the examiner has improperly failed to accord the full language of 

independent claims 1 and 2 appropriate patentable weight. 

 

     After considering the entirety of appellants’ disclosure and arguments to gain an 

understanding of what the inventors actually invented and intended to encompass by the 

appealed claims, we are of the view that the preambular recitations in independent claims 1 

and 2 do more than merely state a purpose or intended use of the claimed structure, but 

instead serve to provide a definition of the invention and give “life and meaning” to the 

claimed subject matter such that it must therefore be considered as a positive limitation in 

determining patentability. See Corning Glass Works v. Sumitomo Electric U.S.A. Inc., 868 

F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989) and Diversitech Corp. v. Century 

Steps Inc., 850 F.2d 675, 7 USPQ2d 1315 (Fed. Cir. 1988). 

     Like appellants, it is incomprehensible to us that one of ordinary skill in the art of 

designing and manufacturing seat frames for automotive seats would have viewed Wardell’s 

detachable handle for a vacuum cleaner, as it stands, and without modification, as 

constituting a seat frame for an automotive seat meeting the terms of the claims on appeal.  
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     In light of the foregoing, we will not sustain the examiner’s rejection of independent 

claims 1 and 2 under 35 U.S.C. § 102(b), or of dependent claims 3 and 6 through 8, based 

on Wardell. Thus, the decision of the examiner is reversed. 

 

REVERSED

             
 

  
 

 
 

 
        CHARLES E. FRANKFORT        )           Administrative 

Patent Judge ) 
                             ) 

                     ) 
              ) 

     TERRY J. OWENS          ) BOARD OF PATENT 
  Administrative Patent Judge )     APPEALS                            

      )      AND 
        )  INTERFERENCES 

                )             
 MURRIEL E. CRAWFORD         ) 
  Administrative Patent Judge ) 
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