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DECI SI ON ON APPEAL
This is a decision on an appeal fromthe primry exam ner’s
final rejection of clainms 47 through 52.' The renaining clains
pending in this application are clains 1, 4 through 11, 13 through

28, and 30 through 46, all of which have been all owed by the

'An amendnent subsequent to the final rejection was
subm tted by appellants and entered by the exam ner (see the
amendnent dated Mar. 5, 2004, entered as per the Advisory Action
dated Mar. 23, 2004; Brief, page 2). W note that the word
“collection” in clainms 48-50 does not find antecedent basis in
cl aim 47.
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exam ner (Brief, page 2; Answer, page 2, T(3)). W have
jurisdiction pursuant to 35 U.S.C. § 134.

According to appellants, the invention is directed to cathode
conpositions conprising subnm cron vanadi um oxi de particles and a
bi nder, where these particles provide superior battery performance,
especially in lithiumbased batteries (Brief, page 2).

Representati ve i ndependent claim47 is reproduced bel ow

47. A cat hode conposition conprising vanadi um

oxi de particles having an average dianeter from

about 5 nmto about 500 nm and a binder.

The exam ner has relied on Koksbang, U S. Patent No.
5,549, 880, issued on Aug. 27, 1996, as the sole evidence of
unpatentability (Answer, page 3). Cdains 47-52 stand rejected
under 35 U. S.C. § 102(a) and (e) as anticipated by Koksbang (id.).
For reasons stated in the Brief, Reply Brief, and bel ow, we reverse
the rejection on appeal.

OPI NI ON

The exam ner finds that Koksbang discl oses secondary |ithium
batteries conprising a “lithiated vanadi um oxi de cat hode active
material,” a lithiumnetal anode, and a polyner electrolyte or

solid electrolyte separator, where the vanadi um oxi de particles are
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“in the formof a fine powder having a surprisingly small particle
size on the order of 0.1 to 5 mcrons” (Answer, page 3).

The initial burden of establishing unpatentability, on any
ground, rests with the examner. See In re Cetiker, 977 F.2d 1443,
1445, 24 USPQRd 1443, 1444 (Fed. Cir. 1992). As correctly argued
by appellants (Brief, pages 8-10; Reply Brief, pages 2-3), Koksbang
does not disclose or suggest that the range of particle sizes
taught is an average size or dianeter as required by claim47 on
appeal and the exam ner has not convincingly established that the
di scl osure of Koksbang should be interpreted or construed as an
“average” size or dianeter (Answer, page 4). The exam ner has
cited the different methods of preparation taught by Koksbang as
evidence that it is “reasonable” to interpret the range taught by
the reference as a range of average particle sizes, which thus
overlap with the clained range (id.). This evidence is not
convincing for the follow ng reasons. As correctly argued by
appel lants (Reply Brief, page 2), there is no disclosure or
suggestion in Koksbang that the variation in reaction starting
mat erials or paraneters would alter the product properties, e.g.,
the particle sizes of the product (see col. 4, Il. 15-65).

Furt hernore, Koksbang specifically teaches the criticality of the

“particle size” of the product, disclosing a range of particle
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si zes but never disclosing or suggesting an average of particle
sizes or dianeters (col. 2, Il. 59-61; col. 5, Il. 1-6; and col. 6,
Il. 56-60). We note that the exam ner has not submtted any
substantive evidence that the term“particle size” was known in
this art to nean an average particle size.

The exam ner has found that the vanadi um oxi de particles
di scl osed by Koksbang are in the formof a fine powder with a
particle size “on the order of 0.1 to 5 mcrons” (Answer, page 3).
However, the exam ner admits that Koksbang discloses “a lithiated
vanadi um oxi de cat hode active material” (Answer, page 3), and
Koksbang only di scl oses particle sizes for the |ithium vanadi um
oxi de product (col. 2, Il. 59-61; col. 5, Il. 1-6; and col. 6, II.
56-61). We find no disclosure in Koksbang of any particle size for
t he vanadi um oxi de per se (e.g., see col. 4, |l. 15-40). W have
construed the term “vanadi um oxi de particles” as found in claim47
on appeal with “the broadest reasonable nmeaning of the words in
their ordinary usage as they woul d be understood by one of ordinary
skill in the art,” taking into account any enlightennment of the
termin the specification. In re Mrris, 127 F.3d 1048, 1054, 44
UsP@2d 1023, 1027 (Fed. Cir. 1997). Appellants’ specification
di scl oses vanadi um oxi de nanoparticles per se, as well as the

production of only vanadi um oxi de (see Figures 5-12; specification,
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page 4, Il. 19-21; page 5, |. 18-page 6, |. 17; and page 14, |. 8
et seq.). Although the transitional term “conprising” opens claim
47 on appeal to other elenments or conponents,? we determ ne that
the clai ned “vanadi um oxi de particles,” as understood by one of
ordinary skill in this art and consistent with the specification,
does not enconpass other nmaterials such as intercalated lithium?
For the foregoing reasons and those set forth in the Brief and
Reply Brief, we determ ne that the exam ner has failed to establish
a prinma facie case of anticipation in view of Koksbang. Therefore

we cannot sustain the rejection on appeal.

2See Vehi cul ar Techs. v. Titan Weel Int’l, Inc., 212 F. 3d
1377, 1383, 54 USPQ2d 1841, 1845 (Fed. Cir. 2000)(“A drafter uses
the term‘conprising’ to mean ‘I claimat |east what follows and

potentially nore.’”).

3See rel ated Appl. No. 09/246,076, now U.S. Patent No.
6, 225, 007 B1, issued May 1, 2001.
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The deci sion of the exam ner is reversed.

REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES F. WARREN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

THOVAS A, WALTZ
Adm ni strative Patent Judge
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