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UNITED STATES PATENT AND TRADEMARK OFFICE 

__________ 
 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

__________ 
 

Ex parte GIANFRANCO DE PAOLI AMBROSI 
__________ 

 
Appeal No. 2006-0729 

Application No. 10/322,566 
__________ 

 
ON BRIEF 

__________ 
 
Before SCHEINER, ADAMS, and GREEN Administrative Patent Judges. 
 
ADAMS, Administrative Patent Judge. 
 
 

DECISION ON APPEAL 

This is a decision on the appeal under 35 U.S.C. § 134 from the 

examiner’s final rejection of claims 12-23.  The only remaining claims on appeal 

(claims 24-27) were withdrawn from consideration as drawn to a non-elected 

invention.  Brief, page 2. 

 Claims 12 and 18 are illustrative of the subject matter on appeal and are 

reproduced below: 

12. Composition for topical use for treating and improving the aesthetic 
condition of the skin consisting essentially of, as active ingredient, a 
mixture of ethyl linoleate and triethyl citrate. 

 
18. Composition of claim 12 wherein the composition further contains 

at least one additive selected from the group consisting of acetic 
acid, lactic acid, salicylic acid, tartaric acid, glycolic acid, 
clindamycin, minocycline, erythromycin, metronidazole, amoxycillin, 
triclosan, capryloyl glycine, azelaic acid, zinc hydroxide, zinc 
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chloride, vitamin A trans-retinoic acid, resorcinol, hyaluronic acid, 
gentamicin, meclocycline, phenol, ascorbic acid, tocopherol, lipoic 
acid, phosphatidyl choline, phosphatidyl serine, chlorhexidine, 
irgasan, adapalene, and the dextrorotary forms, levorotary forms, 
racemic mixtures, cis forms, trans forms, salts, esters and amides 
thereof, in an excipient for external use. 

 
 

 The references relied upon by the examiner are: 

Hong et al. (Hong)   6,028,067  Feb. 22, 2000 
Chen et al. (Chen)   6,267,985  Jul.   31, 2001 
 

GROUNDS OF REJECTION 

Claims 18 and 22 stand rejected under 35 U.S.C. § 112, second 

paragraph, as being indefinite. 

Claims 12 and 18 stand rejected under 35 U.S.C. § 102(b) as anticipated 

by Hong. 

Claims 12-23 stand rejected under 35 U.S.C. § 103 as being unpatentable 

over Chen. 

We reverse. 

 

BACKGROUND 

According to appellant (specification, page 1, lines 23-29), sebum contains 

triglycerides which are hydrolysed into fatty acids and glycerol by the lytic 

enzymes released by bacteria present on human skin.  The fatty acids released 

in this process result in chemical compounds that favor inflammation.  

Specification, bridging sentence, pages 1-2.   

  



Appeal No.  2006-0729    Page 3 
Application No.  10/322,566    

According to appellant (specification, page 4, lines 1-5), these lytic 

enzymes prefer ethyllinoleate and triethylcitrate as their substrate over the 

triglycerides found in sebum.  In accordance with appellant’s claimed invention, 

the hydrolysis of ethylinoleate and triethylcitrate is preferred over the hydrolysis 

of triglycerides because  

it results in a decrease in the sebum levels achieved by inhibiting 
the 5-alpha reductase enzyme, an enzyme which as stated above 
is the cause of the reduction of testosterone to dihydrotestosterone 
whose action is capable of increasing the production of sebum.  
Once ethyllinoleate is hydrolysed into linoleic acid, it is able to 
inhibit the activity of 5-alpha reductase by a direct mechanism, 
whereas triethylcitrate, once hydrolysed into citric acid, acts in an 
indirect way creating an environment where the activity of the 
aforementioned enzyme is obstructed. 
 

Specification, page 4, lines 11-19.  Stated differently, the lytic enzymes produced 

by the bacteria “recognize the ethyllinoleate and triethylcitrate mixture as the 

preferential substratum rather than the triglycerides of the sebum and so do not 

interfere with the structure of these triglycerides, thus reducing the inflammatory 

pathologies of seborrhea and acne.”  Specificaiton, page 4, lines 20-23. 

 

DISCUSSION 

Definiteness: 

Claims 18 and 22 stand rejected under 35 U.S.C. § 112, second 

paragraph, as being indefinite.  Claim 12 on appeal is drawn, inter alia, to a 

composition that consists essentially of two active ingredients - ethyllinoleate and 

triethylcitrate.  Claim 18 on appeal depends from and further limits claim 12, inter 

alia, to a composition consisting essentially of ethyllinoleate and triethylcitrate 

  



Appeal No.  2006-0729    Page 4 
Application No.  10/322,566    

which further comprises at least one additive selected from a Markush group of 

additives.1      

As we understand the examiner’s reasoning (Answer, page 4), claims 18 

and 22 are indefinite because they require that at least one additional additive is 

present in the composition which consists essentially of ethyllinoleate and 

triethylcitrate.  It appears that the examiner’s concern is that these additional 

additives may affect the basic and novel properties of a composition consisting 

essentially of ethyllinoleate and triethylcitrate.  See Answer, pages 8-9.   

Therefore, the issue before us is the interpretation of the transitional 

phrase “consisting essentially of.”  “‘Consisting essentially of’ is a transition 

phrase commonly used to signal a partially open claim in a patent. . . . By using 

the term ‘consisting essentially of,’ the drafter signals that the invention 

necessarily includes the listed ingredients and is open to unlisted ingredients that 

do not materially affect the basic and novel properties of the invention.”  PPG 

Indus. Inc. v. Guardian Indus. Corp, 156 F.3d 1351, 1354, 48 USPQ2d 1351, 

1353-54 (Fed. Cir. 1998).   

What are, however, the basic and novel properties of appellant’s claimed 

composition?  At its core, the claimed invention is drawn to a composition that 

consists essentially of ethyllinoleate and triethylcitrate.  See e.g., claim 12.  

Therefore, we must explore the basic and novel properties of ethyllinoleate and 

triethylcitrate.  As discussed above, lytic enzymes produced by bacteria present 

on human skin prefer ethyllinoleate and triethylcitrate as a substrate over sebum 

                                            
1 The portion of the subject matter covered by claim 22 that is in controversy is essentially a 
combination of the subject matter set forth in claims 12 and 18. 
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triglycerides.  Specification, page 4, lines 1-5.  In addition, and in contrast to the 

hydrolysis of sebum triglycerides, the hydrolysis of ethyllinoleate and 

triethylcitrate results in the reduction of inflammatory pathologies associated with 

seborrhea and acne.  Specification, page 4, lines 20-23. 

Therefore, as we understand it, an additive that would affect the basic and 

novel properties of the claimed composition would interfere with the hydrolysis, or 

the effect2 of the hydrolysis, of ethyllinoleate and triethylcitrate.  Reading 

appellant’s disclosure, one class of compounds that would affect the basic and 

novel properties of the claimed composition would be triglycerides, which are 

normally found in sebum and upon hydrolysis cause skin irritation and 

inflammation.  See e.g., Specification, page 4, lines 1-5 and 20-23, and Brief, 

page 22.  While the examiner has asserted that the “additives” set forth in claim 

18 and 22 may affect the basic and novel properties of appellant’s claimed 

composition, the examiner provides no evidence to support this assertion.  In 

addition, we note that appellant has provided evidence (see Brief, pages 10-22, 

and Evidence Appendix) that the compounds listed in claims 18 and 22 are 

known to be used topically “for treating and improving the aesthetic condition of 

skin.” 

On reflection, we find the weight of the evidence falls with appellant.  

Accordingly, we reverse the rejection of claims 18 and 22 under 35 U.S.C. § 112, 

second paragraph. 

  

                                            
2 The reduction of inflammatory pathologies associated with seborrhea and acne. 
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Anticipation: 

Claims 12 and 18 stand rejected under 35 U.S.C. § 102(b) as anticipated 

by Hong.  According to the examiner (Answer, page 4), appellant’s specification 

uses the term “active ingredients (agents)’ and ‘additive” interchangeably, 

therefore the examiner construes the term “active ingredient” as set forth in 

appellant’s claimed invention to mean an “additive.”  With this construction of 

appellant’s claimed invention, the examiner finds (id.), Hong “teach a composition 

comprising a mixture of ethyl linoleate and triethyl citrate with excipients as 

additives.”  

 As we understand it, Hong discloses a “cyclosporin-containing 

microemulsion preconcentrate composition.”  Column 5, lines 22-23.  According 

to Hong (column 5, lines 22-26), the composition comprisies (1) cyclosporin as 

an active ingredient; (2) alkyl ester of polycarboxylic acid and/or carboxylic acid 

ester of polyols as a lipophilic solvent; (3) oil; and (4) surfactant.”  Hong lists 

triethyl citrate as an example of an alkyl ester of polycarboxylic acid.  See Hong, 

column 6, lines 1-3.  In addition, Hong lists ethyl linoleate as an example of an 

oil.  See Hong, column 7, lines 59-62.   

“Under 35 U.S.C. § 102, every limitation of a claim must identically appear 

in a single prior art reference for it to anticipate the claim.”  Gechter v. Davidson, 

116 F.3d 1454, 1457, 43 USPQ2d 1030, 1032 (Fed. Cir. 1997).  “Every element 

of the claimed invention must be literally present, arranged as in the claim.”  

Richardson v. Suzuki Motor Co., Ltd., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 

1920 (Fed. Cir. 1989).  In this regard, we note that the only disclosure in Hong, 
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which teaches a composition comprising ethyllinoleate and triethyl citrate is 

Example 4E, Table 4, column 13.  Accord Brief, pages 30-32.  We note, 

however, that in addition to ethyllinoleate and triethyl citrate, the composition set 

forth in Example 4E includes, inter alia, Miglyol 812.  According to appellant 

(Brief, page 31), Miglyol 812 is a triglyceride.  Accord Hong, column 7, lines 22-

45.  Therefore, as we understand it, the only disclosure in Hong of a composition 

comprising ethyllinoleate and triethylcitrate also contains triglycerides.  While the 

examiner is correct (Answer, page 9), that Hong does not require triglycerides as 

an essential component of the disclosed composition, other than Example 4E, 

there is no other anticipatory disclosure in Hong that would teaches a 

composition comprising both ethyllinoleate and triethylcitrate.  All other 

disclosures in Hong, either do not teach a composition comprising both 

ethyllinoleate and triethylcitrate, or require an extensive amount of picking and 

choosing from among a list of ingredients to arrive at appellant’s claimed 

composition, neither of which are sufficient to support an anticipation rejection. 

Therefore, since a triglyceride would affect the basic and novel properties 

of appellant’s claimed invention, as discussed above, it is expressly excluded 

from appellant’s claimed composition by use of the transitional phrase “consisting 

essentially of.”  Since, Hong’s composition as set forth in Example 4E comprises 

triglycerides, we reverse the rejection of claims 12 and 18 under 35 U.S.C. § 

102(b) as being unpatentable over Chen. 
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Obviousness: 

Claims 12-23 stand rejected under 35 U.S.C. § 103 as being unpatentable 

over Chen.  According to the examiner (Answer, page 6), Chen teach, inter alia, 

a composition for topical use comprising ethyl linoleate and triethyl citrate.  

However, as appellant points out (Brief, page 34), Chen’s invention “relates to 

pharmaceutical compositions and methods for improved solubilization of 

triglycerides and improved delivery of therapeutic agents.”  Chen, abstract.  In 

this regard, we note that Chen’s compositions include “a triglyceride and a 

carrier,” wherein the “carrier includes at least two surfactants, at least one of 

which is a hydrophilic surfactant.”  Chen, column 5, lines 10-13.   

With regard to the components recited in appellant’s claimed invention, 

Chen discloses ethyl linoleate as an example of a hydrophobic surfactant that 

may be included in the carrier.  Chen, column 22, lines 22-40.   In addition, Chen 

discloses triethylcitrate as an example of a solubilizer that may be optionally 

included in the composition to “enhance the solubility of the therapeutic agent[ ]3  

or the triglyceride.”  Chen, column 33, line 62 – column 34, line 18.  Therefore, as 

we understand it, Chen teaches a triglyceride composition that comprises, inter 

alia, ethyl linoleate and triethylcitrate. 

As discussed a triglyceride would affect the basic and novel properties of 

appellant’s claimed invention, and is therefore expressly excluded from 

appellant’s claimed composition by use of the transitional phrase “consisting 

essentially of.”  Since, Chen’s compositions comprise triglycerides, we reverse 

                                            
3 According to Chen (abstract), a “therapeutic agent can be incorporated into the [triglyceride] 
compositions, or can be co-administered with the [triglyceride] composition.” 
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the rejection of claims 12-23 under 35 U.S.C. § 103 as being unpatentable over 

Chen. 

 
 

REVERSED 

 

 
        ) 
   Toni R. Scheiner   ) 
   Administrative Patent Judge ) 
        ) 
        ) BOARD OF PATENT 
        )  
   Donald E. Adams   )      APPEALS AND 
   Administrative Patent Judge )    
        )   INTERFERENCES 
        )  
        ) 
   Lora M. Green   ) 
   Administrative Patent Judge ) 
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MCGLEW & TUTTLE, PC 
P.O. BOX 9227 
SCARBOROUGH STATION 
SCARBOROUGH NY 10510-9227 

  


	UNITED STATES PATENT AND TRADEMARK OFFICE 
	BACKGROUND 
	DISCUSSION 
	 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


