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DECISION ON APPEAL UNDER
35 U.S.C. §§ 134 & 306

This is a decision on an appeal under 35 U.S.C. §§ 134 and
306 (2006) from the examiner’s final rejection of claims 1
through 13 (final Office action mailed March 13, 2000), which

are all of the claims pending in the above-identified
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reexamination proceeding.’ Because the examiner has made out a

prima facie case of obviousness with respect to claims 1 through

12 and since the appellant (patent owner) has failed to direct
us to persuasive evidence in rebuttal, we affirm as to these

claims. With respect to claim 13, however, we reverse because
the examiner has not met the initial burden of proving a prima

facie case of obviousness.

Accordingly, the examiner’s decision is affirmed in part.

The Appealed Subject Matter

The subject matter on appeal relates to a treadmill having,

inter alia, “a base reorientable from a first position in which

the user performs exercises and a second position or storage
position in which the base may be further reoriented for
transport about a support surface.” (‘624 patent at column 1,
lines 5-9.) In one embodiment, the treadmill comprises a
specified support structure, tread base, handle means, roller
means, and a gas spring for stably retaining the tread base in a

second (or storage) position. (Claims 1-12.) In another

! This proceeding is a reexamination of United States

Patent 5,676,624 (hereinafter ‘624 patent) issued to Watterson
et al. on October 14, 1997, based on application 08/594,271
filed on January 30, 1996.
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embodiment, the treadmill comprises a specified support
structure, tread base, handle means, roller means, and means for
stably retaining the tread base in a second (or storage)
position, wherein the treadmill is configured to have a center
of gravity positioned relative to the roller means and handle
means to facilitate rotation of the treadmill about the roller
means upon application of a rotational force by a user to the

handle means. (Claim 13.)

The References

The examiner relies on the following prior art documents as

evidence of unpatentability:

Day 931,394 Aug. 17, 1909

Teague, Jr. 4,370,766 Feb. 1, 1983
(Teague)

Dalebout et al. 4,913,396 Apr. 3, 1990
(Dalebout)

Damark International, Inc.: The Great Deal Company! 6 (Nov. 17,
1994) (Damark) .

The Examiner’s Rejections

The appealed claims stand rejected under 35 U.S.C. § 103 (a)

as follows:
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claims 1 through 3 and 10 through 12 as
unpatentable over the combined teachings of
Damark and Teague (examiner’s answer mailed on
May 24, 2005 at 3; final Office action at 2);
claims 4 through 9 as unpatentable over the
combined teachings of Damark, Teague, and
Dalebout (answer at 3; final Office action at 3);
and

claim 13 as unpatentable over the combined
teachings of Damark and Day (answer at 3; final

Office action at 3-4).

For the reasons discussed below, we affirm rejections I and

II but not III.

Findings of Fact?

We make the following findings of fact by at least a

preponderance of the evidence.

The appellant states that: (i) claims 1 through 3 and

10 through 12 stand or fall together with respect to

I.
5 IT
ITI.
10
15
1.
20

rejection I; and (ii) claims 4 through 9 stand or fall

2

In the

“Discussion” section below, we number our findings

of fact as “FF__.”
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together with respect to rejection IT. (Substitute

appeal brief filed on December 31, 2001 at 7.)

Rejection I: Claims 1-3 & 10-12 over Damark & Teague

2.

Appealed claim 1 reads:

1. A treadmill comprising:

support structure having a base for stably
positioning on a support surface to be free
standing and having upright structure extending
upwardly from said base;

a tread base having a frame that includes a
front, a rear, a left side, a right side and an
endless belt positioned between said left side
and said right side, said frame being connected
to said support structure to be moveable about an
axis of rotation spaced from said front toward
said rear between a first position in which said
endless belt is position [sic] for operation by a
user positioned thereon and a second position in
which said rear of said frame is positioned
toward said support structure;

handle means associated with said support
structure positioned for grasping by a user for
moving said support structure with said tread
base in said second position between a use
position in which said support structure has said
base positioned on said support surface for
stably positioning said support structure on a
support surface and a moving position in which
salid support structure is rotatably displaced
from said use position;

roller means adapted to said base for
engagement with said support surface when said
support structure is reoriented to said moving
position for movement of said support structure
by user on said support surface; and

a gas spring connected between the tread
base and the upright structure to assist in
stably retaining said tread base in said second
position relative to said upright structure with
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sald tread base in said second position.

The examiner did not find that the limitation “a gas
spring connected between the tread base and the
upright structure to assist in stably retaining said
tread base in said second position relative to said
upright structure with said tread base in said second
position” in appealed claim 1 invoked 35 U.S.C. § 112,
96.

The appellant never challenged the examiner’s
interpretation of the last clause of appealed claim 1
(or any other clause in the appealed claims) as
invoking the strictures of 35 U.S.C. § 112, Je.

At oral argument held on April 6, 2006, the
appellant’s counsel was asked whether the last clause
in appealed claim 1 invoked 35 U.S.C. § 112, qe.

In response to the question, the appellant’s counsel
confirmed that the last clause of appealed claim 1 did
not invoke the strictures of 35 U.S.C. § 112, qe.
Damark discloses a manual treadmill identified as
“Wilson Manual Treadmill” comprising: a base that
necessarily includes a frame having a front, a rear,

left side, and a right side with an endless belt



10

15

20

25

Appeal No.

2006-0790

Reexamination Control No. 90/005,117

10.

11.

12.

positioned between the left side and the right side;
and a handle extending from the base.

Damark further teaches that the treadmill may be
folded vertically.

The appellant acknowledges Damark’s disclosure as
follows (request for reexamination filed on September
25, 1998 at 3):

The Damark reference depicts a manual folding
treadmill having a tread base rotatably attached

to an upright support structure, wherein the

point of attachment is intermediate the front and
rear of the tread base.

Damark also describes the provision of front wheels to
allow easy movement and easy storage of the treadmill.
The examiner determined that Damark “discloses all the
limitations of the claims, except for a gas spring
connected between the tread base and the upright
structure to assist in stably retaining said tread
base in said second position relative to said upright
structure with said tread base in said second
position.” (Final Office action at 2.)

The appellant does not dispute the examiner’s

determination that Damark “discloses all the

limitations of the claims, except for a gas spring
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5
13.

10
14.

15
15.

20

connected between the tread base and the upright
structure to assist in stably retaining said tread
base in said second position relative to said upright
structure with said tread base in said second
position.” (Substitute appeal brief at 7-11.)

Teague describes a recess or cabinet bed of the type
in which a bed is mounted at its head upon a
counterbalancing mechanism provided to support the bed
as it swings between its horizontal or “open position”
in use and its vertical or “closed position” in
storage. (Column 1, lines 5-11; Figures 1-4.)

Teague teaches that the bed includes an improved
counterbalancing mechanism facilitating movement
between these two stable positions. (Column 1, lines
12-68.)

As part of the counterbalancing mechanism, Teague
teaches (column 2, line 1 to column 3, line 68) the
use of gas springs 56, which “provide the lifting
force or moment to move the bed up to the position
where its center of gravity passes over the pivot
axis, but when the bed continues to move toward the

fully closed position, the springs reverse their
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l6.

17.

action and act against that continued movement”

(column 2, lines 4-8; emphasis added).

The function of the gas springs 56 is more

specifically described in Teague as follows (column 4,

lines 1-22):

When the bed is moved from its open position
to a balanced position wherein its center of
gravity 61 is directly over its pivot axis, and
upon further movement the gas springs continue to
act as compression springs but their action is
reversed. Hence, the springs act against the
force of gravity which moves the bed to its fully
closed position.

During the movement of the bed from its open
position to the position wherein its center of
gravity 61 is over its pivot axis 13, each lever
50 is swung to a position wherein its pivot 52 is
in alignment with the lever pivot 48 and the gas
spring pivot 58 so that the gas springs are
nearly fully extended and they are exerting no
moment of force. However, as bed 2 continues to
swing clockwise around its pivot axis to its
fully closed position, each of levers 50
continues to swing clockwise around its pivot
axis 48 and pivot 52 moves along an arcuate path
beyond its position in alignment with pivots 58
and 48. That further swinging movement of lever
50 causes the gas springs to be subjected to
compression and they act against and cushion the
action of gravity as the bed moves to its fully
closed or rest position...[Emphasis added.]

The only disclosure in the ‘624 patent under

reexamination with respect to a “gas spring”
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18.

5
19.

10
20.
21.

15
22.

20

associating the tread base with the upright structure
is found at column 15, lines 3-28.

The inventors disclose that gas spring 505 of the ‘624
patent is part of a lift assist assembly. (Column 15,
lines 3-28.)

The inventors disclose the function or purpose of the
gas spring as follows: “The force and the torque (TF)
exerted by the spring 505 is selected so that the
resulting required 1lifting force (LF) may be nominal
(e.g. 5 to 20 pounds).” (Column 15, lines 22-24.)
Teague teaches that the gas springs, like the gas
spring described in the ‘624 patent, provide a lifting
force. (Column 2, lines 3-8.)

Appealed claim 1 does not limit the degree or manner
in which the gas spring “assist[s] in stably
retaining” the tread base at the storage position.

The appellant has not proffered any evidence (e.g.,
declaration evidence) that would support the
allegation that Teague’s gas spring does not “assist”

in stable retention.

10
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23. Teague expressly teaches that the bed has two stable
positions (operating and storage positions). (Column

1, lines 37-39.)

Rejection II: Claims 4-9 over Damark, Teague, & Dalebout

24. Claim 4 depends from claim 3, which depends from claim

10

15

20

25

30

25.

2, which in turn depends from claim 1.
Claims 2 through 4 recite:

2. The treadmill of claim 1 wherein said
base includes a left portion positioned proximate
said left side and a right portion positioned
proximate said right side, wherein said left
portion and said right portion each have a
forward end spaced outwardly from said upright
member, and wherein said roller means includes a
wheel rotatably attached to said forward end of
salid left portion and a wheel rotatably attached
to said forward end of said right portion.

3. The treadmill of claim 2, wherein said
upright structure includes a left upright member
and a right upright member, said right upright
member being spaced from and in general alignment
with said left upright member.

4. The treadmill of claim 3, wherein said
handle means includes a left handle mechanically
associated with said left upright member and a
right handle mechanically associated with said
right upright member.

11
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26. The appellant does not dispute the examiner’s findings
with respect to Dalebout. (Substitute appeal brief at
11.)

27. With respect to rejection II, the appellant refers to

the same arguments made against the basic combination

10

15

20

25

30

of Damark and Teague.

Rejection III: Claim 13 over Damark & Day

28.

Claim 13 recites:

13. A treadmill comprising:

support structure having a base for stably
positioning on a support surface to be free
standing and having upright structure extending
upwardly from said base;

a tread base having a frame that includes a
front, a rear, a left side, a right side and an
endless belt positioned between said left side
and said right side, said frame being connected
to said support structure to be movable between a
first position in which said endless belt is
positioned for operation by a user positioned
thereon and a second position in which said rear
of said frame is positioned toward said support
structure;

handle means associated with said support
structure positioned for grasping by a user for
moving said support structure with said tread
base in said second position between a use
position in which said support structure has said
base positioned on said support surface for
stably positioning said support structure on a
support surface and a moving position in which
said support structure is rotatably displaced
from said use position;

12
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29.

30.

31.

roller means adapted to said base for
engagement with said support surface when said
support structure is reoriented to said moving
position for movement of said support structure
by the user on said support surface;

means for stably retaining said tread base
in said second position relative to said upright
structure with said tread base in said second
position; and

wherein said treadmill is configured to have
a center of gravity positioned relative to said
roller means and said handle means to facilitate
rotation of said treadmill about said wheel means
upon application of a rotational force by the
user to said handle means.

Unlike claim 1, claim 13 does not include the
limitations with respect to the “gas spring”
component.

Appealed claim 13 recites that “said treadmill is
configured to have a center of gravity positioned
relative to said roller means and said handle means to

facilitate rotation of said treadmill about said wheel

means upon application of a rotational force by the

user to said handle means.” (Emphasis added.)

The examiner took the position that Damark discloses
every limitation of appealed claim 13 except for the
claim limitation “means for stably retaining said

tread base in said second position relative to said

13
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32.

33.

34.

upright structure with said tread base in said second
position.” (Final Office action at 4.)

Day teaches an exercising device which may be folded
into a storage position and retained in such position
by use of set screws 16. (Page 2, lines 20-56;
Figures 1-2.)

The examiner alleged (answer at 6):

It is inherent that Damark’s treadmill (see
figure) is heavier at the roller means and as
broadly claimed, Damarks’s [sic] center of
gravity 1is positioned relative to said roller
means and said handle means to facilitate
rotation of said treadmill about said wheel means
upon application of a rotational force by the
user to said handle means.

The appellant asserted (substitute appeal brief at
13):

[Tlhere is no teaching, suggestion, or motivation
in Damark of distributing the components of the
treadmill such that the treadmill has a center of
gravity that assists the user in tipping or
rotating the treadmill onto the wheels for
transport. In fact, there is no mention or
discussion whatsoever in the Damark reference
regarding the placement of specific components,
weight distribution or center of gravity, much
less the benefit (i.e., making it easier for the
user to rotate or tip the treadmill onto its
wheels, which is more significant in relation to
heavier, motorized treadmills) that is achieved
and claimed by appellant.

14
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35. The examiner did not identify any evidence or
persuasive technical reasoning to establish that when
rotational force is applied to the handle means of
Damark’s treadmill, the center of gravity is
positioned such that the treadmill necessarily rotates

about the wheels.

Discussion

Grouping of Claims

Prior to addressing the merits, we note the appellant’s
statements that: (i) claims 1 through 3 and 10 through 12 stand
or fall together with respect to rejection I; and (ii) claims 4
through 9 stand or fall together with respect to rejection II.
(FF1l; Appeal brief filed on December 31, 2001 at 7.) We
therefore select claims 1 and 4 as representative of each of the
two groups of claims rejected in grounds I and II, respectively,
and confine our discussion to these representative claims. See

37 CFR § 41.37 (c) (vii) (2005) (effective September 13, 2004).

Rejection I: Claims 1-3 & 10-12 over Damark & Teague

For convenience, appealed claim 1 is reproduced again as

follows (FF2):

15
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1. A treadmill comprising:

support structure having a base for stably
positioning on a support surface to be free standing
and having upright structure extending upwardly from
said base;

a tread base having a frame that includes a
front, a rear, a left side, a right side and an
endless belt positioned between said left side and
said right side, said frame being connected to said
support structure to be moveable about an axis of
rotation spaced from said front toward said rear
between a first position in which said endless belt is
position [sic] for operation by a user positioned
thereon and a second position in which said rear of
said frame is positioned toward said support
structure;

handle means associated with said support
structure positioned for grasping by a user for moving
said support structure with said tread base in said
second position between a use position in which said
support structure has said base positioned on said
support surface for stably positioning said support
structure on a support surface and a moving position
in which said support structure is rotatably displaced
from said use position;

roller means adapted to said base for engagement
with said support surface when said support structure
is reoriented to said moving position for movement of
said support structure by user on said support
surface; and

a gas spring connected between the tread base and
the upright structure to assist in stably retaining
said tread base in said second position relative to
said upright structure with said tread base in said
second position.

We start with claim construction. Specifically, we must

first consider the scope and meaning of certain contested claim

limitations. Gechter v. Davidson, 116 F.3d 1454, 1457, 1460

n.3, 43 USPQ2d 1030, 1032, 1035 n.3 (Fed. Cir. 1997); In re

16



10

15

20

Appeal No. 2006-0790

Reexamination Control No. 90/005,117

Paulsen, 30 F.3d 1475, 1479, 31 USPQ2d 1671, 1674 (Fed. Cir.
1994) .

Appealed claim 1 recites in part (last clause): “a gas
spring connected between the tread base and the upright
structure to assist in stably retaining said tread base in said
second position relative to said upright structure with said
tread base in said second position.” (FF2.) The examiner did
not hold that this clause invoked 35 U.S.C. § 112, {qo6. (FF3.)
The appellant never challenged the examiner’s interpretation of
this clause (or any other clause in the appealed claims) in this
regard. (FF4.) 1In fact, at oral argument held on April 6,
2006, the appellant’s counsel was questioned whether the last
clause in appealed claim 1 invoked 35 U.S.C. § 112, d6. (FF5.)
In response, the appellant’s counsel confirmed that it did not.
(FF6.) Thus, it is appropriate, as the examiner has done so
here, to give the language of this clause its broadest
reasonable interpretation consistent with the accompanying

specification. In re American Academy of Science Tech Center,

367 F.3d 1359, 1364, 70 USPQ2d 1827, 1830 (Fed. Cir. 2004) (“The
‘broadest reasonable construction’ rule applies to

reexaminations as well as initial examinations.”).

17
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Damark discloses a manual treadmill identified as “Wilson
Manual Treadmill” comprising: a base that necessarily includes a
frame having a front, a rear, left side, and a right side with
an endless belt positioned between the left side and the right
side; and a handle extending from the base. (FF7.) Damark
further teaches that the treadmill may be folded vertically.
(FF8.) 1Indeed, we note that the appellant acknowledges Damark’s
disclosure as follows (FF9; request for reexamination filed on
September 25, 1998 at 3):

The Damark reference depicts a manual folding
treadmill having a tread base rotatably attached to an
upright support structure, wherein the point of
attachment is intermediate the front and rear of the
tread Dbase.

Damark also describes the provision of front wheels to allow
easy movement and easy storage of the treadmill. (FF10.) That
Damark discloses the above elements or limitations has not been
contested.

After considering the scope and content of the prior art
relative to the claimed invention, the examiner determined that
Damark “discloses all the limitations of the claims, except for
a gas spring connected between the tread base and the upright

structure to assist in stably retaining said tread base in said

second position relative to said upright structure with said

18



10

15

20

Appeal No. 2006-0790
Reexamination Control No. 90/005,117

tread base in said second position.” (FF1l; final Office action
at 2.) Again, the appellant does not dispute the examiner’s
determination in this regard. (FF12.)

Notwithstanding this difference, the examiner concluded
that the subject matter of appealed claim 1 would have been
obvious to a person having ordinary skill in the art within the
meaning of 35 U.S.C. § 103(a). Specifically, the examiner
relied on the teachings of Teague to account for the sole
difference between the invention recited in appealed claim 1 and
Damark.

Teague describes a recess or cabinet bed of the type in
which a bed is mounted at its head upon a counterbalancing
mechanism provided to support the bed as it swings between its
horizontal or “open position” in use and its vertical or “closed
position” in storage. (FF13; column 1, lines 5-11; Figures 1-
4.) Teague teaches that the bed includes an improved
counterbalancing mechanism facilitating movement between these
two stable positions. (FF14; column 1, lines 12-68.) As part
of the counterbalancing mechanism, Teague teaches (FF15; column
2, line 1 to column 3, line 68) the use of gas springs 56, which
“provide the lifting force or moment to move the bed up to the

position where its center of gravity passes over the pivot

19
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”

axis... (Column 2, lines 4-6.) Teague also describes an
additional feature for the gas springs as follows: “[W]hen the

bed continues to move toward the fully closed position, the

springs reverse their action and act against that continued

movement” (column 2, lines 6-8). The function of the gas
springs 56 is more specifically described in Teague as follows
(FF1l6; column 4, lines 1-22):

When the bed is moved from its open position to a
balanced position wherein its center of gravity 61 is
directly over its pivot axis, and upon further
movement the gas springs continue to act as
compression springs but their action is reversed.
Hence, the springs act against the force of gravity
which moves the bed to its fully closed position.

During the movement of the bed from its open
position to the position wherein its center of gravity
61 is over its pivot axis 13, each lever 50 is swung
to a position wherein its pivot 52 is in alignment
with the lever pivot 48 and the gas spring pivot 58 so
that the gas springs are nearly fully extended and
they are exerting no moment of force. However, as bed
2 continues to swing clockwise around its pivot axis
to its fully closed position, each of levers 50
continues to swing clockwise around its pivot axis 48
and pivot 52 moves along an arcuate path beyond its
position in alignment with pivots 58 and 48. That
further swinging movement of lever 50 causes the gas
springs to be subjected to compression and they act
against and cushion the action of gravity as the bed
moves to its fully closed or rest position...[Emphasis
added. ]

Based on this evidence, we conclude (as did the examiner)

that one of ordinary skill in the art would have been led to

20
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combine the teachings of Damark and Teague so as to arrive at a
treadmill encompassed by appealed claim 1. Specifically, we
hold that one of ordinary skill in the art would have found the
requisite motivation, suggestion, or teaching in the prior art
to provide Teague’s counterbalancing mechanism including gas
springs 56 in the treadmill described in Damark in order to
obtain all of the advantages described in Teague. In light of
the prior art teachings as a whole, a person having ordinary
skill in the art would have had a reasonable expectation that
incorporation of Teague’s counterbalancing mechanism in the
treadmill described in Damark, which opens in use and closes in
storage in a manner similar to that described for Teague’s bed,
would decrease the lifting moment required to store the
treadmill while ensuring that the tread base is stably retained
in the storage position.

We appreciate that Teague discloses the use of the
counterbalancing mechanism in a bed rather than a treadmill as
in Damark. This fact alone, however, does not preclude a
determination that a person having ordinary skill in the art
would have combined the teachings of the two references. Two
tests for determining whether a prior art reference is analogous

are as follows: (1) whether the art is from the same field of

21
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endeavor, regardless of the problem addressed; and (2) if the
reference is not within the inventor’s endeavor, whether the
reference is reasonably pertinent to the particular problem with

which the inventor is involved. In re Bigio, 381 F.3d 1320,

1325, 72 USPQ2d 1209, 1211-12 (Fed. Cir. 2004); In re Clay, 966

F.2d 656, 659, 23 USPQ2d 1058, 1060 (Fed. Cir. 1992).

Here, the appellant’s recited purpose for the “gas spring”
element recited in appealed claim 1 is “to assist in stably
retaining said tread base in said second position relative to
said upright structure with said tread base in said second
position [i.e., closed position].” Furthermore, the only
disclosure in the ‘624 patent under reexamination with respect
to a “gas spring” associating the tread base with the upright
structure is found at column 15, lines 3-28. (FF17.) There,
the inventors disclose that the gas spring 505 is part of a 1lift
assist assembly. (FF18.) In particular, the inventors disclose
the function or purpose of the gas spring as follows: “The force
and the torque (TF) exerted by the spring 505 is selected so
that the resulting required lifting force (LF) may be nominal
(e.g. 5 to 20 pounds).” (FF19; column 15, lines 22-24.)

Because Teaque’s gas springs are said to act against

“continued movement” of the rotating body to its storage

22
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position (column 2, lines 3-8), they are provided for the same
or similar purpose as that recited in appealed claim 1 (i.e.,
“to assist in stably retaining said tread base in said second
position relative to said upright structure with said tread base
in said second position”). Moreover, Teague teaches that the
gas springs, like the gas spring described in the ‘624 patent,
provide a lifting force. (FF20; column 2, lines 3-8.) Thus,
Teague’s gas spring functions in the same or similar manner as
the appellant’s gas spring. It follows then that Teague’s
teachings with respect to the 1lift assembly including gas
springs are “reasonably pertinent to the particular problem
[providing an element that assists in stable retention of a
rotatable body at a storage position and assisting in the 1lift
of the rotating body to its storage position] with which the
inventor is involved.” Under these circumstances, we reject the
appellant’s contention (substitute appeal brief at 10; reply
brief filed on July 22, 2005 at 3-4) that Teague is nonanalogous
art.

The appellant also urges that because Teague teaches that
the gas spring exerts a force resisting the force of gravity
(which, according to Teague, retains the bed in the storage

position), its teachings are diametrically opposed to the

23
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characteristic of the gas spring recited in appealed claim 1
(“to assist in stably retaining said tread base in said second
position relative to said upright structure with said tread base
in said second position”). (Reply brief at 2-3.)

We do not find this argument persuasive. Appealed claim 1
does not limit the degree or manner in which the gas spring
“assist[s] in stably retaining” the tread base at the storage
position. (FF21.) As already pointed out, Teague teaches that
“when the bed continues to move toward the fully closed

position, the [gas] springs reverse their action and act against

that continued movement.” (Column 2, lines 6-8; emphasis

added.) Thus, without the gas springs, the lifting force and
the momentum of the rotating body (i.e., “continued movement”)
in Teague would necessarily cause the body to extend beyond the
storage position. Giving the disputed claim limitation its
broadest reasonable interpretation, we determine that Teague’s
gas spring would reasonably appear to “assist” in stable
retention of the rotating body. In this regard, the appellant
has not proffered any evidence (e.g., declaration evidence) that
would support the allegation that Teague’s gas spring does not
“assist” in stable retention. (FF22.) Mere attorney arguments

or conclusory statements do not take the place of evidence.
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See, e.g., In re Geisler, 116 F.3d 1465, 1470, 43 USPQ2d 1362,

1365 (Fed. Cir. 1997).

It is important to emphasize that Teague expressly teaches
that the bed has two stable positions (operating and storage
positions) . (FF23; column 1, lines 37-39.) Also, Teague’s gas
springs provide lift assist, just like the gas springs claimed
and described in the appellant’s own patent under reexamination
(column 15, lines 3-28). (FF18.) While Teague’s “springs act
against the force of gravity which moves the bed to its fully
closed position” (column 4, lines 5—7),3 there is no declaration
evidence to establish that Teague’s gas spring does not stably
retain the bed in the upright or storage position.

The appellant’s reliance (substitute appeal brief at 8-9)

on In re Dembiczak, 175 F.3d 994, 50 USPQ2d 1614 (Fed. Cir.

1999) is misplaced. In In re Dembiczak, the claims recited an

orange, premanufactured decorative bag simulating the general
appearance of the outer surface of a pumpkin having facial

indicia thereon. In re Dembiczak, 175 F.3d at 997, 50 USPQ2d at

® The appellant refers to Teague column 1, lines 50-51 for

the proposition that “gravity tends to hold the bed in its fully
closed position.” (Reply brief at 3.) We note, however, that
the relied upon disclosure does not relate to Teague’s
counterbalancing mechanism but to other prior art. (Column 1,
lines 46-68.)

25



10

15

20

Appeal No. 2006-0790

Reexamination Control No. 90/005,117

1615. The claims were rejected as obvious over conventional
trash bags in view of two references: one describing “how to
teach children to make a ‘Crepe Paper Jack-O-Lantern’ out of a
strip of orange crepe paper, construction paper cut-outs in the
shape of facial features, and ‘wadded newspapers’ as filling”;
and another “describing a method of making a ‘paper bag pumpkin’
by stuffing a bag with newspapers, painting it orange, and then

painting on facial features with black paint.” 1In re Dembiczak,

175 F.3d at 997-998, 50 USPQ2d at 1615-1616. The court reversed
because there was no identification of any suggestion, teaching
or motivation to combine the references or “specific--or even
inferential--findings concerning the identification of the
relevant art, the level of ordinary skill in the art, the nature
of the problem to be solved, or any other factual findings that

might serve to support a proper obviousness analysis.” In re

Dembiczak, 175 F.3d at 1000, 50 USPQ2d at 1618.

In contrast to In re Dembiczak, Teague provides the

requisite motivation, suggestion, or teaching for one of
ordinary skill in the art to combine the references and thus
arrive at a treadmill encompassed by appealed claim 1. As we
discussed above, Teague teaches that a particular

counterbalancing mechanism including gas springs decreases the
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lifting moment required to move a rotatable body (bed mattress)

into its storage position while ensuring that the body does not

continue its movement beyond its storage position. Although

Teague relates to a counterbalancing mechanism in the context of

a bed, it constitutes analogous art because the counterbalancing

mechanism including gas springs addresses the same or similar

problem as the gas spring assembly disclosed in the ‘624 patent.
For these reasons, we hold that the examiner has made out a

prima facie case of obviousness and since the appellant has

failed to direct us to persuasive evidence in rebuttal, we

uphold the examiner’s rejection on this ground.

Rejection II: Claims 4-9 over Damark, Teague, & Dalebout

Claim 4 depends from claim 3, which depends from claim 2,
which in turn depends from claim 1. (FF24-25.)

2. The treadmill of claim 1 wherein said base
includes a left portion positioned proximate said left
side and a right portion positioned proximate said
right side, wherein said left portion and said right
portion each have a forward end spaced outwardly from
said upright member, and wherein said roller means
includes a wheel rotatably attached to said forward
end of said left portion and a wheel rotatably
attached to said forward end of said right portion.

3. The treadmill of claim 2, wherein said

upright structure includes a left upright member and a
right upright member, said right upright member being
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spaced from and in general alignment with said left

upright member.

4. The treadmill of claim 3, wherein said handle
means includes a left handle mechanically associated

with said left upright member and a right handle

mechanically associated with said right upright

member.

The appellant does not dispute the examiner’s findings with
respect to Dalebout. (FF26; substitute appeal brief at 11.)
Nor does the appellant assert that one of ordinary skill in the
art would not have found it obvious to combine Dalebout with
Damark and Teague. Rather, the appellant refers to the same
arguments made against the basic combination of Damark and
Teague as discussed in rejection I. (FF27.)

For reasons already discussed in rejection I, we detect no
error in the examiner’s basic combination of Damark and Teague.

Accordingly, we uphold the examiner’s rejection of appealed

claim 4 as well.

Rejection III: Claim 13 over Damark & Day

Claim 13 recites (FF28):

13. A treadmill comprising:

support structure having a base for stably
positioning on a support surface to be free standing
and having upright structure extending upwardly from
said base;

a tread base having a frame that includes a
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front, a rear, a left side, a right side and an
endless belt positioned between said left side and
said right side, said frame being connected to said
support structure to be movable between a first
position in which said endless belt is positioned for
operation by a user positioned thereon and a second
position in which said rear of said frame is
positioned toward said support structure;

handle means associated with said support
structure positioned for grasping by a user for moving
said support structure with said tread base in said
second position between a use position in which said
support structure has said base positioned on said
support surface for stably positioning said support
structure on a support surface and a moving position
in which said support structure is rotatably displaced
from said use position;

roller means adapted to said base for engagement
with said support surface when said support structure
is reoriented to said moving position for movement of
said support structure by the user on said support
surface;

means for stably retaining said tread base in
said second position relative to said upright
structure with said tread base in said second
position; and

wherein said treadmill is configured to have a
center of gravity positioned relative to said roller
means and said handle means to facilitate rotation of
said treadmill about said wheel means upon application
of a rotational force by the user to said handle
means.

Unlike claim 1, claim 13 does not include the limitations
with respect to the “gas spring” component. (FF29.) Instead,
claim 13 recites (FF30) that “said treadmill is configured to
have a center of gravity positioned relative to said roller

means and said handle means to facilitate rotation of said
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treadmill about said wheel means upon application of a

rotational force by the user to said handle means.” (Emphasis

added.)

The examiner took the position that Damark discloses every
limitation of appealed claim 13 except for the claim limitation
“means for stably retaining said tread base in said second
position relative to said upright structure with said tread base
in said second position.” (FF31; final Office action at 4.) To
account for this difference, the examiner relied on the
teachings of Day."

As to the limitation “said treadmill is configured to have
a center of gravity positioned relative to said roller means and
said handle means to facilitate rotation of said treadmill about
said wheel means upon application of a rotational force by the
user to said handle means” (last recited element), the examiner
alleged (FF33; answer at 6):

It is inherent that Damark’s treadmill (see figure) is

heavier at the roller means and as broadly claimed,

Damarks’s [sic] center of gravity is positioned

relative to said roller means and said handle means to

facilitate rotation of said treadmill about said wheel

means upon application of a rotational force by the
user to said handle means.

* Day teaches an exercising device which may be folded into

a storage position and retained in such position by use of set
screws 16. (FF32; page 2, lines 20-56; Figures 1-2.)
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The appellant, on the other hand, asserted (FF34;
substitute appeal brief at 13):

[Tlhere is no teaching, suggestion, or motivation in
Damark of distributing the components of the treadmill
such that the treadmill has a center of gravity that
assists the user in tipping or rotating the treadmill
onto the wheels for transport. In fact, there is no
mention or discussion whatsoever in the Damark
reference regarding the placement of specific
components, weight distribution or center of gravity,
much less benefit (i.e., making it easier for the user
to rotate or tip the treadmill onto its wheels, which
is more significant in relation to heavier, motorized
treadmills) that is achieved and claimed by appellant.

We agree with the appellant on this issue. The contested
claim limitation calls for the treadmill to be “configured to
have a center of gravity positioned relative to said roller
means and said handle means to facilitate rotation of said

treadmill about said wheel means upon application of a

rotational force by the user to said handle means.” While the

examiner alleged that this limitation would be “inherent” in
Damark, it is well settled that inherency may not be established
by mere probabilities or possibilities and that it is
insufficient to merely show that a certain thing may result from

a given set of circumstances. In re Robertson, 169 F.3d 743,

745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999); accord

MEHL/Biophile Int’l Corp. v. Milgraum, 192 F.3d 1362, 1365, 52

31



10

15

20

Appeal No. 2006-0790
Reexamination Control No. 90/005,117
UspPQ2d 1303, 1305 (Fed. Cir. 1999).

Here, the examiner has not identified any evidence or
persuasive technical reasoning to establish that when rotational
force is applied to the handle means of Damark’s treadmill, the
center of gravity is positioned to facilitate rotation of the
treadmill about the wheels. (FF35.) Mere conjecture or
speculation is not enough to shift the burden of proof to the
appellant.

Accordingly, we hold that the examiner has failed to carry

the initial burden of proving a prima facie case of obviousness

within the meaning of 35 U.S.C. § 103 (a) as to appealed claim

13. In re Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-

78 (Fed. Cir. 1984).
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Order
In sum, it is ORDERED that:

the 35 U.S.C. § 103 (a) rejection of

claims 1 through 3 and

10 through 12 as unpatentable over the combined teachings of

5 Damark and Teague is AFFIRMED;
the 35 U.S.C. § 103 (a) rejection of
unpatentable over the combined teachings
Dalebout is AFFIRMED;
the 35 U.S.C. § 103 (a) rejection of
10 unpatentable over the combined teachings

REVERSED.

claims 4 through 9 as

of Damark, Teague, and

claim 13 as

of Damark and Day is

The decision of the examiner to reject claims 1 through 13

is therefore AFFIRMED IN PART.
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Time for Taking Action

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a) (1) (iv) .

Rhd/1p

AFFIRMED IN PART

Richard E. Schafer
Administrative Patent Judge

Romulo H. Delmendo
Administrative Patent Judge

Linda M. Gaudette
Administrative Patent Judge

34

—_— e Y Y Y — — — ~— ~— ~— ~—

BOARD OF PATENT

APPEALS AND

INTERFERENCES



Appeal No. 2006-0790
Reexamination Control No. 90/005,117

WORKMAN NYDEGGER

F/K/A WORKMAN NYDEGGER & SEELEY)
60 EAST SOUTH TEMPLE

1000 EAGLE GATE TOWER

SALT LAKE CITY UT 84111

35



	Paper   
	DECISION ON APPEAL UNDER 
	35 U.S.C. §§ 134 & 306 
	Discussion 
	Rejection I: Claims 1-3 & 10-12 over Damark & Teague 
	Rejection II: Claims 4-9 over Damark, Teague, & Dalebout 

	Order 
	Time for Taking Action 
	AFFIRMED IN PART 



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


