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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-6, 13-18 and 21-24.

BACKGROUND

Appel lants’ invention relates to a process of preparing a
cured product by enploying a coating and a curing step, wherein a
| ow noi sture content substrate or liner is enployed as a coating
base. An understanding of the invention can be derived froma

readi ng of exenplary clains 1 and 13, which are reproduced bel ow.
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1. A Process for coating and curing a cationic
curabl e pressure sensitive adhesive on a rel ease |iner
and/ or backing substrate whereby a cationic curable
adhesive is coated on a release |iner and/or backing
substrate having a | ow noisture content and then
all owed to cure under | ow noisture conditions.

13. A process of preparing a cured adhesive
article conprising coating a cationic curable adhesive
onto a fil msubstrate having a noisture content of |ess
t han about 5% and initiating cure, wherein the noisture
content of the coated substrate is nmaintained at a
| evel of |ess than about 5% until the adhesive is
substantially fully cured.

The sole prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:
Eri ckson 5,382, 604 Jan. 17, 1995
Appel lants cite to the follow ng reference of record in

support of argunents presented in the brief.

Erickson et al., “Liquid Reactive Polyners For Radiation Curable
H gh Performance PSAs” Pressure Sensitives, pages 18-24, June
18-21, 1995.

Clains 1-6, 13-18 and 21-24 stand rejected under 35 U S. C
8§ 102(b) as anticipated by or, in the alternative, under
35 U.S.C. §8 103(a) as being unpatentable over Erickson.

We refer to the brief and to the answer for a conplete
exposition of the opposing viewpoints expressed by appellants and

t he exam ner concerning the issues before us on this appeal.
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CPI NI ON

Havi ng carefully consi dered each of appellants’ argunents
set forth in the brief, appellants have not persuaded us of
reversible error on the part of the examner. Accordingly, we
will affirmthe examner’s rejections for substantially the
reasons set forth by the examner in the answer. W add the
foll owi ng for enphasis.

Appel I ants furni sh seven subheadi ngs (Al-A7) in the brief
identifying either single clains or groups of clainms as being
separately argued. Consequently, we shall consider the clains
separately to the extent that they are separately argued in the
brief and select a representative claimfor each of the several
groups of clains that are argued together. See 37 CFR
8 41.37(c)(1)(vii).

8 102(b) Alternative of Rejection

Anticipation by a prior art reference does not require that
the reference recognize either the inventive concept of the
clai med subject matter or the inherent properties that nay be

possessed by the prior art reference. See Verdegaal Bros. Inc.

v. Union Gl Co., 814 F.2d 628, 633, 2 USPQ2d 1051, 1054 (Fed.

Cr.), cert. denied, 484 U S 827 (1987). A prior art reference

anticipates the subject matter of a claimwhen the reference



Appeal No. 2006-0894 Page 4
Application No. 10/412, 840

di scl oses every feature of the clained invention, either

explicitly or inherently (see Hazani v. Int'l Trade Commin, 126

F.3d 1473, 1477, 44 USPQxd 1358, 1361 (Fed. Cir. 1997) and RCA

Corp. v. Applied Digital Data Systenms, Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. GCr. 1984)). However, the | aw of
anticipation does not require that the reference teach what the
appel lants teach in their specification, but only that the clains
on appeal "read on" sonething disclosed in the reference (see

Kalman v. Kinmberly-Clark Corp., 713 F.2d 760, 772, 218 USPQ 781

789 (Fed. Gr. 1983), cert. denied, 465 U S. 1026 (1984)).

Anticipation under this section is a factual determ nation

See In re Baxter Travenol Labs., 952 F.2d 388, 390, 21 USPQd

1281, 1283 (Fed. Cir. 1991) (citing In re Bond, 910 F.2d 831,

833, 15 USP@d 1566, 1567 (Fed. Cir. 1990).

In the case before us, the exam ner has determ ned that
Eri ckson di scl oses, expressly or inherently, a coating process
that neets every |imtation of the invention set forth in the
appeal ed clains. W agree for reasons set forth in the answer
and bel ow.

Clains 1, 2, 3, 6 and 21

We select claim1l as representative of clains 1, 2, 3, 6 and

21, which are argued as a group in the brief.
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Appel  ants do not dispute that Erickson discloses, inter
alia, a process for coating and curing an adhesive on a substrate
or liner. Moreover, the exam ner has found that Erickson’s
adhesive is both pressure sensitive and cationic curable, as
required in representative claim1l. Appellants do not contest
that determ nation by the examner. Rather, appellants maintain
that: (1) Erickson does not disclose using a backing substrate or
rel ease liner that has |ow noisture content, and (2) Erickson
does not disclose that the adhesive coated substrate/liner is
allowed to cure under |ow noisture conditions, as recited in
claim1. W disagree.

As general ly explained by the exam ner in the answer (pages
3-8), Erickson discloses using Mylar!, an intrinsically |ow
noi sture content filmmaterial, as a substrate/liner on which the
adhesi ve, an epoxi di zed bl ock copolyner, is coated and cured.

See, e.g., Exanples 1-6 of Erickson and the other portions of
Erickson referred to by the exam ner in the answer. The

representative claiml requirenment for a | ow noi sture content

! Mylar is a polyester plastic filmthat intrinsically
possesses the property of |ow noisture absorption. See Kirk-
O hner, Encycl opedia of Chem cal Technol ogy (fourth edition),
Vol une 17, pages 1034-36, particularly Table 7 at page 1034 (copy
attached).
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liner/substrate reads on the Myl ar substrate of Erickson for
reasons related by the examner in the answer. W note that
appel I ants have not furnished any persuasive evidence to
substantiate their argunent that the Mylar fil m substrate of

Eri ckson woul d not be read on by the | ow noisture content
liner/substrate of appellants’ claiml1l. |In this regard, we give
the relative claimterm“low the broadest reasonable
construction that the termconvey and which is consistent with
appel l ants’ specification and as it woul d have been understood by
one of ordinary skill in the art given the context in which that

claimtermis used. See |

re Sneed, 710 F.2d 1544, 1548, 218
USPQ 385, 388 (Fed. Cir. 1983). Here, the claimterm?®l ow

noi sture content” has not been defined in appellants’
specification in a manner so as to place any specific upper
l[imts on the noisture content of a substrate/liner, such that
the clained liner/substrate would not be inclusive of
substrates/liners having the relatively | ow noisture |evels
associated with the Mylar substrate of Erickson. This is
especially so given the limted noisture absorption properties
intrinsic to Mylar that is fairly asserted by the exam ner (see,

e.g., answer, page 6) as a characteristic of that disclosed film
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material.? As noted above, appellants have not countered the
exam ner’s factual assertion on this point with any persuasive
evi dence establishing that the Mylar substrate of Erickson
describes a high (non-low) noisture content substrate. In this
|atter regard, appellants are in a better position to test Myl ar
sanpl es for noisture content than the exam ner.

Furthernore, appellants’ reliance on Exanples 5-10 of their
specification at page 6 of the brief is msplaced in asserting
that those exanples establish that the examner is in error as to
the determ nation of the use of a | ow noisture content Myl ar
support in Erickson. In this regard, pre-conditioned rel ease
paper was enployed as the substrate in those exanples, not Mlar.

From our vantage point, appellants’ opposition to the
exam ner’s wel | -reasoned factual findings regarding the
correspondence of the noisture content of the Mylar substrates of
Erickson with the representative claim1l1l requirenents is |acking
i n substance and does not serve to establish any reversible error

in the examner’s anticipation rejection.

’ln the event of further prosecution of this subject matter
before the exam ner, the exam ner shoul d determ ne whether or not
the use of that relative claimterm “low results in a violation
of the definiteness requirenment of the second paragraph of § 112.
Al so, see footnote 1 above for the expected intrinsic noisture
absorption characteristics of Mlar.
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We reach essentially the sanme result with respect to
appel l ants’ contention that Erickson does not disclose the
representative claiml1 limtation requiring that the cure of the
coated substrate is allowed to occur under |ow noisture
conditions. Concerning this matter, we agree with the exam ner
for reasons set forth in the answer that Erickson clearly
describes curing the applied coating in a fashion that the
clainmed “l ow noi sture” condition cure reads on. In this regard,
we note, for instance, that Exanple 5 of Erickson (colum 19,
line 62 through colum 20, line 21) describes coating the
adhesive onto sheets of Mylar to formdry coating fornulation
sanples that are irradi ated after preheating to renove any
nmoi sture. As further described in the above referenced portion
of the description of Exanple 5 of Erickson, a nitrogen bl anket
is enployed during the curing. |In addition, Erickson (see, e.g.,
table 7 and Exanple 5 at colum 20, line 22 through colum 21
line 3 of the applied patent) describes the coating and curing of
adhesi ves, as clained, onto a Mylar substrate/liner in a manner
that results in a functional product; that is, a product that has
adequate gel formation and cohesive strength and shear
resi stance, properties that are consistent with | ow noisture

conditions during the curing of the adhesive, as evidenced by
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Eri ckson’s teaching that the presence of water in the adhesive
conposition during the curing woul d adversely affect the desired
curing (cross-linking). See, e.g., colum 9, lines 41-47 of
Eri ckson

In light of the above and for the reasons set forth in the
answer, appellants’ argunents are unpersuasive of any reversible
error in the examner’s anticipation rejection of representative
claim1. It follows that we will sustain the examner’s
anticipation rejection of clains 1, 2, 3, 6 and 21, which are
argued as a group in the brief.

Clains 4, 5 and 18

Appel l ants point to the bel ow 4 percent, below 2 percent,
and bel ow about 5 percent substrate/liner noisture limtations of
dependent clains 4, 5, and 18, respectively, under separate
headings in the brief arguing that Erickson does not disclose
coating a substrate possessing a noisture |level wthin any of
t hose separately clainmed ranges in separate argunents for each of
those clains. W disagree.

From our perspective, the Mylar substrate of Erickson woul d
intrinsically possess a | ow noisture |l evel within each of those
separately clainmed ranges of those dependent clains resulting in

the anticipation of each of those clainms by Erickson. 1In this
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regard, we note that the information conveyed by the disclosure
of using Mylar as a substrate in Erickson includes that which
woul d be intrinsically conveyed thereby, including the noisture
hol di ng properties of Mylar.?

Here, appellants have not argued, nmuch |ess offered any
evidence to establish, that Mylar does not intrinsically possess
a |low noisture content within any of those clainmed ranges. As
such, we shall also affirmthe exam ner’s anticipation rejection
of each of separately argued dependent clains 4, 5 and 18.

Cainms 13, 6, 17, 22, 23 and 24

We select claim 13 as representative of this claimgrouping.
Concerning this claimgrouping and representative claim13, we
note that appellants maintain that Erickson does not disclose the
| ess than about 5 percent noisture content substrate and the

mai nt ai ni ng thereof during the curing of the adhesive limtations
of representative claim13. However, as discussed above,

Eri ckson di scloses the use of a Mylar substrate, which substrate
woul d intrinsically possess | ow noisture characteristics,

i ncl udi ng possessing a noisture content as |ow as here clai ned

whet her before or during the curing step. This is an intrinsic

3 See footnote 1 and Table 7 of Kirk-Q hner under the
caption Misture absorption across from “pol yester (Ml ar).
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property of Mylar, as discussed above. Appellants’ argunents and
cited evidence with respect to the length of tine that it can
take to cure an adhesive of the type clained are not persuasive.
This is because the clains are not limted to a fully cured
adhesive but rather a substantially fully cured adhesive w thout
specifying a particul ar adhesive or cure nethodol ogy and tine.
Al'so, the intrinsic noisture absorption properties of the Myl ar
substrate of Erickson would not be expected to be materially
affected by the cure tine of the cationic curabl e adhesives

enpl oyed by Erickson or the conditions of cure enployed by
Erickson. In this regard, appellants have not substantiated that
the intrinsic properties of a thin Mylar substrate as discl osed
by Erickson, and referred to above, would allow for higher

noi sture contents of the Mylar before and during cure, than that
clainmed at here. This is especially so given Erickson’ s nethod
of cure, including efforts to renove noi sture coupled with the
use of a nitrogen blanket during cure, as explained with respect
to Exanple 5 of the applied patent, for instance. Consequently,
we agree with the exam ner that Erickson anticipates

representative claim13 and the clains grouped therewth.
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Clains 14 and 15

Concerni ng separately argued dependent clains 14 and 15, and
the less than 4 percent and | ess than 2 percent noisture content
|l evels for the substrate recited therein, we again refer to
Exanple 5 of Erickson and the intrinsic properties of the Ml ar
substrate enployed in that exanple, as further discussed above.
Wi |l e appell ants assert that Erickson does not disclose
mai ntai ning the clainmed noisture | evels of either of those
dependent clains for the substrate, a reading of Exanple 5 of
Eri ckson coupled with the intrinsic properties of Mylar, as
di scussed above, belies appellants’ assertion for reasons set
forth in the answer and above. It follows that we shall also
affirmthe examner’s anticipation rejection of dependent clains

14 and 15, on this record.

8§ 103 Alternative of Rejection

In view of the above di scussion, we shall |ikew se sustain
the examner’s 8 103 alternative rejection over Erickson since a
di scl osure that anticipates under 35 U . S.C. 8§ 102 al so renders
t he cl ai munpatentable under 35 U.S.C. § 103, for "anticipation

is the epitone of obviousness." Jones v. Hardy, 727 F.2d 1524,

1529, 220 USPQ 1021, 1025 (Fed. GCr. 1984). See also lnre
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Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982); In
re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA 1974).
While we find that Erickson antici pates and hence renders

the claimed nethod prina facie obvious for the reasons outlined

above, we further determ ne that one of ordinary skill in the art
woul d have been led to the clainmed process by sinply foll ow ng
the teachings of Erickson by avoiding the presence of water
during the radiation cross-linking of the adhesive while on a
substrate, such as Mylar. 1In selecting appropriate conditions
for avoiding water being present in the polyneric adhesive
material during cure as suggested by Erickson, certainly one of
ordinary skill in the art would have been |l ed to use a substrate,
which is in contact with that adhesive, that has a | ow noisture
content, including noisture contents within the ranges cl ai ned.
Morever, one of ordinary skill in the art would have been | ed by
the teachings of Erickson to enploy curing conditions such that
nmoi sture would remain ow in the substrate onto which the
adhesive is applied, as variously clained at herein. W note
that the Exanples of Erickson describe the coating and curing of
adhesi ves, as clained, onto a Mylar substrate/liner in a manner
that results in a functional product; that is, a product that has

adequate gel formation and cohesive strength and shear
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resi stance. Such properties would suggest the substanti al
absence of water in the substrate during the curing for reasons
as di scussed above and for reasons set forth in the answer.

It is well settled that a prior art reference may be relied
upon for all that it would have reasonably conveyed to one having

ordinary skill in the art. See In re Beattie, 974 F.2d 1309,

1312, 24 USPQ2d 1040, 1042 (Fed. Cr. 1992); In re Young, 927

F.2d 588, 591, 18 USP@2d 1089, 1091 (Fed. Cr. 1991); Merck &

Co., Inc. v. Biocraft Laboratories, Inc., 874 F.2d 804, 807, 10

UsP2d 1843, 1846 (Fed. Cir. 1989). Concerning this matter, it
is well settled that a reference nust be considered in its
entirety, and it is well-established that the disclosure of a
reference is not limted to preferred enbodi nents or specific

wor ki ng exanpl es contained therein. See In re Fracal ossi, 681

F.2d 792, 794 n. 1, 215 USPQ 569, 570 n.1 (CCPA 1982): In re
Lanberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA 1976).

For reasons set forth above and in the answer, appellants’
argunments with respect to a |lack of suggestion of the clained
substrate noisture limtations of the claimed process in Erickson
sinply mss the mark. W note that the specification evidence
referred to by appellants at pages 6 and 7 of the brief does not

establish quality inprovenents as argued, much | ess unexpected
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quality inprovenents, for products derived froma process
comensurate in scope with the clainmed process. |Indeed, the
referred to specification evidence has not even been shown to
conpare products of the closest prior art process with products
of a process commensurate in scope with the process of any of the
appeal ed clains at issue. Concerning this matter, it is not
within the Board s province to ferret out particular facts (e.g.,
data) fromthe specification which may support appellants’

seem ng assertion of unexpected advantages for the clai ned

process. See In re Borkowski, 505 F.2d 713, 719, 184 USPQ 29, 33

(CCPA 1974).
Consequently, we shall also sustain the examner’s § 103
rejection, as to all of the rejected clainms, on this record.

CONCLUSI ON

The decision of the examner to reject clains 1-6, 13-18 and
21-24 stand rejected under 35 U. S.C. 8 102(b) as anticipated by
or, inthe alternative, under 35 U.S.C. §8 103(a) as being

unpat ent abl e over Erickson is affirned.
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