The opinion in support of the decision being entered today was not written
for publication and is not binding precedent of the Board.

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE BOARD OF PATENT APPEALS
AND INTERFERENCES

Ex parte KAZUHIRO FUJII

Appeal No. 2006-0985
Application No. 09/766,696

ON BRIEF

Before PATE, OWENS and BAHR, Administrative Patent Judges.
PATE, Administrative Patent Judge.

DECISION ON APPEAL

STATEMENT OF THE CASE

This 1s an appeal from the final rejection of claims 1-16, 66, 67, 69 and 77-
82. Claims 19-65 and 74-76 stand withdrawn from consideration. Claims 68 and
70-73 have been previously allowed. Claims 17 and 18 were allowed by the
examiner in the answer at page 2. These are all the claims in the application.

The claimed invention is a bracket for mounting a separate, self-contained

motor that controls the bicycle transmission to a bicycle frame. The bracket has a
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base for reception of the motor and first and second bracket supports for
attachment to the bicycle chain stay.

Claim 82, reproduced below, is further illustrative of the claimed subject
matter.

82. A bracket apparatus for mounting a separate self-contained motor that
controls a bicycle transmission to a bicycle frame, wherein the frame has a bottom
bracket shell, a seat tube extending upwardly relative to the bottom bracket shell, a
first chain stay extending rearwardly relative to the seat tube and a first seat stay
extending rearwardly relative to the seat tube above the first chain stay, wherein
the apparatus comprises:

a bracket base dimensioned for supporting the motor at least partially above
the first chain stay and at least partially below the first seat stay such that the motor
can be removed as a unit from the bracket base;

wherein the bracket base has an upper surface that supports the motor as to
receive a vertically downwardly directed force component from a portion of the
motor mounted above it;

a first bracket support for coupling the bracket base to at least one of the first
chain stay and the first seat stay; and

a second bracket support for coupling the bracket base to at least one of the
first chain stay, the seat tube, and the bottom bracket shell.

The references relied upon by the examiner as evidence of anticipation and
obviousness are:

Chappell 4,599,079 Jul. 8, 1986
Ethington 5,681,234 Oct. 28, 1997

Claims 1-16, 66, 67, 69 and 77-82 stand rejected under 35 U.S.C. § 103 as
unpatentable over Ethington in view of Chappell.
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ISSUES

Appellant advances two contentions with respect to the examiner’s rejection.
Appellant contends that it would not have been obvious to position Ethington’s
power unit 50 on a chain stay. Appellant further contends that neither reference
teaches a control device which can be removed as a unit from the claimed bracket.
Accordingly, the sole issue presented in this appeal is whether the examiner has
established, by a preponderance of evidence, the prima facie obviousness of claims
1-16, 66, 67, 69 and 77-82.

FINDINGS OF FACT

Ethington discloses a control device for a bicycle transmission. The control
device 50 is mounted with clamp bands 58 to the down tube of the bicycle frame.
Figure 5 shows the power unit in detail. The power unit has two reversible rotary
electric servo motors 112 which operate lead screws to reciprocate cables 66 and
68. A battery compartment 51 is removably mounted on the power unit 50.

Chappell also describes an automatic shifter for a derailleur which is
operated by the conventional cables normally found on a bicycle. The automatic
shifter is connected to a bicycle chain stay 38 by means of a bent connecting
finger 46.

Ethington differs from the claimed subject matter in that it does not show a
separate bracket and a removable control device, and the control device of
Ethington is installed on the drop tube rather than on the chain stay. Chappell
differs from the claimed subject matter in that Chappell does not disclose a
removable control device nor does it show a horizontal bracket base. However

Chappell is located on a bicycle chain stay as the claims require.
3
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Principles of Law

A claimed invention is unpatentable if the differences between it and the
prior art are such that the subject matter as a whole would have been obvious at the
time the invention was made to a person having ordinary skill in the pertinent art.
In re Kahn, 441 F3d. 977, 985, 78 USPQ2d 1329, 1334-35 (Fed. Cir. 2006) citing
35 U.S.C. § 103(a) (2000); Graham v. John Deere Co., 383 U.S. 1, 13-14 ,148
USPQ 459, 467 (1966). The ultimate determination of whether an invention would

have been obvious is a legal conclusion based on underlying findings of fact. Id.
(citing In re Dembiczak, 175 F.3d 994, 998, 50 USPQ2d 1614, 1616 (Fed. Cir.
1999)).

In assessing whether subject matter would have been non-obvious under
§ 103, the Board follows the guidance of the Supreme Court in Graham v. John
Deere Co. Kahn at 985, 78 USPQ2d at 1335. The Board determines “‘the scope

299 (133

and content of the prior art,”” ascertains “‘the differences between the prior art and

(113 299

the claims at issue,”” and resolves
Id. (citing Dann v. Johnston, 425 U.S. 219, 226, 189 USPQ 257, 261 (1976))
(quoting Graham, 383 U.S. at 17, 148 USPQ at 467). Against this background, the

the level of ordinary skill in the pertinent art.

Board determines whether the subject matter would have been obvious to a person
of ordinary skill in the art at the time of the asserted invention. Id. (Citing
Graham, 383 U.S. at 17, 148 USPQ 467). In making this determination, the Board

can assess evidence related to secondary indicia of non-obviousness like
“commercial success, long felt but unresolved needs, failure of others, etc.” Id,,
383 at 17-18, 148 USPQ at 1335; accord In re Rouffett, 149 F.3d 1350, 1355, 47

USPQ2d 1453, 1456 (Fed. Cir. 1998). We have explained that to reject claims in
4
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an application under section 103, an examiner must show an unrebutted prima
facie case of obviousness. On appeal to the Board, an applicant can overcome a
rejection by showing insufficient evidence of prima facie obviousness or by
rebutting the prima facie case with evidence of secondary indicia of
nonobviousness. /d. (citing Rouffett, 149 F.3d at 1355, 47 USPQ2d at 1456).

Analysis

As noted above, the examiner is reading the case of power unit 50 including
the upper flat surface of the bottom wall as the bracket. Appellant argues that there
is no teaching of making a control device removable from the bracket as a unit as
required in the independent claims. The examiner has stated that the ability of the
motor to be removed is a function of the motor design and not of the support. Be
that as it may, it is still a claimed feature of the invention on appeal and all claim
features must be present or taught by the prior art to establish the prima facie
obviousness of the claims on appeal. Inasmuch as we agree with the appellant that
neither reference teaches a control device that can be removed as a unit from the

bracket base, we are constrained to reverse the examiner’s rejection on appeal.
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Conclusion of Law

For the foregoing reasons, the examiner has not established the prima facie

obviousness of all claims on appeal.

ORDER
The rejection of all claims on appeal is reversed.

REVERSED

WILLIAM F. PATE, III )
Administrative Patent Judge )
)
)
)
) BOARD OF PATENT
TERRY J. OWENS ) APPEALS
Administrative Patent Judge ) AND
) INTERFERENCES
)
)
JENNIFER D. BAHR )
Administrative Patent Judge )
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Deland Law Office
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Klamath River, CA 69050-0069

WEFP/ki




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


