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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 1-34, which constitute
all the clains pending in this application.

The di scl osed invention pertains to a nmethod and
apparatus for imaging an object using an ultraviolet |ight
di sposed on a carriage of a scanner apparatus. The invention
converts light fluoresced by the object into electrical charges
representative of the scanned object.

Representative claim1l is reproduced as foll ows:

1. A net hod of inmaging an object, conprising:

emtting ultraviolet light on the object via an illum nation
devi ce di sposed on a carriage of a scanner apparat us;
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converting light fluoresced by the object into electrical
charges conprising a scanned i mage of the object; and
generating a data set defining the scanned i nmage.

The exam ner relies on the follow ng references:

Liang et al. (Liang) 5, 548, 106 Aug. 20, 1996
Trul son et al. (Trul son) 5,834, 758 Nov. 10, 1998
Sasanuma et al. (Sasanuma) 5, 557, 416 Sep. 17, 1997
Philyaw et al. (Philyaw) 6, 758, 398 July 06, 2004

(filed June 21, 2000)
The follow ng rejections are on appeal before us:
1. dains 1-5, 7-10, 13-18, 20-22 and 24-33 stand
rejected under 35 U.S.C. 8 102(e) as being anticipated by the
di scl osure of Philyaw.
2. Cains 27, 29, 30 and 31 stand rejected under 35
U S C 8§ 102(b) as being anticipated by the discl osure of
Trul son.
3. Cains 1-5, 7-13 and 15-20 stand rejected under 35
U S C 8§ 102(b) as being anticipated by the disclosure of Liang.
4. Cains 28 and 32 stand rejected under 35 U. S. C
8§ 103(a) as being unpatentable over the teachings of Trul son.
5. dains 6, 14 and 21-34 stand rejected under 35 U S. C
8§ 103(a) as being unpatentabl e over the teachings of Liang.
6. Clains 1-34 stand rejected under 35 U. S.C. § 103(a) as

bei ng unpatent abl e over the teachings of Sasanuma
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Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the evi dence
of anticipation and obviousness relied upon by the exam ner as
support for the rejections. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision, the
appel lant’s argunents set forth in the briefs along with the
examner’s rationale in support of the rejections and argunents
in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon supports the examner’s
rejection of clainms 1-20 and 24-32, but does not support the
exam ner’s rejection of clains 21-23, 33 and 34. Accordingly, we
affirmin-part.

We consider first the rejection of clains 1-5, 7-10, 13-
18, 20-22 and 24-33 as being anticipated by the disclosure of
Philyaw. Anticipation is established only when a single prior
art reference discloses, expressly or under the principles of
i nherency, each and every elenent of a clained invention as well

as disclosing structure which is capable of performng the
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recited functional limtations. RCA Corp. v. Applied Digital

Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr.); cert. dismssed, 468 U S. 1228 (1984); WL. CGore and

Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 1554, 220 USPQ

303, 313 (Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984).

The exam ner has indicated how the invention of these
clains is deened to be fully net by the disclosure of Philyaw
[ answer, pages 4-5]. Since appellant has only nmade argunents
with respect to independent clainms 1 and 21, we will consider
claims 1 and 21 as representative of all the clains subject to
this rejection. Wth respect to representative claiml,
appel l ant argues that the exam ner has failed to identify which
structure of Philyaw corresponds to the clained carriage.
Appel | ant suggests that the exam ner apparently considers the
reader 3700 of Philyaw to correspond to both the clainmed carriage
and the clainmed scanner apparatus which is asserted to be
i nproper [brief, pages 6-8]. The exam ner responds that the
illumnation source in Philyaw is positioned in the reader so
that it noves when the reader noves. The exam ner asserts that
this neans that the illum nation device is positioned on a
structure or “carriage” that holds it in place inside the reader
[ answer, page 10]. Appellant essentially repeats the argunents

not ed above and responds that there does not appear to be any
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reason to have a “carriage” in the reader of Philyaw [reply
brief, pages 2-3].

W will sustain the examner’s rejection of clains 1-5,
7-10, 13-18, 20 and 24-26. The only issue with respect to these
clainms is whether Philyaw discloses the clainmed carriage. W
agree with the exam ner that Philyaw neets the invention of
argued claim1l. Since light source 3702 is “carried” within
scanner 3700 and is attached to printed circuit board 2902, we
find, like the examner, that the illum nation device is disposed
on a carriage of the scanner apparatus wthin the broadest
reasonable interpretation of claiml1l. To the extent that
appel l ant nmay believe that claim1l requires that the carriage be
separate and distinct fromthe scanner apparatus or separately
movabl e fromthe scanner apparatus, we do not agree. W find
nothing in claim1 which requires these restrictions on the
carri age.

Wth respect to representative claim?21, in addition to
t he argunents consi dered above wth respect to claim1, appellant
argues that Philyaw does not identify, nor has the exam ner
identified any elenent in Philyaw as a platen [brief, pages 10-
11]. The exam ner responds that the object to be scanned in
Philyaw is positioned on a platen and points to “platen” 1602 or

2506 [answer, page 11]. Appellant responds that the exam ner has
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identified a black line in the drawings or a surface on which the
bar code is positioned as the clained platen. Appellant argues
that the exam ner has provided no evidence to support the
position that these elenents are platens [reply brief, page 3].

W will not sustain the examiner’s rejection of clains
21, 22 and 27-33. W agree with appellant that Philyaw does not
di scl ose anything that corresponds to the clai ned pl aten.

Al t hough neither appellant nor the exam ner proposes a definition
for the term*“platen,” it has a conventional definition in this
art which is not nmet by the substrates on which the bar codes of
Phil yaw are affixed. The exam ner’s apparent definition of the
term“platen” is clearly unreasonable in light of its
conventional definition and in light of its manner of use in
appel l ant’ s specification.

We now consider the rejection of clains 27, 29, 30 and 31
as being anticipated by the disclosure of Trulson. The exam ner
has indicated how the invention of these clains is deened to be
fully met by the disclosure of Trul son [answer, pages 5-6].

Since appellant has only nade argunents with respect to

i ndependent claim27, we will consider claim?27 as
representative of all the clainms subject to this rejection.
Appel  ant argues that the exam ner’s position that the source of

[ight in Trulson could be a UV source is incorrect because
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Trul son only teaches light within the visible spectrum or other
wavel engths (i.e., near ultraviolet or near infrared spectrum
[brief, page 12]. The exam ner responds that the “other
wavel engt hs” of Trul son conprises UV wavel engths. The exam ner
asserts that the near WV range disclosed by Trul son enconpasses
the broad UV range cl ai ned [answer, pages 10-11]. Appell ant
responds that the teaching of near ultraviolet in Trul son
excludes WV [reply brief, page 5].

W w il sustain the examner’'s rejection of clains 27,
29, 30 and 31. As both appellant and the exam ner point out,
Trul son di scloses that the source illumnation can be within the
visible spectrumas well as “near ultraviolet” and “near
infrared” spectrum|[colum 6, lines 22-25]. The ultraviol et
wavel ength range runs from about 4-400 nanoneters. It is |oosely
divided into the near (400-300 nm, far (300-200 nm and extrene
(bel ow 200 nm ultraviolet regions!. Thus, the phrase “near
ultraviolet” is a technical termthat refers to ultraviolet
radiation in the near ultraviolet region. Since near ultraviolet
is a portion of the overall ultraviolet wavel ength range, we
agree with the exam ner that the phrase “near ultraviolet” in

Trul son neets the clainmed “ultraviolet |light.”

1 See for exanple McGrawHi || Encycl opedi a of Science &

Technol ogy, 7'" Edition, Volune 19 (ULC-ZYG, page 20
(Utraviolet radiation), 1992 by MG awHi |, Inc.
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We now consider the rejection of clainms 1-5, 7-13 and 15-
20 as being anticipated by the disclosure of Liang. The exam ner
has i ndi cated how the invention of these clains is deened to be
fully met by the disclosure of Liang [answer, pages 6-7]. Since
appel l ant has only nade argunents with respect to independent
claim1, we will consider claim1l as representative of all the
clainms subject to this rejection. Simlar to the rejection based
on Philyaw, appellant argues that the exam ner apparently
considers the scanner apparatus illustrated in figures 10 and 11
of Liang to correspond to both the clainmed carriage and the
cl ai med scanner apparatus which is asserted to be inproper
[brief, page 8]. The exam ner disagrees with appellant’s
argunent for the sane reasons di scussed above with respect to
Phi | yaw [ answer, page 10]. Appellant responds by referring to
t he argunents consi dered above wth respect to Philyaw [reply
brief, page 4].

W will sustain the examner’s rejection of clains 1-5,
7-13 and 15-20 as anticipated by Liang. Since all the argunents
wWith respect to this rejection are the same as the argunents we
consi dered above with respect to the rejection of these clains
based on Philyaw, we sustain this rejection for the sanme reasons
di scussed above with respect to the rejection of claim1l based on

Phi | yaw.
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We now consi der the various rejections of the clains
under 35 U.S.C. 8 103. In rejecting clainms under 35 U. S. C
8§ 103, it is incunbent upon the exam ner to establish a factual
basis to support the |egal conclusion of obviousness. See In re
Fine, 837 F.2d 1071, 1073, 5 USPQRd 1596, 1598 (Fed. Cir. 1988).
In so doing, the exam ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whol e
or know edge generally available to one having ordinary skill in

the art. Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v. Mntefiore

Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984).
These show ngs by the exam ner are an essential part of conplying

with the burden of presenting a prima facie case of obviousness.

Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444

(Fed. Cir. 1992). |If that burden is net, the burden then shifts
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to the applicant to overcone the prim facie case with argunent

and/ or evidence. (Cbviousness is then determ ned on the basis of
the evidence as a whole and the rel ative persuasi veness of the

argunents. See Id.; In re Hedges, 783 F.2d 1038, 1039, 228 USPQ

685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472,

223 USPQ 785, 788 (Fed. Cir. 1984); and In re R nehart, 531 F.2d

1048, 1052, 189 USPQ 143, 147 (CCPA 1976). Only those argunents
actual ly made by appel | ant have been considered in this decision.
Argunents whi ch appel |l ant could have nade but chose not to nake
in the brief have not been considered and are deened to be wai ved
[see 37 CFR 8 41.37(c)(1)(vii)(2004)].

We consider first the rejection of clains 28 and 32 as
bei ng unpat ent abl e over the teachings of Trulson. Since we find

that the exam ner has established a prima facie case of the

obvi ousness of these clains, and since appellant has offered no
rebuttal argunents specifically directed to these clains, we
sustain the rejection of these clains for the sanme reasons

di scussed above with respect to parent clains 27 and 31.

We now consider the rejection of clainms 6, 14 and 21-34
as being unpatentable over the teachings of Liang. The exam ner
has i ndi cated how the invention of these clains is deened to be
rendered obvious by the teachings of Liang [answer, page 8]. 1In

addition to argunents consi dered above, appell ant argues that
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there is no notivation to nodify Liang as proposed by the

exam ner because a pl aten does not appear to be needed or
required in any of the devices depicted and descri bed by Liang
[ brief, page 11].

W will sustain the rejection of clainms 6 and 24-26
because they do not recite a platen and the limtations of these
cl ai rs have not otherw se been argued by appellant. W wll not
sustain the rejection of clains 14, 21-23 and 27-34 because Liang
fails to disclose a platen for the sane reasons di scussed above
with respect to the rejection of these clains based on Philyaw.

We now consider the rejection of clains 1-34 as being
unpat ent abl e over the teachings of Sasanuma. The exam ner has
i ndi cated how the invention of these clains is deened to be
rendered obvious by the teachings of Sasanuna [answer, pages 8-
10]. Since appellant has argued these clains as a single group,
we w il consider claim1l as representative of all the clains
subject to this rejection. Appellant argues that the exam ner

has failed to establish a prima facie case of obvi ousness because

t he exam ner has not pointed out where in the art it is taught
that a UV light is an art-recogni zed equi val ent of a non-UW/
light. Appellant argues that they are not equival ent because
they can not be used interchangeably and produce the sanme result

[brief, pages 9 and 12]. The exam ner responds that since
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Sasanuma di scl oses a general imaging nethod that works with any
type of radiation, and since UV radiation was well known, it
woul d have been obvious to the artisan to pick a UV source
[answer, page 11]. Appellant responds that there is no
notivation to substitute a UV source in Sasanuma ot her than
appellant’s own disclosure [reply brief, page 4].

W w il not sustain this rejection because we agree with

appel lant that the examner has failed to establish a prima facie

case of obviousness. The exam ner admts that Sasanuma fails to
teach an imagi ng systemusing a U |ight source, but the exam ner
sinply concludes that it would have been obvious to the artisan
to make the nodification in Sasanuma because a WV |light source is
an art-recogni zed equi val ent of a non-UV |light source. W agree
with appellant that these two |ight sources are not art
recogni zed equi val ents because they can not sinply be
i nterchanged with an expectation of the same results. The
exam ner needs to at | east apply a secondary teaching that it was
known to al so create inmages of objects using U/ Iight and
detecting the fluoresence fromthe objects. The exam ner sinply
has not provided the evidence necessary to support this
rejection.

In summary, the rejection of clains 1-5, 7-10, 13-18, 20-

22 and 24-33 as anticipated by Philyaw is sustained with respect
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to clainms 1-5, 7-10, 13-18, 20 and 24-26, but is not sustained
with respect to clains 21, 22 and 27-33. The rejection of clains
27, 29, 30 and 31 as anticipated by Trulson is sustained with
respect to all clains. The rejection of clainms 1-5, 7-13 and 15-
20 as anticipated by Liang is sustained with respect to al

claims. The rejection of clains 28 and 32 as unpatentabl e over
Trul son is sustained with respect to both clains. The rejection
of clains 6, 14 and 21-34 as unpatentable over Liang is sustained
wWth respect to clains 6 and 24-26, but is not sustained with
respect to clainms 14, 21-23 and 27-34. The rejection of clains
1- 34 as unpatentabl e over Sasanuma is not sustained with respect
to any of the clainms on appeal. Accordingly, the decision of the
examner rejecting clains 1-34 is affirnmed-in-part. Wth respect
to those clainms which have survived all the examner’s
rejections, the exam ner should consi der whether the best
reference was applied in the rejections or whether a conbination
of the cited references woul d have established a nore appropriate

evidentiary record in support of a rejection.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
8§ 1.136(a)(1)(iv).

AFFI RVED- | N- PART

Jerry Smth
Adm ni strative Patent Judge

BOARD OF PATENT
Lance Leonard Barry

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

Allen R MacDonal d
Adm ni strative Patent Judge
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