The opinion in support of the decision being entered today was
not written for publication in and is not binding precedent of
the Board.
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PATE, Administrative Patent Judge.

Statement of the Case

This is an appeal under 35 U.S.C. § 134 from the final
rejection of claims 1 and 69. These are the only claims

remaining in the application.

The claimed invention is directed to a set of individual
golf club irons conventionally numbered from low to high and
having loft angles that progressively change from low loft angle
to higher loft angle. The golf clubs have grooves in the face

wherein the grooves are configured to provide decreasing golf
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ball spin in going from the low numbered head to the higher
numbered head.

The references of record relied upon by the Examiner as
evidence of obviousness are:

Kobayashi 4,754,971 July 1988
Kawamatsu 5,766,087 June 1998

Claims 1 and 69 stand rejected under 35 U.S.C. § 103 as
unpatentable over Kobayashi in view of Kawamatsu.

For the complete details of Appellant’s claims on appeal
reference is made to the Appendix of the brief where the claims
are set out.

Issue

The sole issue for consideration in this appeal is whether

the examiner, by a preponderance of the evidence, has

established the prima facie obviousness of claims 1 and 697

Findings of Fact

These are our findings of fact pertaining to the scope and
content of the prior art and the differences between the prior
art and the claimed subject matter. Both references applied by
the examiner evince a recognition in the golf club art of the
importance of spin imparted to the ball as the ball is struck

by the golf club face. The amount and direction of spin are
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directly related to the flight of the ball and the amount of run
as the ball rolls along the ground. See Kobayashi, generally at
Col. 1, lines 39-52. 1In general, conventional clubs are
designed to increase the backspin imparted to the ball as the
loft of the club and the corresponding club number increase.
Id., lines 59-62. This results in the higher number clubs
tending to stop the ball closer to where it lands.

Kobayashi is directed to sets of golf clubs. As noted
above, Kobayashi recognizes the importance of spin and discloses
changing the coefficient of friction on the club faces in a
gradual manner either decreasing or increasing the friction in
proportion to the increase in loft angle and club number. Col.
2, lines 50-55. For example, in Figure 3, sets of clubs are
contemplated with rising coefficients of friction with
increasing club numbers (club sets C and D) and falling
coefficients of friction with increasing club numbers (club sets
E and F). One manner disclosed by Kobayashi of changing the
coefficient of friction and thus the spin imparted to the ball
is to alter the grooving in the club face. Col. 2, lines 60-64;
Col. 4, lines 28-49; Figure 2. Appellant admits that Kobayashi
is principally directed to decreasing golf ball spin in going
from the lower numbered head to a higher number head in the set.

Brief at 7, lines 4 and 5. We agree.
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Kawamatsu discloses a set of clubs wherein the cross-
sectional angles of the corner portions of the face grooves
progressively decrease beginning with the long irons and
progressing to the short irons. Consequently, the irons with
low club numbers impart a lesser amount of backspin and the
backspin is increased gradually for irons with higher club
numbers. See Col. 4, lines 14-24; Col.4, lines 31-45. Note
that in tables 2 and 3 actual values for backspin, carry and run
are given for selected clubs with iron numbers 3, 6 and 9.
Tables 2 and 3 show that the club face designs of Kawamatsu do
result in lesser backspin for low club number irons and greater
backspin for high club number irons as compared to conventional
golf clubs of the same club number. This is as Kawamatsu
desires—increased backspin for the higher numbered clubs.

Principals of Law

A claimed invention is unpatentable if the differences
between it and the prior art are such that the subject matter as
a whole would have been obvious at the time the invention was
made to a person having ordinary skill in the pertinent art. In
re Kahn, 441 F¥3d. 977, 985, 78 USPQ2d 1329, 1334-35 (Fed. Cir.
2006) (citing 35 U.S.C. §103(a) (2000)); Graham v. John Deere
Co., 383 U.S. 1, 13-14, 148 USPQ 459, 467 (1966). The ultimate

determination of whether an invention would have been obvious is
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a legal conclusion based on underlying findings of fact. Id.
(citing In re Dembiczak, 175 F.3d 994, 998, 50 USPQ2d 1614, 1616
(Fed. Cir. 1999)).

In assessing whether subject matter would have been non-
obvious under § 103, the Board follows the guidance of the
Supreme Court in Graham v. John Deere Co. Kahn at 985, 78 USPQ2d
at 1335. The Board determines “‘the scope and content of the
prior art,’” ascertains “‘the differences between the prior art
and the claims at issue,’” and resolves “‘the level of ordinary
skill in the pertinent art.’” Id. (citing Dann v. Johnston, 425
U.s. 219, 226, 189 USPQ 257, 261 (1976)) (quoting Graham, 383
U.S. at 17, 148 USPQ at 467). Against this background, the
Board determines whether the subject matter would have been
obvious to a person of ordinary skill in the art at the time of
the asserted invention. Id. (citing Graham, 383 U.S. at 17, 148
USPQ 467). In making this determination, the Board can assess
evidence related to secondary indicia of non-obviousness like
“commercial success, long felt but unresolved needs, failure of
others, etc.” Id., 383 at 17-18, 148 USPQ at 1335; accord In re
Rouffett, 149 F.3d 1350, 1355, 47 USPQ2d 1453, 1456 (Fed. Cir.
1998) . We have explained that to reject claims in an

application under section 103, an examiner must show an
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unrebutted prima facie case of obviousness. On appeal to the
Board, an applicant can overcome a rejection by showing
insufficient evidence of prima facie obviousness or by rebutting
the prima facie case with evidence of secondary indicia of
nonobviousness. Id. (citing Rouffett, 149 F.3d at 1355, 47
USPQ2d at 1456).
Analysis

Appellant argues that since Kawamatsu teaches increased
backspin for the higher numbered clubs, it teaches away from a
combination with Kobayashi. 1In our view the teaching of
Kawamatsu is broader than this, however. At the time the
invention now claimed was made, Kawamatsu would have suggested
to one of ordinary skill that there would be a likelihood of
success in modifying the geometry in the club face head grooves
in the inverse relationship to that shown in the tables 2 and 3
and discussed in the specification. Namely, the disclosure of
Kawamatsu is suggestive of changing the cross-sectional angle of
the corner portions of the groove opposite to that shown in the
tables (the inverse relationship being from 90 degrees for low
numbered clubs to 150 degrees for high number clubs) to achieve
a decrease in backspin from the low number clubs to the high
numbered clubs, if such a modification was desired by one of

ordinary skill. Since the desirability of having decreasing
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golf ball spin from the lower number iron clubs to the higher
numbered clubs is taught by Kobayashi, and the disclosure of
Kawamatsu is suggestive of how to make this modification if it
is desired, it is our legal conclusion that the subject matter
of claim 1 would have been obvious to one of ordinary skill.
Appellant argues that the teachings of the references
are directed to the exact opposite of one another. Brief at
7; Reply at 3. However, such a view is to read the
disclosure of Kawamatsu with blinders on. If Kawamatsu
teaches a groove geometry that increases backspin when
applied in one direction, i.e., with decreasing cross-
sectional angles, then it provides a reasonable expectation
of success that increasing the angles in the direction from
low number clubs to higher number clubs would provide
decreasing backspin. For obviousness under § 103, all that
is required is a reasonable expectation of success. In re
Longi, 759 F.2d 887, 897, 225 USPQ 645, 651-52 (Fed. Cir.
1985; In re Clinton, 527 F.2d 1226, 1228, 188 USPQ 365, 367
(CCPA 1976). The information in the Kawamatsu reference,
when combined with the Kobayashi reference provides such a

reasonable expectation of success.

Appellant argues that the examiner has merely picked

and chosen from portions of the prior art and thus has not
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considered the references as a whole. We disagree. As
explained above, the examiner has considered the teachings in
their entirety particularly as regards the full scope of the
suggestions in the Kawamatsu disclosure. Appellant’s argument
that combining the references results in an “inoperable”
invention unsuitable for its intended purpose or that a
combination would be “unsatisfactory” is also not credited.
As noted above, Kawamatsu provides a reasonable expectation

of success.

Turning to claim 69, we note the limitation wherein the
groove base or sidewall has a protrusion. We acknowledge the
examiner’s position and the exemplary sketch appended the
examiner’s answer. Not withstanding the examiner’s imaginative
description, we are of the view that it is unreasonable to
interpret two adjacent grooves as a single groove with a
protrusion. We are constrained to give the claim language the
broadest reasonable interpretation, and we believe the
interpretation the examiner gives to the prior art is not
reasonable. Accordingly, the rejection of claim 69 is reversed.

Conclusion of Law

The examiner has made out a case of prima facie obviousness

by a preponderance of the evidence with respect to claim 1. The
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examiner has not established the prima facie obviousness of

claim 69.

Order
The rejection on appeal is affirmed-in-part.

AFFIRMED-IN-PART

WILLIAM F. PATE, III
Administrative Patent Judge

BOARD OF PATENT
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Administrative Patent Judge

—_— e Y Y Y — ~— ~— ~— ~— ~—



Appeal Number: 2006-

Application Number:

WELLS ST. JOHN P.S.
601 W. FIRST AVENUE,
SPOKANE, WA 99201

WEP/Jjrg

1938
10/823,886

SUITE 1300

10



	 
	UNITED STATES PATENT AND TRADEMARK OFFICE 
	STUART S. LEVY        )      AND  
	Administrative Patent Judge  )   INTERFERENCES      



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


