The opinion in support of the decision being entered today was not written for
publication and is not binding precedent of the Board.
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Before WALTZ, KRATZ and FRANKLIN, Adm nistrative Patent Judges.
WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe primary exam ner’s
refusal to allowclainms 1, 4 through 7, and 9 through 11, which are
the only clainms pending in this application, as anmended subsequent
to the final rejection (see the anmendnents dated April 11, 2005,
and June 10, 2005, entered as per the Advisory Actions dated

May, 2, 2005, and July 7, 2005, respectively).



Appeal No. 2006-1960
Appl i cation No. 10/380, 877

According to appellants, the invention is directed to
packagi ng | am nates of nmultilayer structures including a core
| ayer, one or nore gas barrier |ayers, one or nore liquid tight
| ayers, a binder/adhesive |layer and a | ayer of a |am nation or
seal i ng agent, where the |am nation agent is a polypropylene with
a nelting point of above 130°C. (Brief, pages 2-3). Caim1lis
illustrative of the invention and is reproduced bel ow

1. A packaging lam nate for a retortabl e packagi ng
contai ner, conprising a core |layer, outer, liquid-tight
coatings and a gas barrier disposed between the core

| ayer and one outer |iquid-tight coating, wherein the gas

barrier is bonded to the core layer by a |layer of a

| am nation or sealing agent which has a higher nelting

poi nt than a maxi num tenperature to which the retortable

packagi ng container is to be subjected during a heat

treatnent in a retort, and wherein the core layer is a

paper or paperboard |ayer, wherein the |amnation or

seal ing agent is a polypropylene with a nelting point of

above 130°C.

The exam ner has relied on Kato et al. (Kato), U S. Patent No.
5,527,622, issued Jun. 18, 1996, as the evidence supporting the
rejections on appeal (Answer, page 3). Cainms 1, 5-7, and 9-10
stand rejected under 35 U. S.C. § 102(b) as anticipated by Kato
(Answer, page 4). Cdains 1, 4-7, and 9-11 stand rejected under

35 U.S.C. 8§ 103(a) as unpatentable over Kato (Answer, page 6).
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We reverse both rejections on appeal essentially for the
reasons stated in the Brief, Reply Brief, and for those reasons set
forth bel ow

OPI NI ON

The exam ner finds that the packagi ng | am nate di scl osed by
Kato in Figure 2(D) shows el enents corresponding to every el ement
as set forth in the clainms (Answer, page 4, citing Table 1). Wth
regard to the clained [imtation that the |am nation agent is a
pol ypropyl ene with a nelting point above 130°C., the exam ner finds
that Kato di scl oses an adhesive | ayer (40) that can be ADMER, a
commerci al adhesive, which is the “sanme type of adhesive used by
applicants” (Answer, page 5).

Under section 102(b), anticipation requires that the prior art
reference disclose, either expressly or under the principles of
i nherency, every limtation of the claim See In re King, 801 F.2d
1324, 1326, 231 USPQ 136, 138 (Fed. Cir. 1986). The examiner fails
to point to any express disclosure of Kato regarding the clained
[imtation that the |am nating agent is a polypropylene with a
nmel ti ng point above 130°C. (see the Answer in its entirety).
Therefore we nust presunme that the examiner is relying on
i nherency, i.e., the inherent properties of ADMER since the

exam ner finds that both Kato and appellants use this comrerci al
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adhesive. See Table 1 on page 4 of the Answer, where the exam ner
finds that the ADVER adhesive | ayer (40) of Kato corresponds to the
cl ai mred | am nati on adhesive (16).

As correctly argued by appellants (Brief, pages 6-7; Reply
Brief, page 6), appellants only disclose ADMER as a suitable
bondi ng agent for binder |ayers 15, 25 or 29 (specification, page
10, Y[0037], and page 14, Y[0057]), not as a specific material used
for the lam nating agent layer 16 or 26. As also correctly argued
by appellants (Brief, pages 8-10; Reply Brief, page 3), the
exam ner has not established that the adhesive |ayer (40) of Kato
woul d i nherently possess a nelting point above 130°C. See In re
Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cr
1999) (The examiner, if relying on a theory of inherency, nust
provide a basis in fact and/or technical reasoning to reasonably
support a determnation that the allegedly inherent characteristic
necessarily flows fromthe teachings of the prior art). The only
evi dence on this record establishes that ADMER adhesi ves have
melting points above and bel ow 130°C. (Answer, page 9; Brief,
Appendi x I X). Thus we determ ne that the exam ner has not
established that the adhesive taught by Kato woul d necessarily

possess the clai ned property.
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For the foregoing reasons and those stated in the Brief and
Reply Brief, we determ ne that the exam ner has not nmet the burden
of establishing that each and every limtation of the clains is
descri bed, expressly or inherently, by Kato. Therefore we reverse
the rejection of clains 1, 5-7, and 9-10 under section 102(b) over
Kat o.

Wth regard to the section 103(a) rejection over Kato, we
adopt our remarks from above, as well as noting that the exam ner
has not established any reason one of ordinary skill in this art
woul d have nodified Kato to use adhesives with a nelting point
above 130°C. W also note, as correctly argued by appellants, that
there woul d be no reason to nodify Kato with adhesives nelting at
above 130°C. since the sterilization processes and drying taught by
Kat o use tenperatures no higher than 80°C. (Reply Brief, pages 4-5;
see Kato, col. 3, Il. 3-7, and col. 11, Il. 15-23). Accordingly,
we cannot sustain the examiner’s rejection of clains 1, 4-7 and 9-

11 under section 103(a) over Kato.
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TAW sl d

10/ 380, 877

on of the exam ner is reversed.

REVERSED

THOVAS A, WALTZ
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge

BEVERLY A. FRANKLI N
Adm ni strative Patent Judge
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