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FRANKFORT, Administrative Patent Judge. 

 
 
 
 DECISION ON APPEAL

This is a decision on appeal from the examiner's final 

rejection of claims 1 through 25, 27 through 30, and 32 through 

39, all of the claims remaining in the application.  Claims 26 

and 31 have been cancelled. 

 

     Appellants’ invention relates to 1) an orthodontic appliance 

(e.g., an orthodontic bracket) pre-coated with the first part of 

an at least two-part adhesive, 2) a kit including the above-noted 

orthodontic appliance and a second part of the at least 
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two-part adhesive, and 3) a method for bonding the orthodontic 

appliance to a tooth.  Independent claims 1, 28, 34 and 37 are 

representative of the subject matter on appeal and a copy of 

those claims can be found in the Claims Appendix attached to 

appellants’ brief. 

 

     The prior art references of record relied upon by the 

examiner in rejecting the appealed claims are: 

Bullock      4,180,911   Jan. 1, 1980 

Kaelble     4,204,325   May 27, 1980 

Litke     4,533,422   Aug. 6, 1985 

Randklev     5,015,180   May 14, 1991 

Sondhi et al. (Sondhi)  5,971,754   Oct. 26, 1999 

Brennan et al. (Brennan)  6,183,249   Feb. 6, 2001 

Burnell-Jones    6,207,077   Mar. 27, 2001 

 

     Claims 1 through 3, 7, 9 through 12, 16 through 21, 24, 25 

and 27 stand rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Randklev. 

 

     Claims 4 through 6 stand rejected under 35 U.S.C. § 103(a) 

as being unpatentable over Randklev in view of Brennan. 
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     Claims 8 and 13 stand rejected under 35 U.S.C. § 103(a) as 

being unpatentable over Randklev in view of Brennan and Bullock. 

 

     Claims 14 and 15 stand rejected under 35 U.S.C. § 103(a) as 

being unpatentable over Randklev in view of Litke. 

 

     Claim 22 stands rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Randklev in view of Burnell-Jones. 

 

     Claim 23 stands rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Randklev in view of Bullock and Litke. 

 

     Claims 28, 30 and 32 through 36 stand rejected under 

35 U.S.C. § 103(a) as being unpatentable over Randklev in view of 

Sondhi. 

 

     Claim 29 stands rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Randklev in view of Sondhi and Brennan. 

 

     Claims 37 through 39 stand rejected under 35 U.S.C. § 103(a) 

as being unpatentable over Randklev in view of Sondhi and 

Kaelble. 
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     Rather than reiterate the examiner's commentary regarding 

the above-noted obviousness rejections and the conflicting 

viewpoints advanced by the examiner and appellants regarding the 

rejections, we make reference to the final rejection (mailed 

September 14, 2004) and examiner's answer (mailed June 16, 2005) 

for the reasoning in support of the rejections, and to 

appellants’ brief (filed February 14, 2005) and reply brief 

(filed August 17, 2005) for the arguments thereagainst.1

 

 OPINION

     In reaching our decision in this appeal, we have given 

careful consideration to appellants’ specification and claims, to 

the applied prior art references, and to the respective positions 

articulated by appellants and the examiner.  As a consequence of 

our review, we have made the determination that the examiner’s 

above-noted rejections under 35 U.S.C. § 103(a) will not be 

sustained.  Our reasons follow. 

                     
1 As noted on page 2 of the examiner’s answer the rejection 

of claims 1 through 25 and 27 under 35 U.S.C. § 112, first 
paragraph, set forth on page 2 of the final rejection, has now 
been withdrawn. 
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     The examiner’s basic position concerning the rejection of 

claims 1 through 3, 7, 9 through 12, 16 through 21, 24, 25 and 27 

under 35 U.S.C. § 103(a) as being unpatentable over Randklev is 

set forth on pages 2 and 3 of the final rejection and page 5 of 

the answer.  As shown in Figure 2 of Randklev and described at 

column 3, line 58, et seq., that patent discloses an orthodontic 

bracket (6) provided with a layer (4) of light-curable adhesive 

sandwiched between the base (5) of the bracket and a release 

substrate (8).   

 

     Claim 1 on appeal reads as follows: 

1.  An article comprising: 
         an orthodontic bracket having a base for bonding the 
bracket to a tooth; 

a first part of an at least two-part adhesive on the base of 
the bracket, the first part comprising a polymerizable component, 
a polymerization initiator, and at least about 10% by weight, 
based on the total weight of the first part, of a filler 
comprising a silica filler, with the proviso that the first part 
is not a light-curable adhesive; and 
     a release substrate comprising a surface in contact with the 
first part. 
 
 
     According to the examiner, to call the adhesive set forth in 

appellants’ claim 1 a first part “is merely terminology and/or 

intended use with a second-part which are given no patentable 
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weight” (final rejection, page 3).  In addition, the examiner 

urges that 

To not include a light-curable adhesive is an 
obvious matter of choice in not using a 
specific type of adhesive and is an obvious 
matter of choice in a non-critical step, the 
criticality not being established in the 
disclosure as originally filed.  As to claims 
2 and 3, all or [sic, of] the actual claimed 
structure and components being shown, the 
stated properties are inherent and/or are 
given no weight because some component or 
limitation that is responsible for the 
claimed property has not be claimed. 

 
 
     Like appellants (brief, pages 6-11 and reply brief), we find 

that the examiner has failed to appreciate the actual differences 

between Randklev and the claimed subject matter, failed to accord 

those differences proper patentable weight, and failed to 

establish a prima facie case of obviousness.  The recitation in 

appellants’ claim 1 of an orthodontic bracket carrying a first 

part of an at least two-part adhesive, in the context of the 

present application, is a functional and structural limitation 

that may not be dismissed as being “merely terminology and/or 

intended use,” as has been urged by the examiner.  Nor, in our 

opinion, does the examiner have any basis to conclude that to not 

use a light-curable adhesive in Randklev is an obvious matter of 

choice.  Randklev expressly desires use of a light-curable 
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adhesive to allow more working time in the mouth for the 

practitioner to position the orthodontic bracket at the precise 

position desired on the tooth surface before the adhesive is 

activated for hardening by exposure to a light source.  

Everything in Randklev is directed to that end.  Nothing in 

Randklev discloses or suggests otherwise.  Moreover, nothing in 

Randklev discloses or suggests use of a two-part adhesive like 

that defined in the present application (see page 4 of 

appellants’ specification), or an orthodontic bracket like that 

defined in independent claim 1 on appeal, wherein the bracket 

carries a first part of an at least two-part adhesive of the 

particular composition set forth therein, with the further 

proviso that the first part is not a light-curable adhesive. 

 

     Since we have determined that the teachings and suggestions 

found in Randklev would not have made the subject matter as a 

whole of independent claim 1 on appeal obvious to one of ordinary 

skill in the art at the time of appellants’ invention, we must 

refuse to sustain the examiner’s rejection of that claim, and 

claims 2, 3, 7, 9 through 12, 16 through 21, 24, 25 and 27 which 

depend therefrom, under 35 U.S.C. § 103(a). 
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     As for the examiner’s rejections of claims 4 through 6 under 

35 U.S.C. § 103(a) as being unpatentable over Randklev in view of 

Brennan, claims 8 and 13 based on Randklev, Brennan and Bullock, 

claims 14 and 15 based on Randklev and Litke, claim 22 based on 

Randklev and Burnell-Jones, and claim 23 based on Randklev, 

Bullock and Litke, we have reviewed the additional patents used 

by the examiner in making the rejections of those claims, which 

claims are also dependent from independent claim 1 on appeal, and 

find that the additional patents do not overcome or otherwise 

cure the deficiencies in the basic patent to Randklev noted 

above.  Thus, the rejections of dependent claims 4 through 6, 8, 

13 through 15, 22 and 23 under 35 U.S.C. § 103(a) will likewise 

not be sustained. 

 

     Regarding the examiner’s rejections of claims 28, 30 and 32 

through 36 under 35 U.S.C. § 103(a) as being unpatentable over 

Randklev in view Sondhi, claim 29 under 35 U.S.C. § 103(a) based 

on Randklev in view Sondhi and Brennan, and claims 37 through 39 

under 35 U.S.C. § 103(a) as being unpatentable over Randklev in 

view Sondhi and Kaelble, we have again reviewed the applied 

patents and find that the examiner has failed to establish a 

prima facie case of obviousness.  In the first of these 
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rejections, the examiner specifically concedes that Randklev 

shows use of a one part adhesive and does not show the use of 

first and second parts of a two-part adhesive (answer, page 6). 

The examiner looks to Sondhi to supply this deficiency, urging 

that it would have been obvious to one of ordinary skill in the 

art to modify Randklev “to include the use of a two-part adhesive 

as shown by Sondhi in order to make use of known alternatives for 

adhesively bonding brackets to teeth” (final rejection, pages 6-

7).  We find nothing in the combined teachings of Randklev and 

Sondhi which would have led to the particular modification in 

Randklev urged by the examiner.  As we noted earlier, Randklev 

expressly discloses use of a light-curable adhesive and sets 

forth reasons for using that particular type of adhesive on the 

orthodontic appliances disclosed therein.  Thus, modifying 

Randklev in the manner urged by the examiner would be contrary 

to the teachings of that patent. 

 

     Moreover, even if the substitution of the two-part adhesive 

of Sondhi as posited by the examiner were to be made in Randklev, 

the resulting structure and method would not be that claimed by 

appellants, since the adhesive of Sondhi is different from 
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that recited in independent claims 28 and 34 on appeal.  As 

specifically noted in column 11, lines 26-30, the adhesives of 

Sondhi are such that “the components combined contain a total of 

4.5 percent by weight of filler,” while the claims on appeal all 

set forth a first part of a two-part adhesive that itself 

includes “at least about 10% by weight, based on the total weight 

of the first part, of a filler comprising a silica filler.”  In 

addition, the specification of the present application makes 

clear that the adhesive as a whole includes “at least about 10% 

by weight, more preferably at least about 45% by weight, and most 

preferably at least about 50% by weight, based on the total 

weight of the adhesive, of a base filler” (page 16).  As for the 

examiner’s reliance on the filler content of the light-curable 

adhesive of Randklev to justify the obviousness rejection 

(answer, page 6), we observe that such disclosure and teaching in 

Randklev may be applicable to the light-curable adhesive (18) of 

Sondhi, but we see no reason why one of ordinary skill in the art 

would have relied upon such disclosure to modify the two-part 

adhesive (24, 26) of Sondhi, especially since Sondhi expressly 

limits filler content of the two-part adhesive to a total of 4.5% 

by weight.  The examiner has provided no reasoning or motivation 
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for modifying the filler content of the two-part adhesive of 

Sondhi to be something other than that disclosed and taught in 

the patent. 

 

     In light of the foregoing, we will not sustain the 

examiner’s rejection of claims 28, 30 and 32 through 36 under 

35 U.S.C. § 103(a) as being unpatentable over Randklev in view 

Sondhi. 

 

     A review of the additional patents to Brennan and Kaelble 

demonstrates that such patents do not overcome or otherwise cure 

the deficiencies in the basic combination of Randklev and Sondhi 

noted above.  Thus, the rejections of claims 29 and 37 through 39 

under 35 U.S.C. § 103(a) will likewise not be sustained. 

 

     Since we have not sustained any of the rejections put forth 

by the examiner under 35 U.S.C. § 103(a), it follows that the 

decision of the examiner is reversed. 
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REVERSED

 

 

 

CHARLES E. FRANKFORT ) 
Administrative Patent Judge ) 

) 
) 
) 
) BOARD OF PATENT 

JENNIFER D. BAHR )    APPEALS  
Administrative Patent Judge )       AND 

)   INTERFERENCES 
) 
) 
) 

LINDA E. HORNER ) 
Administrative Patent Judge ) 
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