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Before PAK, WARREN and KRATZ, Administrative Patent Judges. 
 
WARREN, Administrative Patent Judge. 

Decision on Appeal 

 This is an appeal under 35 U.S.C. § 134 from the decision of the examiner finally 

rejecting claims 12, 13, 16 and 17, and refusing to allow claims 1 through 11.  Claims 14 and 15 

are also pending and stand objected to by the examiner as dependent claims allowable in 

substance (see final action mailed August 2, 2004, page 5). 

Claim 1 illustrates appellants’ invention of a method for preserving fresh produce, and is 

representative of the claims on appeal:1

1.  A method for preserving fresh produce comprising the following steps: 

a.  providing a produce preservation solution comprising: 

magnesium ion; 

                                                 
1  We have copied claim 1 as it stands of record in the amendment filed August 30, 2004, entered 
by the examiner in the advisory action mailed September 17, 2004 (see answer, page 3). 
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and an anion selected from the group consisting of: ascorbate ions; erythorbate ions; and 
mixtures thereof; and 

water; 

wherein: the anion and magnesium are present in a mole ratio of from 0.2:1 to 8:1; and 
the produce preservative has less than 5% flavonid and less that [sic] 0.1% metal ion sequestrant; 

b.  applying said produce preservative to the produce.   

 The references relied on by the examiner are:  

Warren (Warren ‘522)    4,988,522    Jan. 
29, 1991 
Warren (Warren ‘313)    5,055,313    Oct.  8, 
1991 
Chen      5,925,395    Jul. 20, 1999 

 The examiner has rejected appealed claims 1 through 13, 16 and 17 under 35 U.S.C.         

§ 103(a) as being unpatentable over Chen combined with Warren ‘522 and ‘313 (answer, pages 

3-5).   

Appellants group the claims as “Claims 1 through 9 [sic, 11]” and “Claims 12, 13 and   

16-17” but rely on the same arguments for both groups (pages 1, 2-3 and 5-6).  Thus, we decide 

this appeal based on claim 1 as representative of the ground of rejection and appellants’ 

arguments.  37 CFR § 41.37(c)(1)(vii) (2005). 

We affirm. 

We refer to the answer and to the brief for a complete exposition of the positions 

advanced by the examiner and appellants. 

Opinion 

We have carefully reviewed the record on this appeal and based thereon find ourselves in 

agreement with the supported position advanced by the examiner that, prima facie, the claimed 

method for preserving fresh produce encompassed by appealed claim 1 would have been obvious 

over the combined teachings of Chen and Warren ‘5222 to one of ordinary skill in this art at the 

time the claimed invention was made.  Accordingly, since a prima facie case of obviousness has 

been established by the examiner, we again evaluate all of the evidence of obviousness and  

                                                 
2  The examiner points out that the Warren references are the same (answer, page 3) and indeed, 
Warren ‘313 matured from a divisional application of the application from which Warren ‘522 
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nonobviousness based on the record as a whole, giving due consideration to the weight of 

appellants’ arguments in the brief and reply brief.  See generally, In re Oetiker, 977 F.2d 1443, 

1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 

785, 788 (Fed. Cir. 1984). 

 We agree with the examiner’s findings of fact from the references and conclusions of law 

based on this substantial evidence as set forth in the answer, to which we add the following for 

emphasis. 

There is no dispute that the claimed method differs from the method of Chen solely in 

that the reference would have disclosed to one of ordinary skill in this art a method in which the 

preservative compositions for fresh produce contain ascorbate and/or erythorbate ions and 

calcium ions, the latter obtained from, among others, calcium chloride, but not magnesium ions;  

and that Warren ‘522 would have disclosed to this person that preservative compositions for 

fresh produce contain ascorbate and/or erythorbate ions and chloride ions, the latter obtained 

from, among others salts, calcium chloride and/or magnesium chloride which would provide the 

alkaline earth metal ions calcium and/or magnesium to the composition.  

Appellants submit that one of ordinary skill in this art would not have combined the 

teachings of Chen and Warren ‘522 as applied by the examiner because Chen would have taught 

the presence of the calcium ion only, and Warren ‘522 would have required that “incidental 

magnesium must be sequestered by an additional additive to prevent food degradation” (brief, 

page 7; see also page 4).  Thus, appellants would have us hold that “[o]nly by reading applicant’s 

[sic] specification would one appreciate that magnesium ion [sic] as a preservative with ascorbic 

acid” (brief, page 7; see also page 5).  The examine responds that Warren ‘522 would have 

taught “using either calcium or magnesium in a vegetable preservative composition” and thus, 

would have led one of ordinary skill in this art to use magnesium ions in place of calcium ions in 

the preservative composition of Chen in view of the use of ascorbate or erythorbate ions in the 

preservative compositions for fresh produce of both references and that calcium and magnesium 

are both alkaline earth metals ions which would have been expected to perform in the same or 

similar manner with the same composition components (answer, e.g., pages 6-7).  

                                                                                                                                                             
matured. Thus, a discussion of Warren ‘313 is not necessary to our decision. See In re Kronig, 

- 3 - 



Appeal No. 2006-2153 
Application 10/447,199 

On this record, we cannot subscribe to appellants’ position.  Appellants have not 

provided a citation to supporting disclosure in Warren ‘522 for the contention that the reference 

requires sequestration of magnesium ions per se and we fail to find such disclosure.  Indeed, 

Warren ‘522 would not have disclosed that metal ion sequestrants are used for calcium ions (e.g., 

col. 3,         ll. 19-52), and Chen would have taught that at most, only a small amount of metal 

ion sequestrant is used in the preservative compositions “for best taste” purposes and not to 

preserve the presence of calcium ions (e.g., col. 4, ll. 27-34).   

In the absence of a teaching in the references that would have led one of ordinary skill in 

the art away from using magnesium ions in the absence of a sequestration agent specifically 

therefor, we agree with the examiner that this person would have reasonably combined the 

teachings of Chen and Warren ‘522.  This is because one of ordinary skill in the art routinely 

following the combined teachings of these references would have reasonably modified the 

preservative compositions of Chen by interchanging calcium ions used therein with magnesium 

ions in the reasonable expectation of obtaining preservative compositions for fresh produce with 

the same or similar properties in view of the teaching in Warren ‘522 that these alkaline earth 

metal ions can both be used in preservative compositions containing the same antioxidant 

ascorbate and/or erythorbate ions as Chen as the examiner points out.  Thus, this person would 

have reasonably arrived at the claimed method encompassed by appealed claim 1, including all 

of the limitations thereof arranged as required therein, without recourse to appellants’ 

specification.  That appellants may have used magnesium ions for purposes not expressly stated 

by the references does not require a different determination.  We fail to find in the brief any 

argument based on evidence of objective indicia of non-obviousness in the record.  See 

generally, In re Kahn, 441 F.3d 977, 985-89, 78 USPQ2d 1329, 1334-38 (Fed. Cir. 2006); In re 

Kemps, 97 F.3d 1427, 1429-30, 40 USPQ2d 1309, 1311 (Fed. Cir, 1996) (citing In re Dillon, 919 

F.2d 688, 693, 16 USPQ2d 1897, 1901 (Fed. Cir. 1990) (in banc)); In re Beattie, 974 F.2d 1309, 

1312,             24 USPQ2d 1040, 1042 (Fed. Cir. 1992) (citing In re Kronig, 539 F.2d 1300, 1304, 

190 USPQ 425, 428, (CCPA 1976); In re Lintner, 458 F.2d 1013, 1016, 173 USPQ 560, 563 

(CCPA 1972)); In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991) (citing 

                                                                                                                                                             
539 F.2d 1300, 1302-04, 190 USPQ 425, 426-28 (CCPA 1976). 
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In re Dow Chem. Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988)); In re Keller, 

642 F.2d 413, 425-26, 208 USPQ 871, 881-82 (CCPA 1981); In re Corkill, 771 F.2d 1496, 1497-

1500, 226 USPQ 1005, 1006-08 (Fed. Cir. 1985); In re Skoll, 523 F.2d 1392, 1397-98, 187 

USPQ 481, 484-85 (CCPA 1975); see also In re O’Farrell, 853 F.2d 894, 903-04, 7 USPQ2d 

1673, 1680-81 (Fed. Cir. 1988) (“Obviousness does not require absolute predictability of 

success. . . . There is always at least a possibility of unexpected results, that would then provide 

an objective basis for showing the invention, although apparently obvious, was in law 

nonobvious. [Citations omitted.] For obviousness under § 103, all that is required is a reasonable 

expectation of success. [Citations omitted.]”). 

 Accordingly, based on our consideration of the totality of the record before us, we have 

weighed the evidence of obviousness found in the combined teachings of Chen and the Warren 

references with appellants’ countervailing evidence of and argument for nonobviousness and 

conclude that the claimed invention encompassed by appealed claims 1 through 13, 16 and 17 

would have been obvious as a matter of law under 35 U.S.C. § 103(a). 

 The examiner’s decision is affirmed. 
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 No time period for taking any subsequent action in connection with this appeal may be 

extended under 37 CFR § 1.136(a)(1)(iv) (2005). 

AFFIRMED 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 CHUNG K. PAK ) 
 Administrative Patent Judge ) 
  ) 
  ) 
  ) 
 CHARLES F. WARREN )    BOARD OF PATENT 
 Administrative Patent Judge )         APPEALS AND 
  )       INTERFERENCES 
  ) 
  ) 
 PETER F. KRATZ ) 
 Administrative Patent Judge  ) 
 
 
 
 
 
 
 
 
 
 
 
 
 
Calfee Halter & Griswold, LLP 
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800 Superior Avenue 
Suite 1400 
Cleveland, OH  44114 

- 7 - 



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


