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KRATZ, Administrative Patent Judge. 

 

DECISION ON APPEAL 

This appeal involves claims 1-25, the only claims pending in this 

application.1  We have jurisdiction pursuant to 35 U.S.C. § 134.   

                                           
1 An Oral Hearing took place on September 14, 2006.  
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INTRODUCTION 

The claims are directed to polyurethane and/or polyisocyanurate rigid 

insulation foam products made using expandable microspheres of specified 

unexpanded diameter size range(s) and specified amounts together with 

specified amounts of polyol, isocyanate, and other ingredients that may 

include blowing agents, and to a method of making such products.  Claim 1 

is illustrative and reproduced below: 

1. A polyurethane and/or polyisocyanurate rigid insulation foam made 
using expandable microspheres which encapsulate a primary blowing agent 
such that the microspheres are expanded during foam making to function as 
a blowing agent by mixing: 

 
160 to 310 PBW expandable microspheres having an encapsulated 

blowing agent and an average unexpanded diameter less than 50 microns; 
 
191 to 500 PBW isocyanate; 
 
75 to 125 PBW polyol; and 
   
14 to 201 PBW other ingredients with less than 2% by weight of non-

encapsulated blowing agents.      
 
The Examiner relies on the following prior art reference2 to show 

unpatentability: 

 
2 Exhibit “C” Expancel, Inc., website printout describing Expancel DU and 
Expancel WU microspheres is cited by the Examiner in the Answer but is 
not part of the evidence relied upon in the rejection before us in that the 
Examiner has not fairly identified that document as relied upon prior art in 
the rejection before us. See Error! Main Document Only.In re Hoch, 428 
F.2d 1341, 1342, n.3, 166 USPQ 406, 407, n.3 (C.C.P.A. 1970).  In this 
regard, we note that Exhibit C has not been established as a document that is 
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Spitler     US 6,166,109  Dec. 26, 2000 
 
 

Claims 1-25 stand rejected under 35 U.S.C. § 102(e) as being anticipated 

by Spitler.3

OPINION 

 “To anticipate a claim, a prior art reference must disclose every 

limitation of the claimed invention, either explicitly or inherently.”  In re 

Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997); 

accord Glaxo Inc. v. Novopharm Ltd., 52 F.3d 1043, 1047, 34 USPQ2d 

1565, 1567 (Fed. Cir. 1995).   Here, the Examiner has failed to establish, 

prima facie, that Spitler anticipates Appellants’ claimed subject matter for 

reasons set forth in the Briefs.  Consequently, we reverse the stated rejection.  

More particularly, the Examiner has not fairly established that Spitler 

describes, with sufficient specificity to constitute an anticipatory reference,  

a foam product that includes microspheres in the relative amounts and of  a 

size that necessarily corresponds to the sizes and relative amounts of 

microspheres in the claimed product.  Nor has the Examiner established, 

prima facie, that Spitler anticipates the claimed method of making such a 

product.   

 In this regard, the Examiner (Answer 3) refers us to “column 2, line 

65 – column 6, line 12, and the examples, as well as, the entire document of 

Spitler” for an alleged description of the claimed subject matter.  However, 
 

expressly incorporated by reference in Spitler not withstanding the 
Examiner’s assertion to the contrary.   
 
3 The application record suggests that Spitler is also available as prior art 
under 35 U.S.C. § 102(b).  
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the Examiner has not persuasively detailed where all of the limitations of 

any rejected claim (on a limitation by limitation basis), much less all of the 

rejected claims, are described in Spitler. 

 For example, independent claim 1 requires a foam product that is 

made by mixing (1) 160-310 parts by weight expandable microspheres 

having an encapsulated blowing agent, such that the microspheres are 

expanded during foam making, and having an unexpanded diameter less 

than 50 microns; (2) 191 to 500 parts by weight isocyanate; (3) 75 to 125 

parts by weight polyol; and (4) 14 to 201 parts by weight other ingredients 

with less than 2 percent by weight of non-encapsulated blowing agents.  

 The Examiner refers us to the examples furnished in Spitler.  However, as 

argued by Appellants in the Briefs, the Examiner has not established that any 

of the Examples of Spitler employed expandable microspheres, much less 

expandable microspheres of a size and in amounts relative to all of the other 

foam ingredients, such as the polyol, as called for in claim 1, or for any of 

the other rejected claims.  Nor has the Examiner established that any of the 

examples employing previously expanded microspheres of Spitler 

necessarily resulted in a product corresponding to that recited in any of the 

product claims on appeal.    

While Spitler does disclose expandable microspheres (see, e.g. col. 3, 

ll 1-21 of Spitler) as noted by the Examiner, the Examiner has not 

persuasively established that Spitler describes the use of unexpanded or not 

fully expanded (expandable) microspheres of a size and in amounts as here 

claimed, as opposed to fully expanded (now unexpandable) microspheres in 

differing amounts in the mixture of ingredients from which the foam is 

prepared.   In this regard, we further note that the Examiner’s assertions of 
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inherency as to the claimed microsphere sizes have not been substantiated as 

necessarily described by Spitler.  While Appellants’ product claims employ 

product-by-process terminology, the Examiner has not even met the lesser 

burden of proof usually associated with such a claim format in establishing a 

lack of novelty of any of Appellants’ product claims.  This is so because the 

Examiner has not fairly explained how a product made by the process of any 

of Appellants’ claims, for example claim 1, would result in a product that 

would  reasonably be expected to read on any product that is fully described 

in Spitler.   

The Examiner (Answer 5 and 6) notes “inconsistencies” in Spitler 

respecting the weight percent terminology employed therein, as raised by 

Appellants.  However, the Examiner does not fairly explain how Spitler 

nonetheless describes part by weight amounts for the ingredients of the foam 

product thereof that would negate the novelty of any of the rejected claims.  

In this regard, we note that the “high loads of microspheres” attributed to 

Spitler’s foam by the Examiner (Answer 6) has not been shown to serve as 

an anticipation of Appellants’ foam made with any of the claimed ranges of 

foam ingredients.  In this regard, the Examiner has not detailed where Spitler 

describes a particular foam product that necessarily has a relative amount 

and a size of microspheres that any of the appealed claims would read on.  

See, e.g., Atofina v. Great Lakes Chem. Corp., 441 F.3d 991, 998-99, 78 

USPQ2d 1417, 1423 (Fed. Cir. 2006).   

For reasons set forth above and for additional reasons as set forth in 

Appellants’ Briefs, a prima facie case of anticipation has not been presented 

by the Examiner for any of the appealed claims before us.  It follows that we 

will not sustain the Examiner’s lack of novelty rejection on this record. 
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CONCLUSION 

We reverse the Examiner’s rejection of claims1-25 under 35 U.S.C.  

§ 102(e) as being anticipated by Spitler. 

 
REVERSED 

 
 

 
   
 
 
 
 
 
 
 
sld 
 
 
 
 
 
 
 
VOLPE AND KOENIG, P.C. 
UNITED PLAZA, SUITE 1600 
30 SOUTH 17TH STREET 
PHILADELPHIA, PA  19103 
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