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PER CURIAM. 

DECISION ON APPEAL 

This appeal was taken pursuant to 35 U.S.C. § 134 from the final 

rejection of claims 1-6, 8-22, 25-40, 42-53, 60, and 62-69.1 Claims 7, 23, 

                     
1The Examiner in the Answer and Appellants in the Briefs variously refer to 
claims 54-59 as being among the appealed and/or rejected claims.  However, 
this is not the case as claims 54-59 are cancelled.  See page 11 of the entered 
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24, 41, and 61 stand objected to by the Examiner as depending from a 

rejected base claim, but have been indicated as allowable if rewritten in 

independent form including all the limitations of the base claim and any 

intervening claims.   

Appellants' invention relates to a reduced calorie fat composition and 

a food product containing (or prepared with) such a reduced calorie fat.  The 

reduced calorie fat comprises an edible, substantially non-absorbable, 

substantially non-digestible polyol fatty acid polyester (PFAP) component 

and a reduced calorie triglyceride (RCT) component, each present in an 

amount within specified weight percent ranges.  See definitions provided at 

pages 4-6 of Appellants' specification.  The RCT component is alleged to 

function as an anti-anal leakage (AAL) agent and provide taste/textural 

benefits when employed with a PFAP component.  See, for example, page 1, 

first paragraph of appellants' specification.  Claim 1 is illustrative: 

 1.  A reduced calorie fat composition which comprises: 
 
 a.  from about 65% to about 80% of an edible, substantially 
nonabsorbable, substantially nondigestible polyol fatty acid polyester 
comprising less than 3% solids at body temperature (37ºC) and which has a 
melting point less than or equal to 37ºC, and has at least 2 fatty acid ester 
groups, wherein each fatty acid group has from 2 to 24 carbon atoms; and 
 
 b.  from about 20% to about 35% reduced calorie triglycerides 
selected from MMM, MLM, MML, LLM, LML and LLL triglycerides, and 
mixtures thereof; wherein M is a saturated fatty acid residue selected from 

 
amendment that was filed September 13, 2004.  The cancelled claims are not 
before us for review.  
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C6 to C10 saturated fatty acids, and mixtures thereof; wherein L is a saturated 
fatty acid residue selected from C18 to C24 saturated fatty acids and mixtures 
thereof; wherein the reduced calorie triglycerides comprise: (1) at least about 
85% combined MLM, MML, LLM and LML triglycerides; (2) up to about 
15% combined MMM and LLL triglycerides, and wherein the fatty acid 
composition of the reduced calorie triglycerides comprises: (1) from about 
10% to about 70% C6 to C10 saturated fatty acids; (2) from about 30% to 
about 90% C18 to C24 saturated fatty acids; and (3) from about 20% to about 
80% C20 to C24 saturated fatty acids. 
 

The Examiner relies upon the following reference in rejecting the 

appealed claims: 

Seiden   US 5,419,925   May 30, 1995 

 Claims 1-6, 8-22, 25-40, 42-53, 60, and 62-69 stand rejected under   

35 U.S.C. § 102(b) as being anticipated by Seiden.  Claims 1-6, 8-22, 25-40, 

42-53, 60, and 62-69 stand rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Seiden.2  

 This merits panel of the Board unanimously affirms the Examiner’s   

§ 103(a) rejection for reasons set forth in the Answer and in this Decision.  

In contrast, the Examiner’s § 102 rejection is reversed with Judge Garris and 

Judge Timm voting to reverse and Judge Kratz voting to affirm.  Separate 

majority and minority opinions focusing primarily on the Examiner’s § 102 

rejection follow the discussion of the obviousness rejection.  

 

 
2The cancelled claims 54-59 are not reproduced throughout our discussion of 
the Examiner’s and Appellants' opposing positions herein.   
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§ 103(a) REJECTION 

 Appellants present two groups of claims in the arguments furnished in 

the Briefs: I. Claims 1, 2, and 9-18; and II. Claims 3-6, 8, 19-22, 25-40,     

42-53, 60, and 62-69.   

Appellants do not argue the appealed claims within each claim 

grouping separately.  Accordingly, we select claim 1 as representative of the 

first claim grouping and claim 3 as representative of the second claim 

grouping.  We consider representative claims 1 and 3 separately to the extent 

the claim groupings are separately argued with respect to the Examiner’s 

obviousness rejection.3  

  Seiden discloses a reduced calorie fat composition including a PFAP 

component and a RCT component that embraces the PFAP and RCT 

 
3 Claim 7 stands objected to by the Examiner as containing allowable subject 
matter in a claim that depends from a rejected base claim.  However, 
rejected claim 8 depends from claim 7.  In light of this anomaly, clarification 
of the record is required prior to final disposition of this application.  The 
Examiner should revisit non-rejected claims 7, 23, 24, 41, and 61 vis-a-vis 
the prior art of record.  See, e.g., column 5, lines 45-62, column 6, lines 20-
26, and column 9, lines 7-11 of Seiden.  If the Examiner maintains a position 
in favor of the patentability of these claims, the Examiner should initiate a 
record clarification by providing fully developed written reasoning in 
support of such determination.  If the Examiner decides to introduce a 
ground of rejection pertaining to any of these currently objected to claims as 
a result of undertaking this clarification task, the Examiner must reopen 
prosecution to do so.  The Examiner should, of course, obtain any approval 
that may be required under current examination procedures prior to entering 
any rejection of claims 7, 23, 24, 41, and 61.    



Appeal 2006-2468 
Application 10/149,875 
 
 

 
 5 

                    

components required by representative claims 1 and 3.4   In this regard, 

Seiden discloses a reduced calorie fat composition having weight percent 

ranges for the amount of PFAP (about 10 to about 95, preferably about 35 to 

about 95, and most preferably about 65 to about 95) and the amount of RCT 

(about 5 to about 90, preferably about 5 to about 65, and most preferably 

about 5 to about 35) that encompass/overlap the range amounts for those 

components as required by the respective representative claims.  See, e.g., 

column 10, lines 50-56 and column 12, lines 10-16 of Seiden.  In this regard, 

representative claim 1 requires about 65 to about 80 weight percent PFAP 

and about 20 to about 35 weight percent RCT in the fat composition.  

Representative claim 3 requires a fat composition with about 70 to about 80 

weight percent PFAP and about 20 to about 30 weight percent RCT therein.   

It is well settled that the disclosure of overlapping ranges for each 

element in a composition by the prior art renders the claimed composition 

prima facie obvious.  In this appeal, Seiden discloses ranges for the claimed 

components that encompass and substantially overlap the claimed range.  

See In re Peterson, 315 F.3d 1325, 1329-30, 65 U.S.P.Q.2d 1379, 1382 

(Fed. Cir. 2003)  (“A prima facie case of obviousness typically exists when 

the ranges of a claimed composition overlap the ranges disclosed in the prior 

art,” with selection of a narrow range from a somewhat broader range 

disclosed in a prior art reference no less obvious than identifying a range that 

 
4 It is undisputed on this record that the PFAP and RCT fall within the scope 
of the appealed claims generally and the representative claims specifically.  
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simply overlaps a disclosed range; in fact, when the claimed ranges are 

completely encompassed by the prior art, the conclusion of obviousness is 

even more compelling than in cases of mere overlap); In re Geisler,          

116 F.3d 1465, 1469, 43 USPQ2d 1362, 1365 (Fed. Cir. 1997); and In re 

Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 

1990).   

Moreover, Seiden teaches desirable properties for the claimed 

components, with appropriate maximum and minimum contents, and thus 

would have led one of ordinary skill in this art to alter the composition 

within the ranges taught therein depending on the particular level of those 

properties desired for the resultant reduced fat composition.  In this regard, 

Seiden teaches properties for the fat composition that substantially 

correspond with the properties desired by Appellants. Compare, for 

example, the abstract; col. 1, ll. 17-26 and 59-62; col. 2, ll. 58-68; and col. 

10, l. 40 through col. 12, l. 31 of Seiden with Appellants' specification, page 

1, first paragraph, and Section D appearing at pages 19-22 thereof).   

 It is our judgment, therefore, that one of ordinary skill in the art would 

have found it prima facie obvious based on the prior art teachings as a whole 

to determine by routine experimentation a workable or even optimum range 

of PFAP and RCT ratios in the reduced calorie fat composition of Seiden, 

thus arriving at a composition encompassed by representative appealed 

claims 1 and 3.  In re Peterson, 315 F.3d at 1330, 65 U.S.P.Q.2d at1382 

(“The normal desire of scientists or artisans to improve upon what is 
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generally known provides the motivation to determine where in a disclosed 

set of percentage ranges is the optimum combination of percentages.”); In re 

Boesch, 617 F.2d 272, 276, 205 U.S.P.Q. 215, 219 (CCPA 

1980)(“[D]iscovery of an optimum value of a result effective variable in a 

known process is ordinarily within the skill of the art.”); In re Aller, 220 

F.2d 454, 456, 105 U.S.P.Q. 233, 235 (C.C.P.A. 1955)(“[W]here the general 

conditions of a claim are disclosed in the prior art, it is not inventive to 

discover the optimum or workable ranges by routine experimentation.”). 

In light of the above, Appellants’ argument (Br. 7) that Seiden 

provides fat composition Examples that have PFAP/RCT ratio’s outside the 

claimed ranges set forth in the representative claims is unpersuasive of the 

lack of a prima facie case of obviousness made out by the evidence 

furnished by the Examiner.  Indeed, as is generally the case and for the 

reasons advanced above, one of ordinary skill in the art would not view the 

teachings of Seiden as being limited to compositions set forth in the  

Examples therein.  After all, it is axiomatic that a reference must be 

considered in its entirety, and it is well established that the disclosure of a 

reference is not limited to specific working examples contained therein.      

In re Fracalossi, 681 F.2d 792, 794 n. 1, 215 U.S.P.Q. 569, 570 n.1 

(C.C.P.A. 1982); In re Lamberti, 545 F.2d 747, 750, 192 U.S.P.Q. 278, 280 

(C.C.P.A. 1976).  

Appellants (Br. 7) assert that Seiden does not teach or suggest stool 

consistency benefits that attend consumption of foods including a fat 
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composition complying with Appellants’ narrower claimed ranges of RCT 

components (see representative claims 1 and 3).  

To the extent that Appellants are asserting that the Kester Declaration 

(Declaration of March 15, 2005) establishes unexpected results for the 

claimed subject matter, we note that the question as to whether unexpected 

advantages have been demonstrated is a factual question.  In re Johnson,   

747 F.2d 1456, 1460, 223 U.S.P.Q. 1260, 1263 (Fed. Cir. 1984).  Thus, it is 

incumbent upon Appellants to supply the factual basis to rebut the prima 

facie case of obviousness established by the Examiner.  See, e.g., In re 

Klosak, 455 F.2d 1077, 1080, 173 U.S.P.Q. 14, 16 (C.C.P.A. 1972).  

Appellants, however, do not provide an adequate explanation in the Brief as 

to how the factual showing in the Declaration supports a conclusion of 

unexpected advantages that is adequate to overcome the obviousness 

rejection before us.  

 In particular, we note that the four reduced calorie fat compositions 

subjected to an animal model test in the Kester Declaration were made using 

a specific PFAP (a liquid sucrose polyester derived from cottonseed oil with 

a specific fatty acid composition) and a specific RCT ( a structured 

triglyceride comprised of 47.9% behenic acid, 21.6% caprylic acid, and  

27.3 % capric acid).  Neither of representative claims 1 and 3 is so limited as 

to the PFAP and the RCT components of the fat composition.  This is 

particularly significant in that Seiden teaches that the particular amount of 

RCT employed in the fat composition for a particular AAL or stool 
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consistency benefit depends on the particular RCT and the PFAP employed.  

See, e.g., column 12, lines 5-10 of Seiden.  Thus, the results presented in the 

Kester Declaration are based on tested compositions that are not 

commensurate in scope with both the RCT and PFAP component of the 

composition and the amounts thereof (only 22.5% and 30 % RCT tested) 

required by either representative claim 1 or 3.  See In re Dill, 604 F.2d 1356, 

1361, 202 U.S.P.Q. 805, 808 (C.C.P.A. 1979).     

Moreover, Seiden teaches that higher levels (about 60 to about 90 

weight percent) of RCT are not required for the stool /AAL benefit when 

liquid polyol polyesters are employed.  In this regard, a specific liquid 

sucrose polyester was employed as the PFAP in the fat tests reported in the 

Keister Declaration. Thus, Seiden is generally suggestive of the stool 

consistency benefits asserted by Appellants.  

In sum, Appellants have not fairly demonstrated unexpected results 

for the claimed subject matter based on the limited tests furnished in the 

Kester Declaration, especially given the strong prima facie case of 

obviousness presented by the teachings of Seiden.  

Having reconsidered all of the evidence of record proffered by the 

Examiner and Appellants, we have determined that the evidence of 

obviousness, on balance, outweighs the evidence of nonobviousness.  Hence, 

we conclude that the claimed subject matter as a whole would have been 

obvious to one of ordinary skill in the art.  Accordingly, we affirm the 

Examiner’s Section 103(a) rejection.  
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 In conclusion, based on the foregoing and for reasons set forth in the 

majority opinion on the anticipation rejection that follows, the Examiner’s 

decision to reject claims 1-6, 8-22, 25-40, 42-53, 60, and 62-69 under         

35 U.S.C. § 102(b) as being anticipated by Seiden is reversed; and the 

Examiner’s decision to reject claims 1-6, 8-22, 25-40, 42-53, 60, and 62-69 

under 35 U.S.C. § 103(a) as being unpatentable over Seiden is affirmed. 

 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a). 

AFFIRMED 
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Judge TIMM, with whom Judge GARRIS joins, concurring. 

§ 102(b) REJECTION 

 While the facts herein support an ultimate conclusion of obviousness 

under the requirements of 35 U.S.C. § 103(a), a majority of the members of 

this panel agree that the facts do not support a finding of anticipation under 

35 U.S.C. § 102.   

 The difference in the statutory basis for the rejection can, in some 

instances, be an important one.  A rejection under 35 U.S.C. § 103(a) can be 

overcome by a showing of secondary considerations such as a showing of 

unexpected results whereas a proper rejection under 35 U.S.C. § 102 cannot.  

See In re Malagari, 499 F.2d 1297, 1303, 182 U.S.P.Q. 549, 553 (C.C.P.A. 

1974)(“If the rejection under § 102 is proper, however, appellant cannot 

overcome it by showing such unexpected results or teaching away in the art, 

which are relevant only to an obviousness rejection.”).5   

 The determination of anticipation is fact dependent and must be 

determined on a case-by-case basis.  There is no question that Seiden would 

anticipate if the reference contained a working example of the reduced 

                     
5 Due to the deficiencies in the showing of unexpected results discussed 
above, we do not herein consider the question of whether evidence of 
unexpected results within the claimed range can be used to show that the 
Section 102 rejection is improper on the basis that the narrow range is not 
disclosed with ‘sufficient specificity’ to constitute an anticipation of the 
claimed subject matter as advanced by Appellants in reliance on MPEP        
§ 2131.03.  This is because we need not reach this question on the present 
facts.     



Appeal 2006-2468 
Application 10/149,875 
 
 

 
 12 

calorie composition with both ingredients in concentrations within the 

claimed ranges.  See Titanium Metals Corp. of Am. v. Banner, 778 F.2d 775, 

782, 227 U.S.P.Q. 773, 779 (Fed. Cir. 1985)(Disclosure of a discrete 

embodiment of an alloy composition with metal concentrations within the 

claimed ranges anticipated the claim); In re Gosteli, 872 F.2d 1008, 1010,  

10 U.S.P.Q.2d 1614, 1616 (Fed. Cir. 1989)(“Section 102(e) bars the 

issuance of a patent if its generic claims are anticipated by prior art 

disclosing individual chemical species.”); In re Slayter, 276 F.2d 408, 411, 

125 U.S.P.Q. 345, 347 (C.C.P.A. 1960)(“It is well settled that a generic 

claim cannot be allowed to an applicant if the prior art discloses a species 

falling within the claimed genus.”).  The Examiner, however, makes no 

finding that Seiden describes such a working example.  Rather, the Examiner 

relies upon the broader disclosure in Seiden of formulating a reduced calorie 

fat composition from about 10% to about 95% PFAP (Seiden, col. 2, ll. 22-

28) with from about 5 to about 90% RCT (Seiden, col. 2, ll. 29-46) coupled 

with a disclosure that the composition is particularly useful for PFAPs that 

are liquid, i.e., with minimal or no solids content as claimed (Seiden, col. 5, 

ll. 32-35).  The Examiner also finds that “claims 1, & 28 and column 10, 

lines 55 set forth the specific level of 65% component (a).” (Answer 5).  

Claims 1 and 28 and column 10, line 55 describe 65% in the context of a 

preferred range of about 65% to about 95% articulated for PFAP.   

As a first matter, we cannot agree with the Examiner that Seiden’s 

disclosure of the endpoint of 65% is either representative of a discrete 
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embodiment or of specific significance apart from the other values within 

the range such that there is anticipation.  The endpoint is not even a discrete 

endpoint as it is prefaced with “about.”  Moreover, the disclosure here is 

only that of a range, not a specific concentration in that range.  The 

disclosure of a range is no more a disclosure of the endpoints of the range 

than it is of each of the intermediate portions.  See Atofina v. Great Lakes 

Chem. Corp., 441 F.3d 991, 1000, 78 U.S.P.Q.2d 1417, 1424 (Fed. Cir. 

2006)(“[T]he disclosure of 150 to 350 °C does not constitute a specific 

disclosure of the endpoints of that range, i.e., 150 to 350°C, as Great Lakes 

asserts.  The disclosure is only that of a range, not a specific temperature in 

that range, and the disclosure of a range is no more a disclosure of the end 

points of the range than it is of each of the intermediate points.”). 

Nor can we agree that the broader ranges relied upon by the Examiner 

(about 10% to about 95% PFAP and about 5 to about 90% RCT) or even the 

preferred ranges articulated in Seiden (about 65% to about 95% PFAP and 

about 5% to about 90% RCT) support a finding of anticipation.  Even 

though the claimed ranges of about 65% to about 80% PFAP and about 20% 

to about 35% are fully within the preferred ranges of Seiden, Seiden 

indicates that the optimal range for any particular combination of PFAP and 

RCT is dependent on a number of factors including the physical properties 

of the selected PFAP, the level of long chain saturated fatty acids in the 

RCT, the intended use, and the properties desired (Seiden, col. 10, ll. 45-50 

and col. 12, ll. 5-10).  One must first select a particular PFAP meeting the 
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claim requirements and then perform routine experimentation to determine 

the workable or optimum amount for that particular PFAP.  The amount of 

picking and choosing required, while permissible in the context of 

obviousness, is not permissible in the context of anticipation.   

We note that Seiden discloses a large genus of compounds and that 

the claims are directed to subgenera within that larger genus.  This is not a 

case in which a one-to-one comparison between the preferred ranges of 

Seiden and the claimed ranges can be relied upon as the sole basis for 

finding anticipation.  

We also note, as does our dissenting colleague, that an anticipation 

rejection “cannot be overcome by evidence of unexpected results or 

teachings away in the art.”  See In re Malagari, 499 F.2d at 1302,             

182 U.S.P.Q. at 553.  We question whether it is appropriate under the facts 

of this case to completely foreclose this avenue of proof when it is well 

settled that a proper showing of unexpected results would overcome a 

rejection under 35 U.S.C. § 103.  Id.; see also Graham v. John Deere Co.,  

383 U.S. 1, 17-18, 148 U.S.P.Q. 459, 467 (1966);  In re Woodruff, 919 F.2d 

1575, 1578, 16 U.S.P.Q.2d 1934, 1936-37 (Fed. Cir. 1990). 

We find that the Examiner has failed to establish that the subject 

matter of claims 1-6, 8-22, 25-40, 42-60, and 62-69 is anticipated by Seiden. 
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Judge KRATZ, concurring-in-part and dissenting-in-part.  

Upon consideration of the opposing arguments and evidence 

presented on appeal, I agree that the Examiner’s § 103(a) rejection should be 

affirmed for reasons stated in the per curiam opinion.  Because I would also 

affirm the Examiner's § 102(b) rejection on this record, I disagree with the 

majority’s reversal thereof.  

The law of anticipation does not require that the reference teach what 

the Appellants are claiming, but only that the claims on appeal "read on" 

something disclosed in the reference (see Kalman v. Kimberly-Clark Corp., 

713 F.2d 760, 772, 218 U.S.P.Q. 781, 789 (Fed. Cir. 1983).   

Here, Appellants' argument with the Examiner’s anticipation 

determination centers on the claimed ranges for the PFAP and RCT 

components of the claimed reduced calorie fat composition.  Appellants do 

not dispute the Examiner’s determination that the PFAP and RCT of Seiden 

correspond to Appellants' claimed PFAP and RCT components.  In this 

regard, Seiden discloses a reduced calorie fat composition that includes 

PFAP and RCT components in amounts that substantially overlap and  

embrace the PFAP and RCT components required by representative claims 1 

and 3.6   

 

 
6 Appellants do not dispute the Examiner’s determination that the PFAP and 
RCT of Seiden correspond to Appellants' claimed PFAP and RCT.  See      
37 C.F.R. § 41.37 (c). 
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Seiden discloses a reduced calorie fat composition having weight percent 

ranges for the amount of PFAP (about 10 to about 95, preferably about 35 to 

about 95, and most preferably about 65 to about 95) and the amount of RCT 

(about 5 to about 90, preferably about 5 to about 65, and most preferably 

about 5 to about 35).  The most preferred ranges of these components 

encompass and substantially overlap the range amounts for those 

components as required by the respective representative claims without 

significantly deviating therefrom.  See, e.g., column 10, lines 50-56 and 

column 12, lines 10-16 of Seiden.  In this regard, representative claim 1 

requires about 65 to about 80 weight percent PFAP and about 20 to about 35 

weight percent RCT in the fat composition.  Representative claim 3 requires 

a fat composition with about 70 to about 80 weight percent PFAP and about 

20 to about 30 weight percent RCT therein.   

Thus, the description of the preferred ranges of amounts for PFAP and 

RCT of about 65 to 95 weight percent and about 5 to about 35 weight 

percent, respectively, in Seiden anticipate the ranges recited in the 

representative claims because the prior art ranges entirely or substantially 

encompass and do not significantly deviate from the Appellants’ claimed 

ranges.  Perricone v. Medicis Pharmaceutical Corp., 432 F.3d 1368,       

1377 U.S.P.Q.2d 1321, 1327 (Fed. Cir. 2005). 

Appellants discuss Perricone and Atofina v. Great Lakes Chem. 

Corp., 441 F.3d 991, 78 U.S.P.Q.2d 1417, (Fed. Cir. 2006) in a 

Supplemental Appeal Brief filed May 05, 2006 in response to a March 31, 
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2006 Order of this panel of the Board of Patent Appeals and Interferences.  

Appellants assert that: 

       Based on the holdings of Perricone and Atofina, Appellants 
respectfully request that the Board reverse the rejection of the 
present claims under 35 U.S.C. §102.  According to both  
Perricone and Atofina, and as set forth previously, the Federal   
Circuit has held that anticipation may only be found if the prior 
art's disclosed range both entirely encompasses and does not 
significantly deviate from the range claimed in the later-filed 
case.  Moreover, even if both conditions are satisfied, the 
disclosure of a genus in the prior art is not necessarily a 
disclosure of every species in that genus, unless the genus is 
very small.   
       Presently, claims 1, 2 and 9-18 relate to compositions 
generally comprising from about 65% to about 80% of a polyol 
fatty acid polyester and from about 20% to about 35% reduced 
calorie triglycerides, while claims 3-6, 8, 19-22, 25-40, 42-60  
and 62-69 comprise from about 70%  to about 80% of a polyol 
fatty acid polyester and from about 20% to about 30% reduced 
calorie triglycerides. In contrast, Selden teaches from about 
10% to about 95% polyol polyesters and from about 5% to 
about 90% reduced calorie triglycerides.  Consistent with the 
holdings of Perricone and Atofina, Seiden does not anticipate 
the present claims because even though Seiden's ranges may 
arguably encompass Appellants' claimed ranges, Seiden's 
ranges significantly deviate therefrom.  In Perricone, the 
difference between the ranges of Perricone and Pereira was less 
than about 10%. In contrast, the difference in the present ranges 
and those of Selden varies from 15% up to 55% (i.e. the present 
case claims 65% to 80% polyol polyester while Seiden claims 
10% to 95% polyol polyester.  That amounts to a difference of 
55% on the low end and 15% on the upper end of the range).  
Additionally, like the temperature range in Atofina, the ranges 
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(genus) disclosed in Seiden are so broad that one could not   
reasonably say that they disclose each and every value (species) 
within that range, and therefore, to not teach the present ranges. 
For these reasons alone, Appellants respectfully request the 
rejection under 35 U.S.C. § 102 be reversed. 

  

 Appellants’ arguments are not persuasive.  To begin with, it is 

significant that Appellants do not specifically address the most preferred 

range described in Seiden.  This most preferred range (amounts of PFAP and 

RCT of about 65 to 95 weight percent and about 5 to about 35 weight 

percent, respectively) was relied upon by the Examiner in rejecting the 

appealed claims, and the most preferred range represents a small genus that 

embraces the claimed range for those ingredients but has not been shown to 

substantially deviate from the claimed range.  See In re Schaumann,         

572 F.2d 312, 316, 197 U.S.P.Q. 5, 9 (CCPA 1978)(prior art preferred genus 

which disclosed limited species, inclusive of claimed species, constituted 

description of the claimed species within the meaning of 35 U.S.C.               

§ 102(b));  In re Petering, 301 F.2d 676, 681, 133 U.S.P.Q. 275, 280 (CCPA 

1962) (prior art genus containing only 20 compounds inherently anticipated 

a claimed species within the genus because "one skilled in [the] art would     

. . . envisage each member" of the genus).  Of course, it is well settled that 

the disclosure in the prior of art of any value within a claimed range is a 

complete description of the claimed range.  See In re Wertheim, 541 F.2d 

257, 267, 191 U.S.P.Q. 90, 100 (CCPA 1976).  Also, see Atlas Powder Co. 

v. IRECO Inc., 190 F.3d 1342, 1346, 51 U.S.P.Q.2d 1943, 1945-46 (Fed. 
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Cir. 1999) (determining that a prior art disclosure of, e.g., “33-80%” or “50-

70%” constitutes a description of “60-90%” for a component of a claimed 

composition). 

We note that the holding in Atofina was based on a significantly 

different record than the record before us in this appeal.  In Atofina, 441 F.3d 

at 999, 78 U.S.P.Q.2d at 1423-24,  the U.S. Court of Appeals for the Federal 

Circuit reversed an anticipation determination of  a district court (United 

States District Court for the District of Delaware) because of  a 

misapplication of Titanium Metals Corp. v. Banner, 778 F.2d 775, 782,    

227 U.S.P.Q. 773, 779 (Fed. Cir. 1985).  In reversing, the court held that 

“Titanium Metals stands for the proposition that an earlier species reference 

anticipates a later genus claim, not that an earlier genus anticipates narrower 

species.”  Atofina, 441 F.3d at 999, 78 U.S.P.Q.2d at 1424.  However, the 

court, in Atofina, 441 F.3d at 999, 78 U.S.P.Q.2d at 1423, made it clear that 

a small genus can anticipate a species of that genus, even where the 

anticipated species is not mentioned in the anticipating reference and the 

court referenced several earlier decisions consonant with this proposition (In 

re Petering, 301 F.2d at 682, 133 U.S.P.Q. at 281 (CCPA 1962) and Bristol-

Meyers Squibb, Co. v. Ben Venue Labs., Inc., 246 F.3d 1368, 1380,            

58 U.S.P.Q.2d 1508).    

 While the court made several observations about slightly overlapping 

or subsumed ranges and range endpoints in Atofina, 441 F.3d at 999-1000, 

78 U.S.P.Q.2d at 1424, it must be kept in mind that those observations were 
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made in the context of the particular facts and issues before the court in 

Atofina.  In particular, it is noted that consideration of several argued process 

distinctions of the claimed gas-phase catalytic fluorination process for 

forming difluoromethane over the applied prior art generic fluorination 

process disclosure was before the court in addition to the reversible error in  

the district court’s application of Titanium Metals.  For example, the claimed 

process required a specific methylene chloride starting material and product, 

a narrow range (0.1 to 5 percent or 0.1 moles per 100 moles) for a molar 

ratio of oxygen to methylene chloride, and a narrow reaction temperature 

range (330 to 450 degrees Celsius) using a specific catalyst.  Against that 

backdrop, the court’s holding in Atofina should be narrowly construed  given 

the narrow overlap in the preferred process temperature (150 to 350 degrees 

Celsius) together with the narrow overlap in oxygen ratio (.001 to 1 percent) 

presented by the applied reference before the court.  Atofina, 441 F.3d at 

1000, 78 U.S.P.Q. 2d at 1424.   

Here, the overlap in the claimed subsumed range, as was the case in 

Perricone, is not narrow, but significant.  The claimed narrower range for 

each of the selected representative claims encompasses the midpoint of the 

most preferred range described by Seiden.  In essence, Appellants are 

broadly claiming at the heart of the described invention of Seiden.   

Accordingly, it is my view that Appellants' arguments respecting the 

claimed ranges are not persuasive of reversible error in the Examiner’s 

anticipation holding.  
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 As for Appellants’ contentions regarding unexpected results based on 

the Kester declaration,  see In re Malagari,  499 F.2d 1297, 1302, 182 

U.S.P.Q. 549, 553 (CCPA 1974) (holding that an anticipation rejection 

“cannot be  overcome by evidence of unexpected results or teachings away 

in the art.”).  Moreover,  Appellants do not point to any showing, 

commensurate in scope with the claims, which might support a conclusion 

of unexpected results for reasons set forth in the per curiam opinion. 

 On this record, I would have affirmed the Examiner’s anticipation 

rejection. 
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