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DECISION ON APPEAL 

This is a decision on appeal under 35 U.S.C. § 134(a) from the examiner's 

final rejection of claim 1, the sole elected claim pending in the application.  Claim 

5 has been canceled, and claims 2-4, 6 and 7 have been withdrawn. 

We affirm. 
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BACKGROUND 

The appellants’ invention relates to a pouch with a straw hole and a straw 

hole seal material.  Claim 1 is reproduced below. 

 

1. A pouch with a straw hole for inserting a straw 

therein, the pouch comprising: 

a pouch front-side film with a straw hole having a 

predetermined circumference; 

a straw hole seal material for sealing the straw hole 

positioned on the back side of the straw hole having a 

predetermined circumference that is sized to sufficiently 

cover the straw hole, wherein said straw hole seal material is 

first temporarily heat sealed to said pouch front-side film 

and then permanently heat sealed to the pouch front-side 

film over the straw hole, such that the temporary heat seal 

and permanent heat seal each have a heat seal width around 

the straw hole and the predetermined circumference of said 

seal material is slightly larger than the temporary heat seal 

width around the straw hole. 

 

The examiner relies upon the following as evidence of unpatentability: 

Wild 5,425,583 Jun. 20, 1995 
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Claim 1 stands rejected under 35 U.S.C. § 102(b) as being anticipated by 

Wild.1

Rather than reiterate in detail the conflicting viewpoints advanced by the 

examiner and the appellants regarding this appeal, we make reference to the 

examiner's answer (mailed March 24, 2006) for the examiner's complete reasoning 

in support of the rejection and to the appellants’ brief (filed February 13, 2006) and 

reply brief (filed May 24, 2006) for the appellants’ arguments. 

 

OPINION 

In reaching our decision in this appeal, we have carefully considered the 

appellants’ specification and claims, the applied prior art, and the respective 

positions articulated by the appellants and the examiner.  As a consequence of our 

review, we make the determinations that follow.  It is our view that, after 

consideration of the record before us, Wild anticipates claim 1. 

In the rejection of claim 1, the examiner determined that Wild meets the 

final structure implied by the product-by-process recitations of the claim, i.e., a 

straw hole sealing material that is permanently sealed to the back side of the pouch 

front-side film.  Answer, p. 3.  The examiner also found that the method of forming 

the device is not germane to the issue of patentability of the device itself.  Answer, 

p. 3.  In particular, the examiner did not give patentable weight to the process steps 

of temporarily heat sealing and then permanently heat sealing the sealing material 

to the pouch, because the applicant failed to provide evidence that the temporary 

heat seal is present and unchanged after application of the permanent heat seal.  

 
1 On page 2 of the Answer, the examiner withdrew the rejection of claim 1 under 35 U.S.C. 
§ 112, first paragraph.  
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Answer, p. 3.  The examiner stated that “appellant does not present any facts to 

convince the Examiner that the temporary heat seal in appellant’s claim is anything 

more than an intermediate process step within a product claim.”  Answer, p. 5.  

The appellants argue that Wild does not disclose a pouch with a seal material 

covering the straw hole that has a circumference that is slightly larger than the 

circumference of the straw hole.  We note that claim 1 does not require that the 

circumference of the seal material is slightly larger than the circumference of the 

straw hole.  Rather, claim 1 recites, “the predetermined circumference of said seal 

material is slightly larger than the temporary heat seal width around the straw 

hole.”  The examiner found that this limitation was met by the disclosure of Wild, 

because the circumference of the Wild seal material (11) is slightly larger than the 

heat seal width.  The examiner noted that the circumference of the seal material is 

equal to 2πr, where r equals the radius of the seal material, and the radius of the 

seal material in Wild is slightly larger than the heat seal width.  Answer, p. 3. 

We agree with the examiner.  Wild discloses, with reference to Figure 4, a 

sealing foil patch (11) that is sealed around a straw hole (2) to the sealing points 

(8) at the inner side of the pouch material (3).  Wild, col. 3, lines 28-31.  The radius 

of the patch (11) of Wild is slightly larger than the width of the seal (8) of Wild, 

because the width of the seal (8) excludes the center area of the patch (11) that 

covers the straw hole, as shown in cross-section in Figure 2 of Wild.  As such, the 

circumference of the patch (11) must necessarily be larger than the width of the 

seal (8).   

The appellants also argue that Wild does not disclose that the straw hole 

patch is first temporarily sealed to the pouch using a temporary seal having a 

temporary seal width and then permanently sealed to the pouch using a permanent 
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seal that has a permanent seal width.  Brief, pp. 8, 9.  We agree with the examiner 

that claim 1 is a product-by-process claim.  The appellants do not appear to argue 

otherwise in their briefs, and the appellants’ representative agreed with this 

characterization of the claim at the oral hearing.  “The purpose of product-by-

process claims is to allow inventors to claim ‘an otherwise patentable product that 

resists definition by other than the process by which it is made.’”  Smithkline 

Beecham Corp. v. Apotex Corp., 439 F.3d 1312, 1315, 78 USPQ2d 1097, 1099 

(Fed. Cir. 2006) (quoting In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 965-66 

(Fed. Cir. 1985)).  The ultimate issue in Smithkline is the same issue that we face in 

the present case, viz, “whether the prior art disclosure of a product precludes a 

future claim to that same product when it is made by an allegedly novel process.”  

Id. at 1317, 78 USPQ2d at 1100.  The court in Smithkline stated,  

Regardless of how broadly or narrowly one construes a 
product-by-process claim, it is clear that such claims are 
always to a product, not a process.  It has long been 
established that one cannot avoid anticipation by an 
earlier product disclosure by claiming the same product 
more narrowly, that is, by claiming the product as 
produced by a particular process.   

Id.  The Supreme Court has recognized that in some instances, a claim may  

validly describe a new product with some reference to the method of production, 

but only in cases where the patentee distinguishes his product from what is old by 

reference to something other than the process by which he produced it.  See Gen. 

Elec. Co. v. Wabash Appliance Corp., 304 U.S. 364, 373 (1938) (cited with 

approval in Smithkline, 439 F.3d at 1318, 78 USPQ2d at 1101.  Otherwise, 

“[w]hile the process set forth in the product-by-process claim may be new, that 
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novelty can only be captured by obtaining a process claim.”  Smithkline, 439 F.3d 

at 1319, 78 USPQ2d at 1102.   

The appellants argue that the structure of the Wild pouch with only one 

permanent seal is distinguishable from the structure of the claimed invention 

having a temporary seal applied around the periphery of the straw hole and a 

permanent seal applied over the temporary seal.  Brief, pp. 10, 11.  The appellants, 

however, fail to provide any showing or explanation of a structural difference.  

Rather, the appellants argue that they are not required to explicitly include 

evidence in response to an anticipation rejection in the specification in order to be 

considered.   

We disagree.  We find that the examiner presented a prima facie case of 

unpatentability by his articulation of how each and every structural feature of claim 

1 is found in Wild.  In the case of a product-by-process claim, if the examiner 

demonstrates from the evidence that the structure of the resulting product is 

disclosed in the prior art, then the burden shifts to the applicant to demonstrate how 

the structure of the invention differs from the prior art to make that structure 

patentable.  In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985).  

We note that there is scant description in the specification as to the application of 

the temporary and permanent seals, and thus it is difficult to discern the structure 

of the resulting product.  The specification discloses only: 

[A] periphery of the temporally punched section 13 is 
temporally heat-sealed by a temporally heat-sealing 
device 7.  Then the front side film 4 and a rear side film 5 
are aligned with each other by pinch rollers 14, 14a, and 
the section of the straw hole sealing material temporally 
sealed by the temporally sealing machine 7 is finally 
sealed by a finally sealing machine 11.  (Specification, 
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page 4, lines 2-6.) 
Thus, the specification describes only that the sealing material is first 

attached to the front side film by heat sealing to create a temporary seal and then 

permanently attached by a second step of heat sealing.  The examiner took the 

position, which we find reasonable, that once heat is applied to the sealing material 

to create a permanent heat seal, this heating will cause the previously-created 

temporary heat seal to be subsumed by the permanent heat seal.  We find that this 

articulation of structure of the resulting product was a reasonable one in view of 

the description in the specification and was sufficient to shift the burden to the 

appellants to provide evidence showing that the resulting seal of the claimed 

invention was in some way structurally different from the seal of Wild.  The 

appellants failed to provide any such showing.  The appellants rely on the 

dissenting opinion in Smithkline to argue that the process limitations of claim 1 

should not be overlooked in determining anticipation.  Reply, p. 2.  The examiner, 

however, did not overlook the process steps of claim 1.  Rather, he considered 

whether the application of these process steps would result in a product having a 

structural difference from the prior art.   

In response to the enablement rejection, which was later withdrawn by the 

examiner, the appellants had argued that the temporary tack seal is structurally 

discernable from the permanent seal because the seal volume is different or denser 

where the temporary seal and final seal overlap.  The appellants had argued that 

this denser seal volume in the area of the temporary seal is visually discernable.  

Brief, p. 4, 5.  The appellants, in fact, had attempted to amend the specification and 

Figure 3 to add a more detailed description of the two seal areas to show that the 

temporary seal area is smaller than the permanent seal area, such that there is an 
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area of the permanent seal that does not overlap the temporary seal.   It does not 

appear that these amendments were entered into the application, as confirmed by 

the appellants’ representative during the oral hearing of November 14, 2006.   

We further note that there is no support for such an amendment in the 

specification, claims, or figures as originally filed.  There is nothing in the 

specification or in claim 1 that would require the temporary seal to have a width 

different from the width of the permanent seal.  As such, we agree with the 

examiner that once the patch of seal material is permanently sealed to the pouch, 

the temporary seal connecting this patch to the pouch is no longer structurally 

discernable.  The appellants have provided no evidence to the contrary and nothing 

in the specification supports the appellants’ assertion of a structural difference 

between the resulting seal and the seal of Wild.   

On pages 2-3 of the Reply Brief, the appellants argue that the use of both a 

temporary seal, which is applied using high temperature for a short duration, and a 

permanent seal, which is applied using lower temperature for a longer duration, 

improves the overall seal strength compared to a single sealing step.   While this 

may in fact be a structural difference between the seals if such relative 

temperatures and relative durations were used, there is no support in the 

specification for such a narrow interpretation of the method steps used to apply the 

temporary and permanent seals of claim 1.  Rather, as discussed supra, the 

specification merely states that the seals are applied as heat seals.  The 

specification does not contain any disclosure regarding the temperature used to 

apply the seals or the duration of the sealing steps. 

The appellants further argue that the examiner is ignoring a critical 

limitation of claim 1 of a temporary heat seal having a predetermined width around 
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the straw hole.  Reply Brief, p. 2.  The appellants attempt to argue that this 

limitation is a structural limitation that distinguishes the claimed product from the 

product of Wild, which uses no temporary seal.  We fail to see how the 

requirement that the temporary seal applied to the seal material has a width creates 

a structural limitation on the resulting product.  Rather, this limitation further 

defines the process by which the product is made by requiring that during the step 

of applying the temporary seal, the seal is applied with a certain width.  Further, 

because the temporary seal is not discernable in the resulting product of claim 1, 

we do not find that the recitation of the width of the seal creates any structural 

difference between the seal of claim 1 and the seal of Wild.  Accordingly, we 

affirm the examiner’s rejection of claim 1 under 35 U.S.C. § 102(b) as anticipated 

by Wild. 
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CONCLUSION 

The decision of the examiner to reject claim 1 is affirmed.  No time period 

for taking any subsequent action in connection with this appeal may be extended 

under 37 C.F.R. § 1.136(a).  See 37 C.F.R. § 1.136(a)(1)(iv).  

AFFIRMED 

 

 

 

 ) 
CHARLES E. FRANKFORT ) 
Administrative Patent Judge ) 

) 
) 
) 
) BOARD OF PATENT 

TERRY J. OWENS )          APPEALS  
Administrative Patent Judge )              AND 

)   INTERFERENCES 
) 
) 
) 

LINDA E. HORNER ) 
Administrative Patent Judge ) 
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GIFFORD, KRASS, GROH, SPRINKLE, CITKOWSKI, P.C. 
P.O. BOX 7021 
TROY, MI 48007-7021 
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