The opinion in support of the decision being entered today was not written for
publication and is not binding precedent of the Board.
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ON BRIEF

Before KRASS, BARRY, and HOMERE, Administrative Patent Judges.

KRASS, Administrative Patent Judge.

DECISION ON APPEAL

This is a decision on appeal from the final rejection of claims 1-22.

The invention pertains to the maintenance and customization of words, phrases, and
abbreviations that are standard in a profession, industry, trade or occupation, for automatic
insertion of abbreviations from the list into the text, for converting selected words and
phrases in the text to abbreviations, for converting selected abbreviations in the text to words
and phrases, and for automatically converting a number of words and phrases to

abbreviations, and abbreviations to words and phrases, throughout the text.
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Representative independent claim 1 is reproduced as follows:

1. A data processing method for maintaining and customizing a list of words,
phrases, and abbreviations that are standard in a profession, industry, trade or occupation, for
insertion of abbreviations from the list into text, for converting selected words and phrases in
the text to abbreviations, for converting selected abbreviations in the text to words and
phrases, and for automatically converting a number of words and phrases to abbreviations,

and abbreviations to words and phrases, throughout the text, comprising the steps of:

(a) storing in a memory a first data structure encoding a plurality of words and
corresponding abbreviations;

(b) storing in a memory a second data structure encoding a plurality of
abbreviations and corresponding words;

(c) selecting a word in the text to be converted to an abbreviation and converting
the selected word to a corresponding abbreviation using the first data structure; and

(d) selecting an abbreviation in the text to be converted to a word and converting
the abbreviation to a word using the second data structure.

The examiner relies on the following references:

Goldwasser 5,096,423 Mar. 17, 1992

Ichbiah 5,623,406 Apr. 22, 1997

Claims 1-22 stand rejected under 35 U.S.C. § 103 as unpatentable over Ichbiah in
view of Goldwasser.

Reference is made to the briefs and answer for the respective positions of appellant
and the examiner.

OPINION
Taking claim 1 as exemplary, the examiner explains, at pages 3-5 of the answer, that

Ichbiah discloses step (b) of the claimed process, but that Goldwasser discloses the
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remainder of the steps (see page 5 of the answer for the relevant portions of Goldwasser, as
indicated by the examiner).

The examiner concludes that it would have been obvious to combine the references

to obtain converting from a word and phrase to a corresponding
abbreviation and converting from an abbreviation to a
corresponding word and phrase since Goldwasser provides

the first method and Ichbiah provides the second method where
both are to help users fast finding a right word or a right
abbreviation in writing documents (answer-page 5).

While the examiner could have set forth a little better reasoning and a more
grammatically correct rationale, we believe the examiner is clearly indicating that, taken
together, the two references would have indicated to the artisan that one may store both a
plurality of words and corresponding abbreviations; and a plurality of abbreviations and
corresponding words, and that one may select a word/abbreviation in text to be converted to
an abbreviation/word. In this sense, it is our view that the examiner has established a prima
facie case of obviousness with regard to the subject matter of instant claim 1.

Appellant argues that neither Ichbiah nor Goldwasser discloses the step of ¢)
selecting a word in the text to be converted to an abbreviation and converting the select word
to a corresponding abbreviation using the first data structure. In particular, appellant argues
that Goldwasser (the reference relied on by the examiner for this limitation) does not teach
“selecting” a word in text to be converted to an abbreviation, but, instead, prepares the user

to enter abbreviations in the future that will be converted to text, not to convert text to

abbreviations. By way of further explanation, appellant asserts, at page 5 of the principal
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brief, that the user in Goldwasser is merely making data entry to existing text, not selecting a
word in the existing text to be converted; and that the user does not choose from among
several existing words or pick out a word from the existing text to be converted to an
abbreviation because the only word that can be converted by Goldwasser is the single word
that the user is currently entering. Appellant asserts that the user in Goldwasser is “not
making an active choice” (principal brief-page 5).

We disagree. While we understand Goldwasser’s invention, wherein a user types in a
word and, after a certain number of letters of that word, there is a display of an abbreviation
of that word (hence, conversion of word to abbreviation), we do not believe that the
limitation argued by appellant distinguishes over that taught by Goldwasser.

Appellant may argue that the user in Goldwasser is not making an “active choice,”
but a choice is being made by the user nonetheless in typing a word, and, in any event,
“active choice” is not part of the claim. The claim calls for “selecting” a word in the text to
be converted to an abbreviation and converting the selected word to a corresponding
abbreviation using the first data structure. The list of abbreviations corresponding to certain
words, or portions of words, in Goldwasser, is the “first data structure.” Moreover, when the
user types in the word, this very act of entering this data is a “selection” of a word in text
(albeit a word the user is currently entering into the text) and, at some point in entering the
letters that make up the word, a conversion of that word into an abbreviation takes place,

with the abbreviation being displayed to the user.
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Appellant argues that Goldwasser does not disclose selecting a word in the text to be
converted. Again, we disagree. The entry of the word into the text by the user is, broadly
interpreted, a “selection” of a word “in the text.” That is, any word the user wishes to
convert is merely typed into the text and, if there is a corresponding abbreviation, the
abbreviation will be displayed to the user.

Appellant further argues (principal brief-page 6) that the abbreviation displayed in
Goldwasser is displayed in the text after the typed letters; the abbreviation does not replace
the typed letters. First, we note that nothing in claim 1 requires the abbreviation to “replace”
a word. The language merely requires a selection of a word in the text to be converted to an
abbreviation, and then performing the conversion. This much, Goldwasser’s system does.
Typing in the word into the text is a “selection” of the word wishing to be converted, and, if
an abbreviation for that word exists in the data structure, that abbreviation is displayed, thus
concluding the conversion. It matters not that the abbreviation in Goldwasser is displayed in
the text after the typed letters. The claim says nothing about where the abbreviation is
displayed. In fact, independent claim 1 says nothing at all about displaying the converted
word, or abbreviation. Accordingly, appellant’s argument in this regard is not persuasive of
unobviousness.

Appellant separately argues the limitations of claims 3-6. In particular, appellant
argues, at page 6 of the principal brief, that Ichbiah does not select a word in the text to be
converted to an abbreviation using a keyboard or a mouse, in that column 3, lines 63-65, of

the reference only teaches displaying a list of words that have already been converted from

-5-
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abbreviations to the user for selection. Appellant asserts that Ichbiah only converts
abbreviations to words, not vice-versa, and therefore does not teach converting words to
abbreviations.

We disagree.

The rejection is based on 35 U.S.C. § 103, not § 102. Therefore, addressing only
Ichbiah, and not Goldwasser, in the rejection is unpersuasive of unobviousness. The
examiner relied on Goldwasser, and not Ichbiah, for conversion of words to abbreviations.
Moreover, it is clear that a keyboard and a mouse are two known and commonly used input
means for making selections. In fact, Goldwasser, for example, uses a keyboard, for entering
the selected words which will be converted to abbreviations for the user. The artisan would
have recognized the obviousness of alternatively using a mouse to enter such data. We note
column 5, lines 22-24, of Ichbiah, wherein it is indicated that characters may be input “in any
number of ways as it is well known to those skilled in the art, such as a keyboard and point
and select devices.”

Appellant separately argues the limitations of claim 7. In particular, appellant argues,
at page 6 of the principal brief, that neither Ichbiah nor Goldwasser discloses the step of
scanning the text for words to be converted to abbreviations and converting words selected
by the data processing method to corresponding abbreviations using the first data structure.

Again, we disagree. As explained supra, Goldwasser monitors the letters input by a
user and, when those letters indicate a certain word is being entered, an abbreviation for that

word is displayed, if there is such an abbreviation. As broadly claimed, it is fair to say that

-6-
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Goldwasser “scans,” or monitors, the text, i.e., the word being entered, for words to be
converted to abbreviations.

Appellant separately argues the limitations of claim 13. In particular, appellant
argues, at page 7 of the principal brief, that the teaching by Ichbiah, at column 3, lines 50-65,
of choosing one of a set of matching words generated from an abbreviation, is not the same
as selecting the abbreviation and inserting the abbreviation into the text at a position selected
by the user.

Again, we disagree with appellant. While we understand the difference between the
instant invention and the systems of Ichbiah and Goldwasser, the instant invention, as
claimed, does not, in our opinion, distinguish over the references. In Goldwasser, when the
user types in a word at a certain position in the text and an abbreviation is displayed therein,
this can reasonably be said to be a selection of an abbreviation by the user from the first data
structure and an insertion of that abbreviation into the text at a position selected by the user.
True, the abbreviation is displayed following the typed word and only in that position, but, as
broadly claimed, this point in the text at which the word is entered may be said to be
“selected” by the user and the automatic display of the abbreviation after that word, it
follows, is “selected” by the user in entering the word. We note that the claim does not say
that a user may select any of a plurality of positions, or any position within the text. It says
merely that the abbreviation is inserted into the text at a position selected by the user. The
user, in typing a given word, is making the position selection at that time by typing the word

at a selected position. Therefore, in our view, the broad language of claim 13 is met.
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Appellant separately argues the limitations of claim 15. In particular, appellant
argues, at page 7 of the principal brief, that the references do not show the step of the user
instructing the data processing method to select a position in the text for insertion of an
abbreviation.

For the reason supra with regard to claim 13, we are unpersuaded by appellant’s
argument. In Goldwasser, by typing in a word at a particular position, the user has
“selected” the location where the abbreviation will be inserted. We disagree with appellant
that the user has no control over the position in the text at which the abbreviation is to be
inserted because the abbreviation will be inserted following the typed word and the user
types the word. Again, if appellant intended that the user be able to insert the abbreviation at
any of a plurality of positions, or anywhere, in the text, the claims should have so specified.

Accordingly, since all claims not argued separately will fall with the argued claims,
we will sustain the rejection of claims 1-22 under 35 U.S.C. § 103.

The examiner’s decision is affirmed.
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No time period for taking any subsequent action in connection with this appeal may
be extended under 37 CFR § 1.136(a)(1)(iv) (2004).

AFFIRMED

)
ERROL A. KRASS )
Administrative Patent Judge )
)
)
) BOARD OF PATENT
LANCE LEONARD BARRY ) APPEALS AND
Administrative Patent Judge ) INTERFERENCES
)
)
)
JEAN R. HOMERE )
Administrative Patent Judge )

EK/rwk
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BRIGGS AND MORGAN P.A.

2200 IDS CENTER
80 SOUTH 8TH ST
MINNEAPOLIS, MN 55402

-10-



	AFFIRMED 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


