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DECISION ON APPEAL 
 
 Appellants appeal from the Examiner’s final rejection of claims 1 

through 20 under 35 U.S.C. § 103.  

We reverse. 
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Invention 

    Appellants invented an optical measurement apparatus (20) that utilizes a 

high intensity laser light source (28) and an instrumentation module (62) to 

measure the thickness of a thin film deposited on a specimen (22). 

Claim 1 is illustrative and representative of the claimed invention.  It 

reads as follows: 

1.  An optical measurement apparatus operable with a test specimen, 
the optical measurement apparatus comprising: 

 
a light source comprising  
 
a laser having an output beam, and 
 
a beam splitter that splits the output beam of the laser into a first split 

beam and a second split beam; 
 
a test specimen holder that holds the test specimen therein; 
 
a first optical fiber that receives the first split beam and directs the 

first split beam against the test specimen in the test specimen holder; 
 
an instrumentation module; 
 
a second optical fiber that receives the second split beam and conducts  

the second split beam to the instrumentation module; and 
 
a third optical fiber that receives a light measurement signal from the 

test specimen in the test specimen holder and conducts the light 
measurement signal to the instrumentation module. 
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References 

The Examiner relies on the following references: 

Wirz                                         4,669,873      Jun. 2, 1987 

Buhrer                                      4,671,613      Jun. 9, 1987 

Go et al. (Go)                           5,347,604      Sep. 13, 1994 

Alsmeyer et al. (Alsmeyer)     5,455,673      Oct. 3, 1995 

Sandifer et al. (Sandifer)         5,526,121      Jun. 11, 1996  

 

Rejections at Issue 

A.  Claims 1, 2 and 7 stand rejected under 35 U.S.C. § 102 as being 

anticipated by Sandifer. 

B.  Claim 3 stands rejected under 35 U.S.C. § 103 as being unpatentable 

over the combination of Sandifer and Go. 

C.  Claims 4 and 9 stand rejected under 35 U.S.C. § 103 as being 

unpatentable over Sandifer. 

D.  Claim 6 stands rejected under 35 U.S.C. § 103 as being unpatentable 

over the combination of Sandifer and Buhrer. 

E.  Claim 5 stands rejected under 35 U.S.C. § 103 as being unpatentable 

over the combination of Sandifer, Alsmeyer and Buhrer. 
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F.  Claims 8 and 19 stand rejected under 35 U.S.C. § 103 as being 

unpatentable over the combination of Sandifer and Wirz. 

G.  Claims 10 through 15 stand rejected under 35 U.S.C. § 103 as being 

unpatentable over the combination of Sandifer, Go, Alsmeyer, Buhrer and 

Wirz. 

H.  Claims 16 through 18 stand rejected under 35 U.S.C. § 103 as being 

unpatentable over the combination of Sandifer and Wirz. 

Rather than reiterate the arguments of Appellants and the Examiner, 

the opinion refers to respective details in the Brief1 and the Examiner’s 

Answer.2  This decision considers only those arguments submitted in the 

Briefs.  Arguments that Appellants could have made but chose not to make 

in the Briefs are deemed to have been waived.  See 37 CFR 41.37(c)(1) 

(vii)(eff. Sept. 13, 2004).  See also In re Watts, 354 F.3d 1362, 1368, 69 

USPQ2d 1453, 1458 (Fed. Cir. 2004). 

 

 

                                           
1 Appellants filed a corrected Appeal Brief on Feb. 22, 2006.  Appellants 
filed a Reply Brief on Jun. 9, 2006.  
2 The Examiner mailed an Examiner’s Answer on Apr. 10, 2006.  The 
Examiner mailed a communication on Jul. 21, 2006 indicating that the Reply 
Brief has been entered and considered. 
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OPINION 
 

After considering the entire record before us, we do not agree with the 

Examiner that claims 1, 2 and 7 are properly rejected under 35 U.S.C.    § 

102 as being anticipated by Sandifer.  Further, we do not agree with the 

Examiner that claims 3 through 6 and 8 through 20 are properly rejected 

under 35 U.S.C. § 103 as being unpatentable over various combinations of 

Sandifer, Go, Alsmeyer, Buhrer and Wirz.  Accordingly, we reverse the 

Examiner’s rejections of claims 1 through 20 for the reasons set forth infra. 

 

I. Under 35 U.S.C. § 102(b), is the Rejection of claims 1, 2 and 
7 as Being Anticipated By Sandifer Proper? 
 
To make a prima facie case of anticipation of a claim under 35 U.S.C. 

§ 102, the Examiner must show that the prior art reference relied upon 

discloses every element of the claim.  See In re King, 801 F.2d 1324, 1326, 

231 USPQ 136, 138 (Fed. Cir. 1986) and Lindemann Maschinenfabrik 

GMBH v. American Hoist & Derrick Co., 730 F.2d 1452, 1458, 221 

USPQ 481, 485 (Fed. Cir. 1984). 

Appellants argue that Sandifer does not anticipate claim 1. 

Particularly, Appellants contend that Sandifer does not disclose a second 

split beam that reaches an instrumentation module to measure and process 
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the thickness of a specimen.  (Appeal Brief, pages 4 and 7.  Reply Brief, 

pages 2 and 3.) 

To determine whether Sandifer anticipates representative claim 1, we 

must first determine the scope of the claim.  We note that representative 

claim 1 reads in part as follows: 

[A] second optical fiber that receives the second split 
beam and conducts the second split beam to the instrumentation 
module. 
 

We note at  paragraph 0024, Appellants’ specification states the 

following: 

[0024] A second optical fiber 60 receives the second split 
beam 54, usually through a collimator, and conducts the second 
split beam 54 to an instrumentation module 62. 

 
Thus, representative claim 1 does require that the second optical fiber 

conduct the second split beam to the instrumentation module. 

Now, the question before us is what Sandifer would have taught to 

one of ordinary skill in the art?  To answer this question, we find the 

following facts: 

1. At column 4, line 59 through column 5, line 19, Sandifer states the 
following: 

Optical path system 18 has an entry fiber 30, which receives the 
light beam from light source 28 and, dividing into sample and 
reference arms 32,34, respectively, directs sample and reference beam 
portions to spectrophotometric device 10.  
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          Sample and reference intermediate fibers 35,36, 
respectively, deliver respective beam portions to sample 14 and 
reference 16. Sample and reference arms 37,38, respectively of 
exit fiber 40 receive scattered and emitted light from reference 16 
and sample 14 and, recombine the light for delivery to detector 
20.  (Empahsis Added) 
 
          FIG. 1 illustrates optical path system 18 schematically. The 
geometry of the various fibers can be modified, for example, by the 
use of fiber optic probes, such as bifurcated random bundles or 
bundles with particular geometries to enhance signal collection such 
as excitation fibers in different orientations with collection fibers, 
gradient index and refractive lenses, and other optical elements such 
as mirrors, to change beam size, shape, and direction.  
 
          The geometry of optical path system 18 can be modified to 
meet the needs of a particular use. Respective light beams can be 
directed through or reflected from sample 14 and reference 16. 
Optical path system 18 may or may not include holders (not 
specifically illustrated) for sample and reference materials, depending 
upon the nature of the sample 14 and reference 16. 

   
With the above discussion in mind, we find that one of ordinary skill 

in the art would not have found that Sandifer teaches the invention, as 

recited in representative claim 1.  Sandifer discloses a variable filter 

spectrophotometer to measure the composition of a test specimen.  

Particularly, Sandifer discloses a second optical fiber that receives a second 

split beam.  The second optical fiber then conducts the second split beam to 

a reference.  A scattered light is reflected from the reference, and emitted to 

a third optical fiber to reach a detector.  
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We find that one of ordinary skill in the art, at the time of the present 

invention, would have readily recognized that the second split beam that the 

second optical fiber conducts to the reference is different from the emitted 

light that exits the reference.  The ordinarily skilled artisan would have aptly 

appreciated that the second split beam illuminates the reference, whereas, 

the emitted light carries reference information to the detector.  Thus, the 

wavelengths of the second split beam and the emitted light are different.  

Additionally, as depicted in figure 1 of Sandifer, the ordinarily skilled 

artisan would have readily ascertained that the second split beam does not 

actually reach the detector.  Rather, Sandifer’s emitted light carries reference 

information to the detector.  Therefore, the Examiner erred in finding that 

Sandifer teaches a second optical split beam that reaches an instrumentation 

module.   

After considering the entire record before us, we conclude that the 

evidence relied upon and the level of skill in the particular art would not 

have suggested to the ordinarily skilled artisan the invention as set forth in 

claims 1, 2 and 7.  Accordingly, we reverse the Examiner’s rejection of 

claims 1, 2 and 7. 
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II. Under 35 U.S.C. § 103, is the Rejection of Claims 3 through 6 and 
8 through 20 as being unpatentable over Various Combination of 
Sandifer, Go, Alsmeyer, Buhrer and Wirz Proper? 

 
In rejecting claims under 35 U.S.C. § 103, the Examiner bears the 

initial burden of establishing a prima facie case of obviousness.  In re 

Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992).  

See also In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. 

Cir. 1984).  The Examiner can satisfy this burden by showing that some 

objective teaching in the prior art or knowledge generally available to one of 

ordinary skill in the art suggests the claimed subject matter.  In re Fine, 837 

F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988).  Only if this initial 

burden is met does the burden of coming forward with evidence or argument 

shift to the Appellants.  Oetiker, 977 F.2d at 1445, 24 USPQ2d at 1444.  

See also Piasecki, 745 F.2d at 1472, 223 USPQ at 788.  Thus, the examiner 

must not only assure that the requisite findings are made, based on evidence 

of record, but must also explain the reasoning by which the findings are 

deemed to support the examiner’s conclusion.  However, a suggestion, 

teaching, or motivation to combine the relevant prior art teachings does not 

have to be found explicitly in the prior art, as the teaching, motivation, or 

suggestion may be implicit from the prior art as a whole, rather than 

expressly stated in the references.  The test for an implicit showing is what 
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the combined teachings, knowledge of one of ordinary skill in the art, and 

the nature of the problem to be solved as a whole would have suggested to 

those of ordinary skill in the art.  In re Kahn, 441 F.3d 977, 987-88, 78 

USPQ2d 1329, 1336 (Fed. Cir. 2006) citing In re Kotzab, 217 F.3d 1365, 

1370, 55 USPQ2d 1313, 1316-17 (Fed. Cir. 2000).  See also In re Thrift,   

298 F.3d 1357, 1363, 63 USPQ2d 2002, 2008 (Fed. Cir. 2002).   

An obviousness analysis commences with a review and consideration 

of all the pertinent evidence and arguments.  “In reviewing the [E]xaminer’s 

decision on appeal, the Board must necessarily weigh all of the evidence and 

argument.”  Oetiker, 977 F.2d at 1445, 24 USPQ2d at 1444.  “[T]he Board 

must not only assure that the requisite findings are made, based on evidence 

of record, but must also explain the reasoning by which the findings are 

deemed to support the agency’s conclusion.”  In re Lee, 277 F.3d 1338, 

1344, 61 USPQ2d 1430, 1434 (Fed. Cir. 2002). 

Appellants argue that Sandifer does not teach a second optical split 

beam that reaches an instrumentation module.  We have already addressed 

this argument in the discussion of claim 1 above, and we agree with 

Appellants.  Further, Appellants assert that neither Go, Alsmeyer to yield the 

claimed invention.  We agree.  After considering the entire record before us, 
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we conclude that the evidence relied upon and the level of skill in the 

particular art would not have suggested to the ordinarily skilled artisan the 

invention as set forth in claims 3 through 6 and 8 through 20.  Accordingly, 

we reverse the Examiner’s rejection of claims 3 through 6 and 8 through 20. 
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CONCLUSION 

In view of the foregoing discussion, we have reversed the Examiner’s 

rejection of claims 1 through 20 under 35 U.S.C. § 103.  We reverse. 

REVERSED 

 
 
 
 

JAMES D. THOMAS        ) 
Administrative Patent Judge  ) 

) 
) BOARD OF PATENT 

MAHSHID D. SAADAT        )  
Administrative Patent Judge  )   APPEALS AND 

) 
) INTERFERENCES 
) 

JEAN R. HOMERE                    )                  
Administrative Patent Judge  ) 

 
 
 
 
 
 
 
 
 
 
 
 
JRH/rwk 
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INTELLECTUAL PROPERTY  
& LICENSING, EO/E01/E150 
2000 EAST EL SEGUNDO BOULEVARD 
PO BOX 902 
EL SEGUNDO, CA 90245 
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