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DECISION ON APPEAL 

This appeal involves claims 1, 3, 12-16, 35, 36, and 41-43, the only 

claims pending in this application.  We have jurisdiction under 35 U.S.C.  

§ 134. 

 We REVERSE. 
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BRIEF STATEMENT OF THE INVENTION 

Appellants’ invention is directed to a method of chemical cleaning 

one or more ultrafiltration or microfiltration membranes normally immersed 

in water containing solids that become dirty or fouled during normal 

operation.  Representative independent claims 1 and 35, as presented in the 

Brief, appear below:   

1.  A method for cleaning one or more membranes normally immersed 
in water containing solids held at ambient pressure in a tank and used to 
produce a permeate on the insides of the membranes, comprising the steps 
of: 

(a) cleaning the membranes to increase the permeability of the 
membranes,  

(b) after step (a), performing one or more cleaning events per week 
over a period of at least 15 days, each cleaning event further comprising the 
steps of flowing a chemical cleaner through the membranes to provide a 
chemical cleaner in or adjacent the membranes for a period of time; and, 

(c) choosing the concentration of the chemical cleaner and the period 
of time such that the cleaning events reduce the rate of a decline in 
permeability of the membranes over the period of at least 15 days; 

wherein steps (a) and (b) are preformed in repeated cycles.  
 
35. A method for cleaning one or more hollow fiber membranes 

normally immersed in water containing solids held at ambient pressure in a 
tank and used to produce a permeate on the insides of the membranes, 
comprising the steps of: 

(a) performing recovery cleanings to increase the permeability of the 
membranes from time to time; and 

(b) between recovery cleanings, performing one or more cleaning 
events per week, each cleaning event comprising the steps of flowing a 
chemical cleaner through the membranes to provide a chemical cleaner in or 
adjacent the membranes for a period of time.  
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The Examiner relies on the following reference in rejecting the 

appealed subject matter:  

Smith    US 5,403,479  Apr. 4, 1995 

The Examiner rejected claims 1, 3, 35, and 43 under 35 U.S.C.   

§ 102(b) as anticipated by Smith.  

The Examiner rejected claims 12-16, 36, 41, and 42 under 35 U.S.C.  

§ 103 as obvious over Smith.  

ISSUE 

The Examiner contends that Smith describes a method for cleaning 

one or more membranes normally immersed in water containing solids 

where one or more cleaning events occur per week over and at least 15 days 

that meet step (a) and step (b) of the claimed invention.  The Examiner 

contends that the frequency of the cleaning event can be optimized 

depending on the quality and quantity of water to be treated (Answer 4). 

The question before us is whether the Examiner has properly 

determined that the Smith reference teaches or describes the claimed subject 

matter within the meaning of  35 U.S.C. § 102(b) when the Examiner 

recognizes that the optimization of the cleaning process described in Smith 

is required to arrive at the claimed cleaning frequency feature.  We answer 

this question in the negative. 

 

PRINCIPLES OF LAW 

The Examiner has the burden of making out a prima facie case of 

anticipation by pointing out where each and every element of the claimed 

invention is described in a single prior art reference, either expressly or 

under the principles of inherency, in a manner sufficient to have placed a 
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person of ordinary skill in the art in possession thereof.  In re Spada, 911 

F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 1990).   

In rejecting claims under 35 U.S.C. § 103, the Examiner bears the 

initial burden of presenting a prima facie case of obviousness.  In re 

Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993). 

 

ANALYSIS 

The Examiner has not carried the burden of making out a prima facie 

case of anticipation in the first instance is established by pointing out where 

each and every element of the claimed invention is described identically in 

the Smith reference, either expressly or under the principles of inherency.  

See In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 

1990).  We agree with Appellants’ description of the Smith reference 

appearing on page 5 of the Brief.  Specifically, Smith Figure 4 describes 

three relevant chemical containing cleaning events (1, 5, and 6).  Each 

cleaning event is an isolated event performed as part of the test to verify the 

effectiveness of the biocidal solutions (col. 18, ll. 30-40).   Consequently, we 

agree with Appellants that even if cleanings (1) and (6) as specified in 

Figure 4 were the same as step (a) of the present invention, there is no 

disclosure of the subsequent step of performing one or more cleaning events 

as required by the claimed invention (Br. 5).  This is especially true since the 

Examiner’s discussion of optimization of the cleaning frequency depending 

upon the quality and quantity of water to be treated is an admission that the 

Smith reference does not describe each and every claim limitation.  

As to the Examiner’s rejection of claims 12-16, 36, 41, and 42 under 

35 U.S.C. § 103, we note that the Examiner has not provided an analysis of 
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the limitations recited in independent claims 1 and 43.  Since claims 12-16, 

36, 41, and 42 encompass the limitations recited in the independent claims, 

we determine that the Examiner’s analysis lacking any discussion of such 

limitations is incomplete.  As such, we remand this application to the 

Examiner to provide a complete analysis of the Examiner’s rejection of 

claims 12-16, 36, 41, and 42 under 35 U.S.C. § 103 as obvious over Smith 

and to reconsider the patentability of the remaining claims under 35 U.S.C.  

§ 103. 

 

CONCLUSION OF LAW 

The Examiner erred in rejecting claims 1, 3, 35, and 43 under  

35 U.S.C. § 102(b) as anticipated by Smith.  

The application is remanded to the Examiner to provide a complete 

analysis of the Examiner’s rejection of claims 12-16, 36, 41, and 42 under  

35 U.S.C. § 103 as obvious over Smith and to reconsider the patentability of 

the remaining claims under 35 U.S.C. § 103.  
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ORDER 

The rejection under 35 U.S.C. §102 is REVERSED and the 

application is remanded to the Examiner for appropriate action not 

inconsistent with the above instruction. 

This remand to the examiner pursuant to 37 C.F.R. § 41.50(a)(1) 

(2004)) is not made for further consideration of a rejection.  Accordingly,  

37 CFR § 41.50(a)(2) does not apply.. 

 

REVERSED/REMANDED 

 

 

 

 

 

 

 

 

 

 

sld/clj 

Bereskin and Parr 
40 King Street West 
Box 401 
Toronto, Ontario 
Canada  M5H 3Y2 
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