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 DECISION ON APPEAL

This is a decision on appeal from the examiner's final 

rejection of claims 1 to 4.   
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The appellant's invention relates to a device for sealing-

in pouring spouts in bags (specification, p. 1).  A copy of the 

claims under appeal is set forth in the appendix to the 

appellant's brief.  

The Prior Art 

The prior art references of record relied upon by the 

examiner in rejecting the appealed claims are: 

Serra    6,266,948    Jul. 31, 2001 
Hiramoto et al.  6,655,114    Dec.  2, 2003 
Gram     4,751,806    Jun. 21, 1988 
 

The rejections 
 
 Claims 1 and 2 stand rejected under 35 U.S.C. § 103 as 

being unpatentable over Hiramoto in view of Serra.1

 Claims 3 and 4 stand rejected under 35 U.S.C. § 103 as 

being unpatentable over Hiramoto in view of Serra as applied to 

claims 1 and 2 and further in view of Gram.   

                                            
1   The examiner has not addressed claim 10 in the statement of the rejections 
or in the discussion in the body of the answer.  Therefore, we assume that 
the examiner has withdrawn the rejection of claim 10 discussed in the Final 
Rejection. 
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 Rather than reiterate the conflicting viewpoints advanced 

by the examiner and the appellant regarding the above-noted 

rejections, we make reference to the answer  

(mailed June 1, 2006) for the examiner's complete reasoning in 

support of the rejections, and to the brief (filed March 22, 

2006). 

OPINION

In reaching our decision in this appeal, we have given 

careful consideration to the appellant's specification and 

claims, to the applied prior art references, and to the 

respective positions articulated by the appellant and the 

examiner.  As a consequence of our review, we make the 

determinations which follow. 

 We turn first to the examiner’s rejection of claims 1 and 2 

under 35 U.S.C. § 103 as being unpatentable over Hiramoto in 

view of Serra.  The examiner is of the opinion that Hiramoto 

describes the invention as recited in claims 1 and 2 except that 

Hiramoto does not describe a linear transport system with 

toothed belts.  The examiner relies on Serra for teaching  
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toothed belts which are adjustable to accommodate different 

dimensioned workpieces.  The examiner concludes: 

It would have been obvious to one of ordinary skill in the 
art at the time of the invention to provide Hiramoto et al 
with toothed belts as the conveying means as taught by 
Serra to use known mechanical means as well as to promote 
adjustability to the operation [answer at page 3]. 

 
Furthermore one of ordinary skill in the art could easily 
look to a similar process, such as that provided by Serra, 
for various other reasons for aligning the stations in a 
linear fashion and transporting the products via two belt 
conveyors including: available floor space in the 
manufacturing plant, accessing/maintaining the various 
stations, restricting air from the sealed package, limiting 
lateral movement, etc. [answer at page 6]. 

 
We find that Hiramoto discloses a device for sealing-in 

pouring spouts in plastic bags which is depicted in Figure 1.  

The device includes a drum with a station 3 for inserting a 

pouring spout 17 into an opened bag 7 and a station 4 for 

sealing the bag 7 and the spout 17 (col 4, lines 23 to 42).  

Hiramoto also depicts in Figure 1 that the stations are arranged 

so as to be equally spaced from one another around the drum. 

We find that Serra discloses a device to transport boxes 

which includes two belts C1 and C2, which are depicted in Figure 

2 and described as toothed (col. 3, lines 16 to 17).  Serra also 
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discloses that belt C1 can be adjusted when there is variation 

in the size of a box (col. 3, lines 65 to 66). 

 We agree with the appellant that there is no motivation to 

combine the teachings of Hiramoto with the teachings of Serra.  

We note that when it is necessary to select elements of various 

teachings in order to form the claimed invention, we ascertain 

whether there is any suggestion or motivation in the prior art 

to make the selection made by the appellant.  Obviousness cannot 

be established by combining the teachings of the prior art to 

produce the claimed invention, absent some teaching, suggestion 

or incentive supporting the combination.  The extent to which 

such suggestion must be explicit in, or may be fairly inferred 

from, the references, is decided on the facts of each case, in 

light of the prior art and its relationship to the appellant’s 

invention.  As in all determinations under 35 U.S.C. ' 103, the 

decision maker must bring judgment to bear.  It is 

impermissible, however, simply to engage in a hindsight 

reconstruction of the claimed invention, using the appellant’s 

structure as a template and selecting elements from references 

to fill the gaps.  The references themselves must provide some 
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teaching whereby the appellant’s combination would have been 

obvious.  In re Gorman, 933 F.2d 982, 986, 18 USPQ2d 1885, 1888 

(Fed. Cir. 1991) (citations omitted).  That is, something in the 

prior art as a whole must suggest the desirability, and thus the 

obviousness, of making the combination.  See In re Beattie, 974 

F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. Cir. 1992); 

Lindemann Maschinenfabrik GmbH v. American Hoist and Derrick 

Co., 730 F.2d 1452, 1462, 221 USPQ 481, 488 (Fed. Cir. 1984).   

 In our view, there is no motivation to modify the drum 

arrangement disclosed in Hiramoto so as to be a linear 

arrangement as disclosed in Serra.  We do not find the 

motivation asserted by the examiner in the references cited.  We 

simply find no reason in the prior art to modify the circuit 

arrangement of Hiramoto so as to be arranged in a linear 

fashion.  In addition, we find no motivation in the prior art to 

modify the Hiramoto device so as to be able to accommodate 

various sizes of bags.  In any case, as the belts C1 and C2 

engage the sides of the objects being transported thereby, it is 

not clear how the adjustability of belt C1 promotes the 

transportation of plastic bags of various sizes.   As each of 
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the belts C1 and C2 would need to engage the sides of the 

plastic bag to transport the bag, each belt would be in close 

proximity to the other belt because the plastic bags are 

collapsible regardless of the size of the plastic bag.  In 

addition, the plastic bags would be transported in a closed 

position thereby preventing the opening and filling of the bags 

and therefore defeating the object of the Hiramoto device. 

In view of the foregoing, we will not sustain the 

examiner’s rejection of claims 1 and 2 under 35 U.S.C. § 103 as 

being unpatentable over Hiramoto in view of Serra.  We will also 

not sustain the rejection of claims 3 and 4 under 35 U.S.C. § 

103 as being unpatentable over Hiramoto in view of Serra and 

further in view of Gram as this rejection relies on the 

combination of Hiramoto and Serra. 

 The decision of the examiner is reversed. 

 
 



Appeal No. 2006-3174  
Application No. 10/488,501 
 
 
 

 
  

 8

REVERSED 

 

MURRIEL E. CRAWFORD ) 
Administrative Patent Judge ) 

) 
) 
) 
) BOARD OF PATENT 

ANITA PELLMAN GROSS )    APPEALS  
Administrative Patent Judge )      AND 

) INTERFERENCES 
) 
) 
) 

ROBERT E. NAPPI ) 
Administrative Patent Judge ) 
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ROBERTS, MLOTKOWSKI & HOBBES 
P.O. BOX 10064 
MCLEAN, VA 22102-8064 
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