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BAHR, Administrative Patent Judge. 
 

 DECISION ON APPEAL 

This is a decision on appeal from the examiner's rejection of claims 1-20. 

  We REVERSE and enter new grounds of rejection. 
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BACKGROUND 

 The appellant's invention relates to a labeling system for baby bottles.  

Independent claims 1, 7 and 15 are illustrative of the invention and read as follows: 

1. A labeling system for baby bottles, comprising a 
plurality of elastic bands, sized to fit snugly on a baby 
bottle wherein each elastic band comprises an indicator 
for identifying at least one characteristic relating to 
contents within the baby bottle. 
 
7. A method of labeling a baby bottle comprising the 
steps of:  
 a) choosing at least one elastic band sized to fit 
snugly on the baby bottle wherein the at least one elastic 
band comprises an indicator for identifying at least one 
characteristic relating to contents within the baby bottle; 
and  
 b) fitting the at least one elastic band on the baby 
bottle. 
 
15. In combination, a baby bottle and an elastic band 
sized to fit snugly on the baby bottle wherein the elastic 
band comprises an indicator for identifying at least one 
characteristic relating to contents within the baby bottle. 
 

 The examiner relies upon the following as evidence of unpatentability: 

Lyon    US 3,787,993  Jan. 29, 1974 
Ricks    US 4,759,139  Jul. 26, 1988 
Murphy   US 2004/0060212 A1 Apr. 1, 2004  (Sep. 6, 2001) 
Luedde   US 2004/0128877 A1 Jul. 8, 2004 (Jan. 8, 2003) 
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 The appellant seeks review of the examiner’s rejection of claims 1, 2 and 4 

under 35 U.S.C. § 102(b) as being anticipated by Lyon and rejections under 35 

U.S.C. § 103(a) of claims 3, 5 and 6 as being unpatentable over Lyon, claims 7-20 

as being unpatentable over Lyon in view of Ricks and claims 1-20 as being 

unpatentable over Murphy in view of Lyon or Luedde. 

Rather than reiterate in their entirety the conflicting viewpoints advanced by 

the examiner and the appellant regarding this appeal, we make reference to the 

examiner's answer (mailed May 2, 2006) for the examiner's complete reasoning in 

support of the rejections and to the appellant's brief (filed March 27, 2006) for the 

appellant's arguments thereagainst. 

 

OPINION 

In reaching our decision in this appeal, we have given careful consideration 

to the appellant's specification and claims, to the applied prior art, and to the 

respective positions articulated by the appellant and the examiner.  As a 

consequence of our review, we make the following determinations. 

We shall not sustain the rejection of claims 1, 2 and 4 as being anticipated 

by Lyon.  Lyon discloses color coded elastic or rubber bands for use on containers 

of “bottle gas” as used for example in cooking stoves or in industrial or 

commercial applications (col. 1, ll. 4-6, 22-23 and 45-46).  One side of the band 

can carry indicia such as the owner’s name while the opposite side can carry the 

legend “EMPTY” (col. 1, ll. 46-49).  The two sides of the band can be differently 

colored, with different color combinations being used to identify different gases as 
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well as being associated with empty and non-empty containers (col. 1, ll. 49-52).  

For example, the color yellow can be used to identify the empty state and other 

colors can be used to identify different types of gases contained in the container 

(col. 2, ll. 5-7).  The band is received on one of two circular grooves on the 

container and can be flipped, when the container is empty, so that the yellow side 

is exposed to thereby indicate that the container is empty (col. 2, ll. 13-18).  The 

appellant argues on page 5 of the brief that “[a]lthough Lyon does not disclose the 

diameter of these gas cylinders, they clearly have a larger diameter than a baby 

bottle” and the examiner does not dispute this argument.  Instead, the examiner 

urges that Lyon is capable of performing the function of snugly fitting on a baby 

bottle by (1) doubling or tripling the band around a baby bottle or (2) attaching the 

band around the long portion of the baby bottle or (3) placing the band around a 

large diameter baby bottle (i.e. when used for large animals or people).  Answer, p. 

7. 

While it is true that the claims in a patent application are to be given their 

broadest reasonable interpretation consistent with the specification during 

prosecution of a patent application (see, for example, In re Zletz, 893 F.2d 319, 

321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989)), it is also well settled that terms in a 

claim should be construed as those skilled in the art would construe them (see 

Specialty Composites v. Cabot Corp., 845 F.2d 981, 986, 6 USPQ2d 1601, 1604 

(Fed. Cir. 1988) and In re Johnson, 558 F.2d 1008, 1016, 194 USPQ 187, 194 

(CCPA 1977)).  Further, as pointed out by our reviewing court in Phillips v. AWH 

Corp., 415 F.3d 1303, 1315, 75 USPQ2d 1321, 1327 (Fed. Cir. 2005), the claims, 
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of course, do not stand alone but, rather, are part of a fully integrated written 

instrument consisting principally of a specification that concludes with the claims.  

For that reason, claims must be read in view of the specification, of which they are 

a part.  "[T]he specification is always highly relevant to the claim construction 

analysis.  Usually, it is dispositive; it is the single best guide to the meaning of a 

disputed term."  Id. 

 In this instance, the intended manner of use of the elastic band of appellant’s 

invention can be clearly understood from appellant’s specification (p. 3, fourth 

para.) and drawings (Figs. 2 and 4) to comprise being fitted around the diameter of 

the bottle so as to be clearly visible to the user and so as not to interfere with the 

removal or replacement of the cap or the filling or dispensing of liquid into and 

from the bottle.  Accordingly, when read in light of such disclosure, one of 

ordinary skill in the art would not interpret the language of claim 1 to include an 

elastic band sized so as to fit snugly on a baby bottle when doubled or tripled about 

the bottle or when extended about the length of the bottle, so as to cover the nipple 

and cap and thus interfere with the filling and dispensing of the contents thereof.  

The examiner’s positions (1) and (2) as to how the elastic bands of Lyon are sized 

to fit snugly on a baby bottle thus are not well taken.  As for the examiner’s 

position (3), while appellant’s specification expressly intends to cover elastic bands 

of any size to fit any bottle on the market (specification, p. 3), which we interpret 

to mean any baby bottle known in the art, the examiner has not offered any 

evidence to show that a “large diameter baby bottle” having a diameter of about 

that of the containers addressed by Lyon is known in the art to thereby establish 
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that one of ordinary skill in the art would interpret the size limitation of claim 1 so 

as to cover elastic bands of the size addressed by Lyon. 

 In light of the above, we conclude that the examiner has failed to make the 

case that the elastic bands of Lyon are “sized to fit snugly on a baby bottle” as 

called for in claim 1.  It follows that the rejection of claim 1, and claims 2 and 4 

depending therefrom, as being anticipated by Lyon cannot be sustained.  Inasmuch 

as the rejection of claims 3, 5 and 6 as being unpatentable over Lyon is grounded 

in part on the examiner’s finding that the elastic bands of Lyon are “sized to fit 

snugly on a baby bottle,” this rejection also cannot be sustained. 

 We turn our attention now to the rejection of claims 7-20 as being 

unpatentable over Lyon in view of Ricks.  Ricks is directed to a convenient 

mechanism for identifying a baby bottle 12, in the form of a collar 10 and label 34, 

with which infants cannot easily tamper and which facilitates frequent sterilization 

of the bottle 12 (col. 2, ll. 32-35).  In practice, the baby’s name is written on the 

label 34 and label 34 is applied to area 32 on flange 28 of the collar 10 (col. 2, ll. 

35-36).  The edge of label 34 butts against a raised ridge 30 on the exterior face of 

flange 28 so as to impede removal of label 34 by scraping actions, thereby 

rendering removal of the label difficult for infants (col. 2, ll. 41-46).  According to 

Ricks, “[c]ollars 10 may be provided in a plurality of different colors to provide a 

further discriminant” (col. 2, ll. 36-38). 

 In rejecting claims 7-20, the examiner takes the position that “it would have 

been obvious to one in the art to modify Lyon by attaching the elastic bands to 

baby bottles since this would allow the elastic bands to be used on a wider range of 



Appeal No. 2006-3175 
Application No. 10/419,601 
 
 

 7

articles” (answer, p. 4).  Given the disparate nature and size of the “bottle gas” 

containers of Lyon and the baby bottles of Ricks and the vastly different functions 

of the elastic bands of Lyon (to indicate ownership, type of gas and empty or full 

status) and the labels of Ricks (to provide a means of identifying the owner of a 

baby bottle which cannot be easily tampered with by infants), it is not apparent 

why one of ordinary skill in the art would have found any suggestion to utilize the 

elastic bands of Lyon with baby bottles.  From our perspective, the only suggestion 

for putting the selected pieces from the references together in the manner proposed 

by the examiner is found in the luxury of hindsight accorded one who first viewed 

the appellants' disclosure.  This, of course, is not a proper basis for a rejection.  See 

In re Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. Cir. 1992).  The 

rejection cannot be sustained. 

 We turn finally to the rejection of claims 1-20 as being unpatentable over 

Murphy in view of Lyon or Luedde.  For the reasons that follow, we cannot sustain 

this rejection. 

 Murphy discloses a drinking cup identification system for a set of a plurality 

of drinking cups, particularly children’s drinking cups, such as baby bottles (¶ 

0028), in which each of the drinking cups is provided with a unique identifying 

indicia (¶ 0009).  The identification system should not only be capable of 

identifying each of a plurality of drinking cups but should also be capable of 

visually tracking each of the drinking cups.  Such visual tracking should include 

determining when each drinking cup was used and whether any of the plurality of 

drinking cups is missing (¶ 0008).  Suitable unique identifying indicia include, for 



Appeal No. 2006-3175 
Application No. 10/419,601 
 
 

 8

example, a series of numbers, a series of letters, a series of letters which spell a 

name, such as a child’s name or a cartoon character, a series of related cartoon 

characters, such as the seven dwarfs, a series of specified shapes, symbols or 

designs, as well as words, phrases and any combination of such unique identifying 

indicia that can be classified into a sequential pattern (¶0029).  One example is a 

sequential pattern conforming to the days of the week (¶0031).   

 According to Murphy, each drinking cup can be provided with a unique 

identifying indicia from a sequential pattern by any means known to those skilled 

in the art.  Suitable means include, for example, applying an adhesive label having 

the unique identifying indicia printed thereon, extrusion molding the indicia during 

the manufacture of the drinking cup, inscribing the indicia onto the drinking cup, 

etc. (¶ 0035). 

 Luedde discloses a beverage identification device, system and method for 

use when serving beverages to a group of people in order to avoid confusion over 

which person drank from any particular container.  The container 10 may include, 

for example, a can, a glass, a cup, a bottle, beverage box, etc. (¶ 0020) surrounded 

by an elastomeric band 12.  The elastomeric band 12 (a rubber band, for example) 

has an inner surface 14 and an outer surface 16, the inner surface engaging the 

beverage container 10 by applying an elastic, compressive force to the outer 

surface of the beverage container 10 (¶ 0020).  A group of alpha-numeric 

characters 20 on the outer surface 16 of the elastic band serve as a specific 

identifying indicia to specifically identify the beverage container from other similar 

containers.  The other containers of the group are also surrounded by elastomeric 
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bands having indicia on the outer surfaces thereof which are different from the 

indicia on the band on beverage container 10 (¶ 0021).  Other examples of 

identifying indicia include colors, a contrast between two colors, and a 

combination of symbols (for example, alpha-numeric characters) and colors 

(¶0021).  In some examples, indicia are recessed into the outer surface 16, in which 

case, colors may be applied to add contrast between the indicia and background of 

the band (¶0022).  In use, at the beginning of a party or other gathering, the host 

distributes a group of elastomeric bands, each of which has a specific identifying 

indicia different from the identifying indicia of the other bands of the group.  The 

recipients of the bands apply the bands to their beverage containers, thus reducing 

the chances of mistake regarding which drink belongs to whom (¶0026). 

 The examiner’s position, in rejecting claims 1-20 as being unpatentable over 

Murphy in view of Lyon or Luedde, is that it would have been obvious to modify 

Murphy in view of Lyon or Luedde “by attaching the indicator to an elastic band 

and attaching the elastic band to the baby bottles since this would allow the 

indicator to be attached to and removed from the baby bottles in an easier and 

faster manner” (answer, p. 6).  The problem with the modification and motivation 

therefore proposed by the examiner is that Murphy teaches that the identification 

system disclosed therein “should be permanently affixed to each of the plurality of 

drinking cups so that a toddler cannot detach or otherwise remove the identification 

system” (¶0008).  Murphy therefore teaches away from a modification as proposed 

by the examiner which results in an indicator that may be easily detached. 
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NEW GROUNDS OF REJECTION 

 Pursuant to our authority under 37 CFR § 41.50(b), we enter the following 

new grounds of rejection. 

 Claims 1-6 are rejected under 35 U.S.C. § 102(e) as being anticipated by 

Luedde. 

 Luedde meets the limitations of claims 1-4 and 6 as follows.  Luedde 

discloses a labeling system (beverage identification system) for beverage 

containers, such as cans and bottles, comprising a plurality of elastomeric bands    

(¶ 0026), sized to fit snugly around beverage containers such as cans and bottles    

(¶ 0020), which have diameters approximating those of baby bottles1, wherein each 

elastomeric band comprises an identifying indicia that may include a combination 

of alpha-numeric symbols and colors (¶ 0021).  The size of Luedde’s elastomeric 

bands makes them fully capable of use as an identifying system for baby bottles 

and sized to fit snugly on a baby bottle, as called for in claim 1.  As for the 

indicator, appellant’s specification (p. 2) clearly identifies color-coding as an 

indicator for identifying a day of the week or characteristics of the contents of the 

bottle (e.g., breast milk or formula or fresh versus frozen).  The color-coding 

identifying indicia of Luedde’s elastomeric bands therefore is, like appellant’s 

color-coding, an indicator for identifying at least one characteristic relating to 

contents within the beverage container (e.g., baby bottle) on which the band is 

fitted. 

 
1 Conventional beer bottles have diameters just under 2.5 inches, within the range 
of preferred diameters disclosed on page 3 of appellant’s specification. 
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 Claim 5, which further recites that the written indicator indicates a day of the 

week, is also met by Luedde.  As discussed above, Luedde discloses identifying 

indicia including alpha-numeric symbols in combination with colors.  In much the 

same way that different colors identify or indicate different days of the week 

(specification, p. 2), that is, simply because the user understands each color to 

represent a particular day of the week, alpha-numeric characters are fully capable 

of being used to identify or indicate different days of the week and, in fact, do 

indicate a day of the week to a user who associates such alpha-numeric characters 

with particular days of the week. 

 We appreciate that Luedde does not disclose printing the names (i.e., 

“MONDAY,” “TUESDAY,” “WEDNESDAY,” etc.) on the elastomeric bands.  

Claim 5, however, does not require such.  Rather, claim 5 simply requires a written 

indicator that indicates a day of the week.  As discussed above, the alpha-numeric 

characters disclosed by Luedde are fully capable of such. 

 Claims 1-20 are rejected under 35 U.S.C. § 103(a) as being unpatentable 

over Luedde in view of Ricks and further in view of Murphy. 

 Luedde, and its relevance to the claimed subject matter, is discussed above.  

Inasmuch as baby bottles are beverage containers from which people (i.e., babies) 

drink and the need for and desirability of distinguishing the bottles of respective 

infants was well known in the art at the time of appellant’s invention, as evidenced 

by Ricks (col. 1, ll. 7-10), one of ordinary skill in the art would have recognized 

the applicability of Luedde’s beverage identification method, system and device to 

baby bottles to distinguish one baby’s bottles from other babies’ bottles at large 
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gatherings, such as parties, where multiple babies are present.  Accordingly, it 

would have been obvious to one of ordinary skill in the art at the time of the 

appellant’s invention, in order to distinguish the bottles of respective infants in 

such situations, to select one of the elastomeric bands of Luedde, provided with 

identifying indicia such as a combination of alpha-numeric characters and colors, 

and to fit the band snugly on a baby bottle having contents intended for one of the 

babies at the gathering and further to select other elastomeric bands, provided with 

different identifying indicia such as a combination of alpha-numeric characters and 

colors different from those of the first baby bottle and from one another, and to fit 

those bands snugly on baby bottles having contents intended for other babies at the 

gathering, thereby meeting the limitations of claims 1, 2, 4, 7, 8, 10, 12, 15, 16 and 

18.  The recitations in claims 3, 5, 6, 11, 13, 14, 17, 19 and 20, wherein each color 

or written indicator indicates a different day of the week, are interpreted as 

functional characteristics of the indicator.  As discussed in detail above, the 

different colors and alpha-numeric characters indicate different days of the week to 

a user who associates those colors and characters with different days of the week 

and thus meet the limitations of claims 3, 5, 6, 11, 13, 14, 17, 19 and 20. 

 Moreover, even assuming the recitations in method claims 11, 13 and 14, for 

example, wherein each color or written indicator indicates a different day of the 

week, are interpreted as an additional positive step in the method, i.e., requiring the 

user to associate each color or written indicator with a different day of the week, 

Murphy evidences that the desirability of placing indicia (e.g., the words 

“MONDAY,” “TUESDAY,” “WEDNESDAY,” etc.) corresponding to the days of 
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the week on baby bottles to assist the care-giver when the bottles are to be given on 

particular days of the week, to help visually track the bottles to determine if any are 

missing, and to help toddlers learn the days of the week (¶ 0031 and ¶ 0008), was 

recognized in the art at the time of appellant’s invention.  Accordingly, it would 

have been obvious to one of ordinary skill in the art at the time of appellant’s 

invention to provide such indicia on the elastic bands of Luedde and to associate 

such indicia with different days of the week, either to assist the care-giver when the 

bottles on which they are fitted are to be given on particular days of the week, to 

help visually track the bottles to determine if any are missing, or to help teach the 

baby or toddler the days of the week. 

 With regard to claim 9, to store baby bottles containing milk or formula that 

can spoil if not refrigerated during the duration of the gathering in a refrigerator 

until needed and to later select and remove a baby bottle for use based upon the 

identifying indicia on the band (i.e., selection of the baby bottle fitted with a band 

having identifying indicia identifying contents belonging to the baby to whom it 

will be offered) would have been obvious to one of ordinary skill in the art 

practicing the method disclosed by Luedde. 

 Portions of the examiner’s answer (pp. 7-9) and appellant’s brief (pp. 7-8, 

11-13, 15-17, 20-21, 24-26, and 29-30) focus on whether or not there is a new and 

unobvious functional relationship, of the type discussed in In re Gulack, 703 F.2d 

1381, 1384-85, 217 USPQ 401, 404-405 (Fed. Cir. 1983), between the indicia and 

the substrate (elastic band) which carries the indicia in this case.  We agree with 

the examiner that, in this case, there is no new and unobvious functional 
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relationship between appellant’s indicator and the elastic band on which it is 

carried as was the case in Gulack.  Unlike the particular sequence of digits in 

Gulack, in which each digit resided in a unique position with respect to every other 

digit in an endless loop, thereby exploiting the endless nature of the band on which 

they were carried to permit the endless band to perform as an educational 

mathematical device, the elastic band of appellant’s invention would function 

equally well as a labeling system for identifying the contents of a baby bottle on 

which it is fitted, regardless of the particular type of indicator or indicia carried 

thereon.  We find this inquiry to be of very little relevance, however, in the present 

case, wherein there is no difference between the indicator claimed and disclosed by 

the appellant and the identifying indicia disclosed in the prior art.  Inasmuch as the 

claim limitations with regard to the indicator are taught or suggested by Luedde, 

either alone or further in view of Murphy, as discussed above, there is no need to 

determine whether a new and unobvious functional relationship exists between the 

elastic bands and the indicator carried thereon so as to patentably distinguish the 

claimed subject matter from the prior art.  

 

 CONCLUSION 

To summarize, the decision of the examiner to reject claims 1-20 is reversed 

and new grounds of rejection are entered pursuant to 37 CFR § 41.50(b). 

This decision contains new grounds of rejection pursuant to 37 CFR § 

41.50(b).  37 CFR § 41.50(b) provides "[a] new ground of rejection pursuant to 

this paragraph shall not be considered final for judicial review."  
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37 CFR § 41.50(b) also provides that the appellant, WITHIN TWO 

MONTHS FROM THE DATE OF THE DECISION, must exercise one of the 

following two options with respect to the new grounds of rejection to avoid 

termination of the appeal as to the rejected claims: 

(1) Reopen prosecution.  Submit an appropriate 
amendment of the claims so rejected or new evidence 
relating to the claims so rejected, or both, and have the 
matter reconsidered by the examiner, in which event the 
proceeding will be remanded to the examiner. . . . 

(2) Request rehearing.  Request that the proceeding 
be reheard under § 41.52 by the Board upon the same 
record. . . . 
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No time period for taking any subsequent action in connection with this 

appeal may be extended under 37 CFR § 1.136(a).  See 37 CFR § 1.136(a)(1)(iv). 

REVERSED; 37 CFR § 41.50(b) 

 

 

 

JENNIFER D. BAHR ) 
Administrative Patent Judge ) 

) 
) 
) 
) BOARD OF PATENT 

ROBERT E. NAPPI )          APPEALS  
Administrative Patent Judge )              AND 

)   INTERFERENCES 
) 
) 
) 

LINDA E. HORNER ) 
Administrative Patent Judge ) 
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