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WALTZ, Administrative Patent Judge. 
 
 

DECISION ON APPEAL 

 This is a decision on an appeal from the Primary Examiner’s final 

rejection of claim 11, which is the only claim pending in this application (Br. 

1).  We have jurisdiction pursuant to 35 U.S.C. § 134. 

 According to Appellants, the invention is directed to a method of 

laminating optical disks which comprises the steps of placing a lower disk 

on a turntable, placing an adhesive agent in doughnut form onto the lower 
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disk, placing an upper disk on a different turntable, applying an adhesive 

agent in doughnut form onto the upper disk, laminating the upper disk onto 

the lower disk, and curing the adhesive agents by irradiation with ultraviolet 

light (Br. 2).  Appellants state that by using a smaller amount of adhesive 

and a smaller radius of the doughnut form on the upper disk as compared to 

the lower disk any air bubbles contained in the adhesive will be expelled 

therefrom (Br. 2-3).  Claim 11 on appeal is reproduced below: 

  11.   A method of laminating optical disks comprising the 
 steps of: 
   placing a lower disk single sheet on a turntable;  
 
   applying an adhesive agent in doughnut form onto the 
 lower disk single sheet;  
 
   placing an upper disk single sheet on a different 
 turntable;  
 
   applying an adhesive agent in doughnut form onto the 
 upper disk single sheet, the amount of the adhesive agent applied onto 
 the upper disk single sheet being smaller than the amount of the 
 adhesive agent applied onto the lower disk single sheet and the radius 
 of the doughnut form of the adhesive agent applied onto the upper 
 disk single sheet being smaller than the radius of the doughnut form of 
 the adhesive agent applied onto the lower disk single sheet; 
   
   laminating the upper disk single sheet onto the lower disk 
 single sheet in a manner such that the adhesive agent on the upper 
 disk single sheet and the adhesive agent on the lower disk single sheet 
 first contact with each other; and  
 
   curing the adhesive agents provided on the lower and 
 upper disk single sheets by irradiation with ultraviolet light rays to 
 form an integrated, laminated optical disk.   
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 The Examiner has relied on the following reference as evidence of 

unpatentability: 

Kotoyori                                      US 6,228,203 B1                    May 08, 2001 

 Claim 11 stands rejected under 35 U.S.C. § 102(a and e) as 

anticipated by Kotoyori (Answer 3).1  We REVERSE this ground of 

rejection essentially for the reasons stated in the Brief, Reply Brief, and for 

those reasons set forth below. 

OPINION 

 The Examiner finds that Figure 12 as disclosed by Kotoyori describes 

every limitation found in claim 11 on appeal (Answer 3-4).  As shown by the 

annotated Figure 12 of Kotoyori (Answer 6), the Examiner finds that it is 

clear from this attached drawing that the radius of adhesive on the upper disk 

is smaller than the radius of adhesive on the lower disk (Answer 5-6).   

 Appellants argue that, since Figure 12 of Kotoyori is not drawn to 

scale, it is impossible to state that this reference discloses that the radius of 

adhesive on the upper disk is smaller than the radius of adhesive on the 

lower disk (Reply Br. 2).  Appellants further argue that claim 11 also 

requires the amount of adhesive on the upper disk to be smaller than the 

amount of adhesive on the lower disk, and nothing in Figure 12 or elsewhere 

in Kotoyori suggests this requirement of claim 11 on appeal (Reply Br. 2). 

 We find Appellants’ arguments well taken.  It is clear that the 

Examiner finds the limitation of the relative radii of adhesives rings required 

                                           
1The Examiner inadvertently lists claim 1 as the sole claim rejected (Answer 3).  
However, we hold that it is clear from the Final Rejection dated Aug. 26, 2005, and the 
Brief that claim 11 is the only pending claim and is the subject of the only rejection in 
this appeal.  Furthermore, the Examiner discusses claim 11 just two lines below the 
statement of rejection for “claim 1” (Answer 3).  Therefore we deem the Examiner’s 
error to be harmless. 
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by claim 11 on appeal only from the relative sizes of the annular rings of 

adhesives in Figure 12 of Kotoyori (see the Answer and Final Rejection).  

Although the Examiner does not state any basis for the finding that the 

relative amounts of adhesive in Figure 12 of Kotoyori meet the claim 11 

limitation, we presume the Examiner has again relied on the relative 

amounts as shown in Figure 12 (id.).  However, it is well established that 

patent drawings do not define the precise proportions of the elements and 

may not be relied on to show particular sizes if the specification is 

completely silent on the issue.  See Nystrom v. Trex Co., 374 F.3d 1105, 

1116-17, 71 USPQ2d 1241, 1250 (Fed. Cir. 2004).  See also 37 C.F.R. §§ 

1.81(1988) and 1.84(k)(2004).  The Examiner has not pointed to any text in 

Kotoyori stating that the drawings are to scale.  Therefore we cannot sustain 

the Examiner’s rejection. 

 Upon the return of this application to the jurisdiction of the Examiner, 

the Examiner should review the cited prior art and any other relevant prior 

art in the consideration of the obviousness of the claimed method under § 

103(a).  Of course, any consideration of § 103(a) would necessarily involve 

consideration of Appellants’ evidence of non-obviousness (see the Evidence 

Appendix attached to the Brief, including Figures 1 and 2). 
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 The decision of the Examiner is reversed. 

REVERSED 

  

 
 
 
 

 
 

 
 
 
 
 
 
 
hh 
 
 
 
 
 
 
Flynn Thiel Boutell & Tanis 
2026 Rambling Road 
Kalamazoo,  MI 49008-1699 


