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FETTING, Administrative Patent Judges.

ANTON W. FETTING, Administrative Patent Judge.

DECISION ON APPEAL

This appeal involves claims 1-18. Claims 19-25 have been withdrawn from

consideration. We have jurisdiction over the appeal pursuant to 35 U.S.C. § 134.

We REVERSE and ENTER A NEW GROUND OF REJECTION
PURSUANT TO 37 CFR § 41.50(b).
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BACKGROUND

The appellants’ invention relates to a process and system for the customization
of consumer products. (Spec 1). An understanding of the invention can be derived

from a reading of exemplary claim 1, which is reproduced below.

1. A process for the customisation of consumer products, which
comprises the steps of:

(a) preparing said customisable consumer products according to
available selections made by a consumer of one or more components
of said consumer products having product characteristics chosen by
the consumer,

(b) optionally reconstituting said components with one or more other
components, and

(c) dispensing from a vending system at a point-of-sale of said
consumer products.

PRIOR ART
The prior art references of record relied upon by the examiner in rejecting the

appealed claims are:

Partyka US 5,941,363 Aug. 24, 1999
Seo US 6,062,277 May 16, 2000
Whigham US 6,584,309 B1 Jun. 24, 2003
(Dec. 16, 1999)
Hewlitt US 6,598,631 B2 Jul. 29, 2003
(Apr. 25,2001))
Hewlitt US 6,615,880 B2 Sep. 9, 2003

(Apr. 25, 2001))
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We also make of record the following reference:

Kondo US 4,815,633 Mar. 28, 1989

REJECTIONS
Claims 1-18 stand rejected under the judicially recognized doctrine of
obviousness type double patenting for claiming an obvious variation of the subject

matter claimed in another U.S. Patent.

Claims' 1, 2, 3, 6, 14 and 16 stand rejected under 35 U.S.C. § 102(e) as
anticipated by Seo.

Claims 1-10 stand rejected under 35 U.S.C. § 103(a) as obvious over Seo and
Partyka.

Claims 6-8 and 11-18 stand rejected under 35 U.S.C. § 103(a) as obvious over
Seo and Whigham.

Rather than reiterate the conflicting viewpoints advanced by the examiner and
the appellants regarding the above-noted rejections, we make reference to the final
rejection (mailed Apr. 21, 2004) and the examiner's answer (mailed April 4, 2006)
for the reasoning in support of the rejection, and to appellants’ brief (filed January

9, 2006) and reply brief (filed June 2, 2006) for the arguments thereagainst.

' Although claim 8 was included in both the final rejection, p. 4, and the statutory
basis for the rejection in the answer, p. 3, the examiner withdrew the

35 U.S.C. § 102 basis for rejecting claim 8, and retained the 35 U.S.C. § 103(a)
basis, in the answer, p. 14.
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OPINION
In reaching our decision in this appeal, we have given careful consideration to
the appellants’ specification and claims, to the applied prior art references, and to
the respective positions articulated by the appellants and the examiner. As a

consequence of our review, we make the determinations that follow.

Claims 1-18 rejected under the judicially recognized doctrine of obviousness type
double patenting for claiming an obvious variation of the subject matter claimed in

another U.S. Patent.

The examiner rejected the claims under obviousness double patenting because
“Seo discloses a customization controller 5, the system in the foregoing listed
patents could include such a controller for effecting customization of product.”

(Final Rejection 2).

The appellants respond first by admitting that, as to the patents whose claims
are asserted to be the source of the obviousness type double patenting, “[bJoth
cited U.S. Patents were filed on the same day as the present application and

therefore only a one-way determination is needed.” (Br. 5).
Claim 1 of the ‘631 patent is:

1. A device for mixing of one or more concentrates and/or diluents at
an interface between a container and a filling head of a vending
machine as the container is filled using said filling head,
comprising the combination of:

(1) a filling head component, comprising one or more concentrate
and/or diluent inlet tubes, said inlet tubes being in fluid
communication with a central chamber, said chamber comprising



Appeal Number: 2006-3321
Application Number: 09/843,381

therein a diverter, said diverter being such that the difference between
the diameter of the diverter and that of the surrounding chamber is
such that the cross-sectional area therebetween gradually increases in
the direction of flow of the filling head component; and

(i1) a component located in a fill aperture of a container, said
components being engageable with one another so as to provide a
direct path from said filling head to the interior of the container.

Claim 1 of the ‘880 patent is:

1. A system for the mixing of one or more concentrates to form a
product, comprising a vending machine, said vending machine
comprising one or more diluent sources and one or more concentrate
sources, said diluent and concentrate sources being in fluid
communication with one or more mixing chambers, the mixing
chamber being adapted to mix the diluent and concentrate sources
prior to dispense, the product being selected from cleaning products
and detergents, the vending machine further comprising one or more
dispense points adapted to dispense the product into a storage
container when the storage container is positioned for dispensing from
the vending machine.

The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to
prevent the unjustified or improper timewise extension of the "right to exclude"
granted by a patent and to prevent possible harassment by multiple assignees. A
nonstatutory obviousness-type double patenting rejection is appropriate where the
conflicting claims are not identical, but at least one examined application claim is
not patentably distinct from the reference claim(s) because the examined
application claim is either anticipated by, or would have been obvious over, the
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed.
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re
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Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d
937,214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619
(CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

The issue under contention is whether any of the claims under rejection are
patententably indistinct from claim 1 in either of the ‘880 and ‘631 patents. (See
Br. 5-6, Answer 4-9 and Reply Br. 6).

All of the independent claims in the present application require that a consumer
product be prepared according to available selections made by a consumer of one
or more components of said consumer products having product characteristics
chosen by the consumer. This feature is not present in either of the ‘880 and ‘631
patents’ claim 1. Therefore, no claim in the present application is patentably
indistinct from claim 1 in each of the ‘880 and ‘631 patents. Therefore, we find

the examiner's arguments to be unpersuasive.

Accordingly we do not sustain the examiner's rejection of claims 1-18 under
the judicially recognized doctrine of obviousness type double patenting for

claiming an obvious variation of the subject matter claimed in another U.S. Patent.

Claims 1, 2, 3, 6, 14 and 16 rejected under 35 U.S.C. § 102(e) as anticipated by

Seo.

The 1ssues under contention are

e whether Seo’s vending machine prepares customisable consumer products
according to available selections made by a consumer of one or more
components of those consumer products having product characteristics

chosen by the consumer
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e whether Seo’s vending machine optionally reconstitutes components with

one or more other components
(See Br. 7-8, Answer 10-15 and Reply Br. 2-9).

The examiner contends that Seo’s use of the plural form of “button” and the
use of hot and cold water evidence the selection by a customer of one or more

components. The plural form of “button” occurs in the paragraph

The product selecting unit 410 disposed with a plurality of buttons
corresponding to respective products in the automatic vending
machine serves to input a product selection signal to the controller
420 when the buttons are manipulated.

(Col. 3, lines 58-61)

A single product selection signal, not plural component selection signals,
emanates from this sequence. Further, this portion gives no indication that
different buttons represent different components. Similarly, there is no suggestion

in Seo that a customer has a choice of hot or cold water for any given selection.

The fact that a certain result or characteristic may occur or be present in the
prior art is not sufficient to establish the inherency of that result or characteristic.
In re Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993)
(reversed rejection because inherency was based on what would result due to
optimization of conditions, not what was necessarily present in the prior art); In re
Oelrich, 666 F.2d 578, 581-82, 212 USPQ 323, 326 (CCPA 1981). "To establish
inherency, the extrinsic evidence 'must make clear that the missing descriptive
matter is necessarily present in the thing described in the reference, and that it
would be so recognized by persons of ordinary skill. Inherency, however, may not

be established by probabilities or possibilities. The mere fact that a certain thing
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may result from a given set of circumstances is not sufficient.' " In re Robertson,

169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) (citations omitted)

There is nothing in Seo to indicate its buttons or water supplies necessarily
prepare customisable consumer products according to available selections made by
a consumer of one or more components of those consumer products having product
characteristics chosen by the consumer. Accordingly we do not sustain the
examiner's rejection of claims 1, 2, 3, 6, 14 and 16 under 35 U.S.C. § 102(e) as
anticipated by Seo.

Claims 1-10 rejected under 35 U.S.C. § 103(a) as obvious over Seo and Partyka.

There is no controversy over whether Partyka makes up for Seo’s deficiencies
in the independent claims. The dependent claim rejections cannot be sustained
where they fully incorporate the subject matter of the independent claims
improperly rejected over the same art. Accordingly we do not sustain the
examiner's rejection of claims 1-10 under 35 U.S.C. § 103(a) as obvious over Seo

and Partyka.

Claims 6-8 and 11-18 rejected under 35 U.S.C. § 103(a) as obvious over Seo and
Whigham.

There is no controversy over whether Whigham makes up for Seo’s
deficiencies in the independent claims. The dependent claim rejections cannot be
sustained where they fully incorporate the subject matter of the independent claims
improperly rejected over the same art. Accordingly we do not sustain the
examiner's rejection of claims 6-8 and 11-18 under 35 U.S.C. § 103(a) as obvious

over Seo and Whigham.
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NEW GROUND OF REJECTION UNDER 37 CFR § 41.50(b)
Pursuant to 37 CFR § 41.50(b), we enter the following new ground of

rejection:

Independent claims 1 and 6 are rejected under 35 U.S.C. § 102(b) as
anticipated by Kondo.

Kondo shows
(a) preparing customisable consumer products according to available
selections made by a consumer of one or more components of those
consumer products having product characteristics chosen by the
consumer,

(b) optionally reconstituting those components with one or more other
components, and

(c) dispensing from a vending system at a point-of-sale of those
consumer products

in the Summary of Invention Col. 2, line 40 — Col. 3 line 39:

It is an object of this invention to provide an automatic vending
machine wherein different varieites [sic] of ground coffee powders or
of coffee beans are stored separately and a straight coffee of any one
of the varieties and a blended coffee of any combination of the
varieties [sic] can be served as requested.

It is another object of this invention to provide such an automatic
vending machine wherein coffee concentration can be selected as
desired.

It is still another object of this invention to provide such an automatic
vending machine wherein cream and/or sugar can be mixed to the
coffee as desired.

According to this invention, an automatic coffee vending machine can
be obtained which comprises a plurality of chambers for storing
coffee materials of different varieties, respectively, and a plurality of
means for discharging the coffee materials from the plurality of
chambers, respectively. Powders of the coffee materials discharged by
the discharging means are introduced into a coffee extractor by an
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introducing means. Hot water is also supplied to the extractor from a
hot water supply means. [This reconstitutes optional components. ]
The automatic coffee vending machine further comprises money
detecting means for generating a vending signal at a time when an
amount of money as deposited by a purchaser is equal to or above a
predeterminaed [sic] price, and selection key means for selecting
desirable one or more coffee variations contained in the plurality of
chambers. Electric control means is actuated by the vending signal
from the money detection means and control the coffee extracting
means, the coffee discharging means and the hot water supply means
so as to serve a straight coffee of the desired one variety or a blended
coffee of the desired more than one varieties as selected by the
selection key means.

In the plurality of chambers, ground coffee powders or coffee beans
may be stored. In storing coffee beans, the machine further comprises
a coffee mill means for grinding beans discharged by the discharging
means. The coffee mill means also operates under control of the
electric control means.

According to this invention, the vending machine further comprises a
sugar container, a cream container and cream and sugar discharging
means. Cream and sugar discharging means operate under control of
the electric control means to supply cream and sugar to coffee
extracted by the coffee extracting means.

In an aspect of this invention, the automatic coffee vending machine
comprises coffee concentration key means for selecting a desirable
coffee concentration level, sugar amount key means for selecting a
desirable sugar amount and cream amount key means for selecting a
desirable cream amount. Memory means stores data of various cream
amounts, various sugar amounts, different supply amounts of coffee
material, and supply amount ratios of the different coffee varieties
contained in the chambers [sic]. The electric control means reads out
the data and controls the coffee material discharging means, the cream
discharge means and the sugar discharge means to serve a coffee with
a concentration, sugar amount and cream amount as selected by the
coffee concentration key means, the cream amount key means and the
sugar amount key means.

(emphasis added).

10
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Thus, Kondo anticipates the subject matter of independent claims 1 and 6. The
examiner should consider the patentability of the remaining dependent claims with

respect to the art of record .

CONCLUSION

To summarize,

e The rejection of claims 1-18 under the judicially recognized doctrine of
obviousness type double patenting for claiming an obvious variation of the

subject matter claimed in another U.S. Patent is not sustained.

e The rejection of claims 1, 2, 3, 6, 14 and 16 under 35 U.S.C. § 102(e) as

anticipated by Seo is not sustained.

e The rejection of claims 1-10 under 35 U.S.C. § 103(a) as obvious over Seo

and Partyka is not sustained.

e The rejection of claims 6-8 and 11-18 under 35 U.S.C. § 103(a) as obvious

over Seo and Whigham is not sustained.

e Pursuant to 37 CFR § 41.50(b), we enter the following new ground of

rejection

o Independent claims 1 and 6 are rejected under 35 U.S.C. § 102(b) as
anticipated by Kondo.

This decision contains a new ground of rejection pursuant to
37 CFR § 41.50(b) (effective September 13, 2004, 69 Fed. Reg. 49960
(August 12, 2004), 1286 Off. Gaz. Pat. Office 21 (September 7, 2004)).
37 CFR § 41.50(b) provides “[a] new ground of rejection pursuant to this

paragraph shall not be considered final for judicial review.”

11
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37 CFR § 41.50 (b) also provides that the appellant, WITHIN TWO MONTHS
FROM THE DATE OF THE DECISION, must exercise one of the following two
options with respect to the new ground of rejection to avoid termination of the
appeal as to the rejected claims: (1) Reopen prosecution. Submit an appropriate
amendment of the claims so rejected or new evidence relating to the claims so
rejected, or both, and have the matter reconsidered by the examiner, in which event

the proceeding will be remanded to the examiner . . . .

(2) Request rehearing. Request that the proceeding be reheard under § 41.52 by

the Board upon the same record . . . .

No time period for taking any subsequent action in connection with this appeal

may be extended under 37 CFR § 1.136(a)(1)(iv).

12
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REVERSED
and
ENTERED A NEW GROUND OF REJECTION PURSUANT TO
37 CFR § 41.50(b).

ANITA PELLMAN GROSS )
Administrative Patent Judge )
)
)
)
) BOARD OF PATENT
ROBERT E. NAPPI ) APPEALS
Administrative Patent Judge ) AND
) INTERFERENCES
)
)
)
ANTON W. FETTING )
Administrative Patent Judge )
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SHELL OIL COMPANY
P.O. BOX 2463
HOUSTON, TX 77252-2463

14




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


