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DECISION ON APPEAL 

This appeal involves claims 1-15 and 17-29, the only claims pending 

in this application.  We have jurisdiction over the appeal pursuant to  

35 U.S.C. § 134.   
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INTRODUCTION 

The claims relate to a handheld computing device featuring 

interchangeable display units.  Claim 15 is illustrative: 

15.  A handheld computing device facilitating a detachable visual 
display unit comprising: 

 
a processing unit; 
 
a power source; 
 
a communication port for communicating with a detachable visual 

display unit, wherein the communication port is capable of receiving 
information representative of properties of the detachable visual display unit.   

 

The Examiner relies on the following prior art reference to show 

unpatentability: 

 Moriconi   US 6,590,547 B2   Jul. 8, 2003 

 The rejection as presented by the Examiner is as follows: 

1. Claims 1-15 and 17-29 are rejected under 35 U.S.C § 103(a) as 

unpatentable over Moriconi. 

 

OPINION 

Representative claim 15 purports a “handheld computing device” in 

the preamble.  Appellants do not dispute that Moriconi describes a portable 

computer (e.g., a notebook computer) having structure that meets the terms 

recited in the body of the claim.  Appellants argue, however, that (1) the 

preamble recitation represents a limitation of the claim and (2) the definition 

of “handheld computing device” distinguishes the claim over Moriconi.  

(Reply Br. 4.) 
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Appellants submit that the claim preamble limits the structure of the 

claimed invention to a handheld computer that can be conveniently stored in 

a pocket.  We find nothing in the preamble, nor in the body of the claim, that 

mentions storage in any pocket.  The body of the claim appears to set forth a 

structurally complete invention, without the need to presume that the 

preamble further sets forth structure that is necessary for completion.  The 

preamble thus may be read as merely providing a name for the device.  The 

preamble of a claim does not limit the scope of the claim when it merely 

states a purpose or intended use of the invention.  In re Paulsen, 30 F.3d 

1475, 1479, 31 USPQ2d 1671, 1673 (Fed. Cir. 1994). 

Appellants further submit that the preamble has been relied upon 

during prosecution to distinguish the claimed invention from Moriconi, and 

thus represents a limitation, relying on a quotation from Catalina Mktg. Int’l 

v. Coolsavings.com, Inc., 289 F.3d 801, 808-09, 62 USPQ2d 1781, 1785  

(Fed. Cir. 2002). 

In our view, the assertion of a principle relating to a patent 

controversy in U.S. District Court (infringement) litigation is misplaced.  

Here, there is no “prosecution history” because the prosecution is ongoing; 

the history is thus incomplete.  Further, unlike proceedings in a District 

Court, the claims in an application may be amended to be commensurate 

with arguments made during prosecution, to the extent the amendments are 

supported by the disclosure, and thus remedy uncertainty as to the scope of a 

claim.  “An essential purpose of patent examination is to fashion claims that 

are precise, clear, correct, and unambiguous.  Only in this way can  
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uncertainties of claim scope be removed, as much as possible, during the 

administrative process.”  In re Zletz , F.2d 893 319, 322, 13 USPQ2d 1320, 

1322 (Fed. Cir. 1989). 

We are therefore not persuaded that the preamble recitation of 

claim 15 limits the scope of the claimed subject matter.  We will, however, 

consider the second part of Appellants’ argument, assuming arguendo that 

“handheld computing device” represents a limitation. 

Appellants suggest (Br. 8-9) that the specification provides a limiting 

definition for the term in controversy.  Appellants point to paragraph 3 of the 

specification, which speaks only in general terms of “handheld computing 

devices,” using terms of degree such as “compact” and “small.”  Appellants 

seem to acknowledge that the display screen sizes described by Moriconi are  

smaller than the size of a “standard” computer monitor, but seem to allege 

that the size of the displays described by Moriconi are somewhere between 

the size of a standard computer monitor and Appellants’ undefined “smaller” 

display.  We do not consider the proposal to define a device by its ease of 

“viewing complex images of documents” (Br. 9) to be helpful in 

determining whether instant claim 15 distinguishes over the reference. 

Appellants also submit that paragraph 22 of the specification states 

that a handheld computer can be “a handheld personal digital assistant 

(PDA), a wireless mobile phone, a pager, or any such device.”  (Br. 9.)   

Actually, paragraph 22 of the specification describes the embodiment 

of processing unit 110 (Fig. 1A), rather than setting forth any definition of 

“handheld computing device.”  Further, the section does not state that a 

handheld computer can be any of the things alleged by Appellants in the 
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Brief, but states that processing unit 110 can be “a handheld computer, a 

handheld personal digital assistant (PDA), a wireless mobile phone, a pager, 

or any other such device.”  The specification thus provides a list of four 

things that processing unit 110 may be, and then teaches that the unit is not 

limited to the four examples. 

Our reviewing court has repeatedly warned against confining the 

claims to specific embodiments described in the specification.  Phillips v. 

AWH Corp., 415 F.3d 1303, 1323, 75 USPQ2d 1321, 1334 (Fed. Cir. 2005) 

(en banc).  We are not persuaded that the specification provides a useful 

definition for “handheld computing device.” 

Appellants submit the alternative argument that the artisan would 

have understood the term “handheld computing device” to exclude the 

structures described by Moriconi.  In support of that view, Appellants refer 

to two papers attached to the Brief in the Evidence Appendix. 

One piece of evidence appears to be a printed copy from the Web 

page “SearchMobileComputing.com,” addressing the word “handheld.”  The 

paper states that a handheld computer “is a computer that can conveniently 

be stored in a pocket (of sufficient size) and used while you’re holding it.”  

The next sentence indicates that “handheld computer” and “PDA” are 

synonymous -- i.e., “Today’s handheld computers, which are also called 

personal digital assistants (PDAs) . . . .”  That sentence, however, is contrary 

to Appellants’ specification (¶ 22), which teaches that a handheld computer 

is distinct from a PDA. 
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Moreover, the evidence provided from the Web page (apparently 

printed February 11, 2004) was last updated on September 9, 2003 (second 

printed page) and copyrighted “2003-2004” (third printed page).  The instant 

application was filed February 28, 2002.  The proffered evidence thus does 

not necessarily reflect the artisan’s understanding of the term at the time of 

invention (on this record, February 28, 2002). 

Appellants also rely on a definition for “handheld computer” from 

another Web page, which designates 1997 as the date of copyright.  

According to the single entry, “handheld computer” is defined as “a 

computer small enough to be carried in your pocket.” 

The “definition” is, manifestly, informal.  Pockets come in a great 

variety of sizes, ranging from thimble-sized to very large (e.g., a pocket in 

an apron, a farmer’s overalls, a pocketbook, or a backpack). The entity that 

provided the asserted definition could not know the size of the reader’s 

pocket.  We cannot surmise what the size of “your” pocket may be, at this 

time or in any future time, without knowing who “you” are and what “you” 

are wearing or otherwise possess.  Such a “definition” would not provide 

reasonable notice as to what the claim might include or exclude. 

Moreover, the evidence provided by Appellants may speak to the 

meaning of “handheld computer,” but Appellants are not claiming a 

“handheld computer.”  The preamble of instant claim 15 purports a 

“handheld computing device.”  Appellants’ evidence does not demonstrate 

that the artisan would have considered the term “handheld computing 

device” as excluding the laptop or notebook computers described by 

Moriconi. 

 6



Appeal 2007-0251 
Application 10/085,310 
 
 

 

For the foregoing reasons, we sustain the rejection of claim 15, and of 

claims 1, 3, 6-15, 17-19, 22, and 25-29 that are not separately argued. 

Appellants argue claims 4, 5, 23, and 24 under a separate heading.  

(Br. 11-12.)  We find that the arguments in defense of that group of claims 

rely on the argument that we have found unpersuasive; i.e., the proposition 

that the claims require a handheld computing device and Moriconi fails to 

teach a handheld computing device.  Appellants’ not showing error in the 

rejection, we sustain the rejection of claims 4, 5, 23, and 24. 

We agree with Appellants, however, that the Examiner has not set 

forth a prima facie case for unpatentability with respect to the subject matter 

of claims 2, 20, and 21.  We find no basis in this record for the position that 

Moriconi at column 4, lines 57 through 59, and Figures 2 and 4, would have 

suggested that connector 39 could be replaced with “any other appropriate 

type” (Answer 4 and 7).  Nor has the Examiner provided any evidentiary 

basis for the position that a multi-pin electrical connector and a wireless 

interface were art-recognized equivalents at the time of the invention.  

(Answer 11.)  We thus do not sustain the rejection as to claims 2, 20, and 21. 
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CONCLUSION 

In summary, we affirm the rejection of claims 1, 3-15, 17-19, and 22-29 

but reverse the rejection of claims 2, 20, and 21 under 35 U.S.C § 103(a) 

over Moriconi.  The Examiner’s decision is thus affirmed-in-part. 

 

AFFIRMED-IN-PART

 

 

 
 
   
 
 
 
 
 
 
 
 
 
 
 
 
 
 
PGC 
 
 
 
FOLEY & LARDNER LLP 
777 East Wisconsin Avenue 
Milwaukee, WI 53202-5306 

 8


	 INTRODUCTION 
	CONCLUSION 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


