
The opinion in support of the decision being entered today was not written  
for publication and is not binding precedent of the Board. 
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DECISION ON APPEAL 

  
This is an appeal from the final rejection of claims 1-27.  These are 

the only claims remaining in the application.  We have jurisdiction under 35 

U.S.C. §§ 134 and 6(a). 
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Appellants claim a surgical tool for ablating tissue.  The tool has a 

heat sink in thermal communication with the ablation needles.  The heat sink 

is provided with cooling flow from a fluid coolant system.   

Claim 1, reproduced below, is further illustrative of the claim subject 

matter 

1. A medical probe assembly for ablating tissue, comprising: 

an elongated shaft having a proximal end and a distal end; 

one or more needle electrodes extending from the distal end of the 

shaft; 

a heat sink disposed within the distal end of the shaft in thermal 

communication with the one or more needle electrodes; and 

a coolant flow conduit disposed within the shaft in fluid 

communication with the heat sink. 

The references relied upon by the Examiner as evidence of 

obviousness are: 

Morrison, Jr. US 4,074,718 Feb. 21, 1978 

Lorentzen US 5,951,546 Sep. 14, 1999 

Gough US 6,500,175 B1 Dec. 31, 2002 

Levine US 2003/0114847 A1 Jun.  19, 2003 

Laufer US 6,629,951 B2 Oct.   7, 2003 

 

Claims 1-3, 6, and 7 stand rejected under 35 U.S.C. § 103 as 

unpatentable over Morrison in view of Laufer. 
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Claims 4, 5, and 15 stand rejected under 35 U.S.C. § 103 as 

unpatentable over Morrison in view of Laufer and further in view of Gough. 

Claims 8-10 stand rejected under 35 U.S.C. § 103 as unpatentable 

over Morrison and Laufer and further in view of Levine. 

Claims 11-14, 16, 17, 20, 21, 25, and 26 stand rejected under 35 

U.S.C. § 103 as unpatentable over Morrison and Laufer and further in view 

of Lorentzen. 

Claims 18, 19, and 27 stand rejected under 35 U.S.C. § 103 as 

unpatentable over Morrison, Laufer, and Lorentzen and further in view of 

Gough. 

Claims 22-24 stand rejected under 35 U.S.C. § 103 as unpatentable 

over Morrison, Laufer, Lorentzen, and Levine. 

 

ISSUE 

Appellant’s sole argument is that the teachings of Morrison and 

Laufer would not have rendered the subject matter of independent claim 1 

prima facie obvious, inasmuch as Laufer is from a non-analogous art.  

Therefore, the sole issue on appeal for our consideration is whether 

the Examiner has established the prima facie obviousness of claim 1 by a 

preponderance of the evidence. 
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FINDINGS OF FACT 

 

Morrison discloses, in Figure 7, an elongated shaft with proximal and 

distal ends. A needle electrode 32 is disposed extending from the distal end 

of the shaft.  A heat sink 58 is disposed within the distal end of the shaft in 

thermal communication with the needle electrode.  A coolant flow conduit, 

54, 56, is disposed within the shaft in fluid communication with heat sink 

58.  Thus it readily can be seen that Morrison anticipates claims 1, 2, 6, and 

7. 

Turning to Laufer, the Examiner refers us to Figure 7a.  Laufer is a 

disclosure for surgical therapy for lung diseases of a type that Laufer 

characterizes as Chronic Obstructive Pulmonary Disease.  Laufer’s  goal is 

providing holes in lung tissues to alter gaseous flow within the lungs to 

improve breathing.  Figure 7 shows a cutting tool with a heat sink member 

702.  The heat sink member is in fluid communication with a lumen 704 that 

provides fluid such as saline which conduct heat away the surrounding 

channel. 

Gough discloses another surgical tool for the ablation of tissue.  

Gough discloses a cooling system whereby cooling inlet 14 carries cooling 

toward the tip and cooling exit 16 carries the warmed cooling fluid away 

from the ablated tissue.  Gough also discloses probes 24 and 26, which carry 

sensor 30 and 28 into the surrounding tissues to provide temperature 

readings for points in the tissue.   
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Levine discloses an RF tool which uses a heat pipe to provide cooling 

to the ablation tip.  The heat pipe is a hollow heat conducting metal tube 

which contains an evacuated space filed with a phase-changeable liquid.  

Levine discloses the phase-change liquid as water.  Water vaporizes while 

the heat is generated by the tip and condenses in heat exchanger 424, 422 so 

that it can flow back to the tip to carry more heat away from the tip.   

Finally, Lorentzen discloses a fluid cooling system for an ablation tip 

which has pump 70, tube 22 to supply fluid and tube 24 that returns fluid to 

a cooling condenser sump.  

  

PRINCIPLES OF LAW 

 “Section 103 forbids issuance of a patent when ‘the differences 

between the subject matter sought to be patented and the prior art are such 

that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said 

subject matter pertains.’ In Graham v. John Deere Co. of Kansas City, 383 

U. S. 1, 14, 148 USPQ 459, 465 (1966), the court set out a framework for 

applying the statutory language of §103, language itself based on the logic of 

the earlier decision in Hotchkiss v. Greenwood, 11 How. 248 (1851), and its 

progeny.  See 383 U. S., at 15–17.   

The analysis is objective: 

‘Under §103, the scope and content of the prior art are to be 

determined; differences between the prior art and the claims at 
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issue are to be ascertained; and the level of ordinary skill in the 

pertinent art resolved.  Against this background the obviousness 

or nonobviousness of the subject matter is determined.  Such 

secondary considerations as commercial success, long felt but 

unsolved needs, failure of others, etc., might be utilized to give 

light to the circumstances surrounding the origin of the subject 

matter sought to be patented.’ Id., at 17–18. 

While the sequence of these questions might be reordered in any 

particular case, the factors continue to define the inquiry that controls. If a 

court, or patent examiner, conducts this analysis and concludes the claimed 

subject matter was obvious, the claim is invalid under §103.” KSR Int’l Co. 

v. Teleflex Inc., 127 S.Ct. 1727, 1734, 82 USPQ2d at 1391 (U.S. Apr. 30, 

2007).   

 Furthermore, it appears that the Court is advocating the “functional 

approach of Hotchkiss” in which the functions of the known prior art 

elements are the defining feature and the predictability of the combination is 

paramount.  “The Court has held that a ‘patent for a combination which only 

unites old elements with no change in their respective functions . . . 

obviously withdraws what is already known into the field of its monopoly 

and diminishes the resources available to skillful men.’” Great Atlantic & 

Pacific Tea Co. v. Supermarket Equipment Corp., 340 U. S. 147, 152 

(1950).  This is a principal reason for declining to allow patents for what is 

obvious.  The combination of familiar elements according to known methods 
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is likely to be obvious when it does no more than yield predictable results.  

KSR at 1739, 82 USPQ2d at 12. 

 Additionally, it is quite apparent that a test for analogousness based on 

the problem the applicant inventor was faced with is not a proper analysis. 

The Court assigned as error that “the Court of Appeals in this case was to 

foreclose this reasoning by holding that courts and patent examiners should 

look only to the problem the patentee was trying to solve (citation omitted).  

The Court of Appeals failed to recognize that the problem motivating the 

patentee may be only one of many addressed by the patent’s subject matter.  

The question is not whether the combination was obvious to the patentee but 

whether the combination was obvious to a person with ordinary skill in the 

art.” KSR at 1742, 82 USPQ2d at 16. 

 

ANALYSIS 

As noted above, Appellant’s sole argument with respect to the  

§ 103 rejections is that Laufer is not from an analogous art.  As further noted 

above, the Supreme Court has recently reviewed the obviousness standard.  

It is apparent from the decision that the Court viewed the proper analysis 

under § 103 in a more functional manner than has the Federal Circuit.  The 

Supreme Court has established that one error of the Federal Circuit has been 

to restrict the problem which forms the basis of the obviousness analysis to 

the problem faced by the inventor.  The Court has determined that Patent 

Examiners should not look solely at the problem that the Applicants were 
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trying to solve, since the problem motivating the Applicants may be only 

one of many problems addressed by the patent’s claimed subject matter.  

Therefore, it appears to us that a non-analogous art argument that is based on 

the problem that the Applicants were trying to solve is an outmoded test at 

best, and according to the Supreme Court often leads to an erroneous result.   

It is our view that the Supreme Court is endeavoring to replace the old 

analogous art test with a test based on the function of the elements and the 

predictability of their functions when combined by one of ordinary skill in 

the art.  Accordingly, since Laufer is directed to an ablation device with a 

heat sink and cooling, we believe one of ordinary skill would have 

recognized that the functions of these elements in Laufer would have been 

an obvious and predictable advantage in combining the subject matter with 

the ablation instrument of Morrison.  Accordingly, it is our conclusion that 

the Examiner has established the prima facie obviousness of the claims on 

appeal. 

We merely note in passing our findings of fact that establish that at 

least four claims (1, 2, 6, and 7), are anticipated by Morrison, a rejection the 

Examiner has not made. As always, an analogous art argument is unavailing 

when the claimed subject matter is anticipated by the prior art.   

CONCLUSION OF LAW 

The Examiner has established the prima facie obviousness of claims 

1-27.  The rejections of the claims on appeal are affirmed. 
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No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 136(a)(1)(iv)(2006). 

 

AFFIRMED 

 
 
 
 
jlb 

 
Vista IP Law Group LLP 
2040 Main Street, 9th Floor 
Irvine, CA  92614 
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