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__________ 

 
Before MILLS, GRIMES and LEBOVITZ, Administrative Patent Judges. 
 
MILLS, Administrative Patent Judge. 
 
 

DECISION ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from the Examiner's final 

rejection of claims 1, 10, 30-31, 34-36, 38, 40-43, 45-46, 49-50, 54-55 and 58-59. 

 Claim 1 is representative of the claims and reads follows: 

 

1. A spinal implant comprising a hollow, generally tubular shell having an 
exterior surface, a first end, and a second end; a plurality of pillars 
projecting from said exterior surface in a regular array, said implant 
being adapted for inserting between naturally adjoining spinal vertebrae 
for fusing the naturally adjoining spinal vertebrae, each pillar having a 
height of 100-4500 microns and a dimension in a direction 
perpendicular to the height of 100-4500 microns; said exterior surface 
having a plurality of holes therethrough to permit bone growth 
therethrough, wherein said holes are interspersed among said pillars. 

 



Appeal No. 2007-0606 
Application No. 10/011,338 
 

 2

30.  A spinal implant comprising: 
 

a hollow shell having an exterior surface; and 
 
a plurality of pillars projecting from said exterior surface, wherein  
 
said implant is adapted for inserting between two naturally adjoining spinal 
vertebrae, and wherein  
 
said exterior surface has a plurality of holes therethrough regularly interspersed 
among said pillars to permit bone growth therethrough for fusing said naturally 
occurring vertebrae together. 
 
 
35. A spinal implant comprising: 

 
a hollow shell having one or more exterior surfaces about a longitudinal axis 
through said shell; an 
 
a plurality of immobile pillars projecting from each of said one or more exterior 
surfaces, wherein  
 
each of said one or more exterior surfaces has a plurality of holes therethrough 
to facilitate bone growth therethrough. 
  
 
41. A spinal implant comprising: 
 

a hollow shell having an exterior surface; and 
 
a plurality of pillars projecting from said exterior surface, wherein 
said exterior surface has one or more holes therethrough, and wherein 
said holes have a diameter or width substantially less than the diameter or the 
width of said pillars, and further wherein said implant is adapted for insertion 
between naturally adjoining vertebrae for fusing said naturally adjoining 
vertebrae. 
 

42. The spinal implant of claim 41, wherein said pillars are integrated with 
said exterior surface of said implant. 
 

43. The spinal implant of claim 41, wherein said pillars are immobile with 
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respect to said exterior surface of said implant. 
 
 
 

Grounds of Rejection   

1.  Claims 1, 10, 30-31, 34-36, 38, 40-43, 45-46, 49-50, 54-55 and 58-59  

stand rejected under 35 U.S.C. § 102(e) for anticipation over Sertich. 

2.  Claims 1-13, 16-22,  24-26, 33-36, 38-50, 52, and 54-59  stand rejected under 

35 U.S.C. § 102(e) for anticipation over Bagby. 

3.  Claims 1-5, 7, 10-13, 16, 18-22, 29-31, 33-36, 38-50, 52, 54-55 and 58-59. 

stand rejected under 35 U.S.C. § 103(a) for anticipation over Lin in view of Michelson. 

 

Anticipation - Sertich 

Claims 1, 10, 30-31, 34-36, 38, 40-43, 45-46, 49-50, 54-55 and 58-59  

stand rejected under 35 U.S.C. § 102(e) for anticipation over Sertich. 

  Appellants provide separate argument for claims 35, and 41-43.  We treat of 

each these claims separately. 

  The examiner contends that "Sertich discloses a spinal implant comprising a 

generally tubular shell having a plurality of pillars 70 on an exterior surface formed in a 

regular array."   Answer, page 3.  The implant comprises a plurality of holes, elements 

62 and 64.  Sertich teaches the height of the impaling 30 is between 11-13 mm, wherein 

from the drawings the pillars can be calculated to be within the large claimed range.  Id. 
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Claim 1

  Appellants do not address the prima facie case of the examiner with respect to 

claim 1.   Thus, the rejection claim 1 over Sertich is summarily affirmed. 

 

Claim 35, 42, and 43 

As to claims 35, 42 and 43, the examiner asserts that "the pillars of Sertich lock 

into place and are 'immobile with respect to the exterior surface’.”  The examiner 

indicates that a locked pillar can be considered an immobile pillar.   Answer, page 6. 

  Appellants contend, however, that Sertich does not teach a plurality of immobile 

pillars projecting from each of said exterior services of the spinal implant as set forth in 

claim 35.  Brief, page 9.  Appellants argue that the Sertich device includes "anchoring 

pegs movably mounted in the top and bottom faces of the support body."  Id.  

We find, as did the examiner, that a locked pillar is an immobilized pillar within 

the meaning of claims 35, 42 and 43.   Appellants do not define the term "immobilize" in 

the specification.   Nor is the term found anywhere in the specification.   While 

immobilized pillars may be inferred from the drawings, we have no further guidance 

from the specification as to any specific meaning for this term.  Thus, we attribute the 

ordinary meaning of the term "immobile" as "to impede movement or use."   Webster's II 

New Riverside Dictionary, New Riverside Publishers, New York, page 611 (1994).   In 

our view, locking a pillar in position is restricting its movement, and is therefore within 

the ordinary meaning of the term "immobilize."   Thus, we are not persuaded by 
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appellants' argument that Sertich does not teach an immobilized pillar.    The rejection 

of claims 35, 42 and 43 is affirmed. 

Claim 41 

With respect to claim 41, the examiner contends that Sertich, Figures 1A and 3 

teach that the holes have a diameter or width substantially less than the diameter of the 

width of said pillars.  We agree with the examiner that Figures 1A and 3 teach the 

limitations of claim 41. 

To begin, appellants have not defined what is meant by the claim phrase 

"substantially less than" in the context of the present claim within the specification.   We 

look to the ordinary meaning of this term.  The term substantial is defined as "being of 

considerable importance, value degree or amount.   Webster's II New Riverside 

Dictionary, New Riverside Publishers, New York, page 1155 (1994).  Thus in our view 

the claim requires that the width of the holes be considerably smaller than the width of 

the pillars.   The examiner draws a size inference from the depiction of the implant of 

Figure 19. 

"[I]t is well established that patent drawings do not define the precise proportions 

of the elements and may not be relied on to show particular sizes if the specification is 

completely silent on the issue.").  However, the description of the article pictured can be 

relied on, in combination with the drawings, for what they would reasonably teach one of 

ordinary skill in the art. In re Wright, 569 F.2d 1124, 193 USPQ 332 (CCPA 1977).  See 

also Manual of Patent Examining Procedure § 2125.  
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Furthermore, in Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ (Fed. 

Cir. 1984), the Federal Circuit held that, where the only difference between the prior art 

and the claims was a recitation of relative dimensions of the claimed device and a 

device having the claimed relative dimensions would not perform differently than the 

prior art device, the claimed device was not patentably distinct from the prior art device.  

In our view, the figure 1A of Sertich depicts the width of the holes to be smaller 

than the width of the pillars, not unlike the depiction of figure 19 of Appellants’ 

specification.   More over, appellants attribute no particular benefit to the relative widths 

of the holes and the width of the pillars.   Thus, in our view,  the claimed relative 

dimensions of the width of the holes and the width of the pillars would not perform 

differently than those of Sertich and thus, the claimed device was not patentably distinct 

from the prior art spinal implant of Sertich.    The rejection of claim 41 is affirmed. 

 

Anticipation - Bagby 

Claims 1-13, 16-22,  24-26, 33-36, 38-50, 52, and 54-59  stand rejected under 35 

U.S.C. § 102(e) for anticipation over Bagby. 

The appellants group independent claims 1, 30, 36 and 41 together for purposes 

of this rejection and do not provide separate arguments for each of the independent 

claims.  Therefore we selected claim 30 as representative of the rejected claims. 
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The examiner contends that "Bagby discloses a spinal implant comprising a 

generally tubular shell having a plurality of pillars 118, 120 on an exterior surface 

formed in a regular, non-helical array."   Answer, page 4.  The examiner finds that the 

Bagby implant comprises a plurality of holes 130.  Id. 

Referencing Figure 5 of Bagby, an unrolled plan view of the cylindrical spinal 

implant, is seen to possess through holes or fenestrations and to depict splines or 

interrupted threads which meet the limitation of a plurality of pillars.   See Col. 9, l 62 to 

Col. 10, l 6. 

 Appellants contend that Bagby fails to disclose a spinal implant being adapted for 

inserting between naturally adjoining spinal vertebrae as required by claims 1, 30, 36 

and 41.   Brief, page 12. 

 In our view, Bagby, Figure 1 evidences a cylindrical spinal implant which is 

inserted between naturally occurring vertebrae.   The implant of Figure 1 may take the 

configuration of the alternative embodiment of Figure 5, which possesses each of the 

claimed features.   Thus we agree that the examiner has provided sufficient evidence to 

support a prima facie case of anticipation of representative claim 30.   Claims 1, 36 and 

41 fall with claim 30, as no separate arguments have been provided by appellants for 

these claims. 

 Appellants further contend that Bagby fails to disclose a plurality of pillars 

projecting from an exterior surface as recited in claims 4, 16, 24, 29, 33, and 39.   Brief, 

page 13. 
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 We disagree.   In our view, Figure 5 depicts splines or threads interrupted by 

holes which meet the claim recitation of "a plurality of pillars." 

 Appellants argue that splines are only present in the embodiment of Figures 15-

19 of Bagby.  We are not persuaded by this argument.   Bagby, col. 6, ll 9-12, states 

that in Figure 1 the cylindrical base body may include splines or threads.  Col 6, ll 20-23 

recites that the spline includes "any thread, web, strip, ridge, or portion of material 

formed from continuous material, or broken into fragments (interrupted)."   As is clear 

from the figures of Bagby an interrupted thread may take the configuration of a 

rectangular pillar. 

 Finally appellants argue that Bagby does not disclose a spinal implant having a 

plurality of pillars projecting from an exterior surface of the implant and a plurality of 

holes therethrough, wherein the implant is adapted for insertion between said opposing 

vertebrae for fusing said vertebrae as recited in claims 45 and 52. 

 As is seen from the discussion above with respect to claims 30 and 4 above, 

each of the features indicated to be missing from Bagby are present.   The appellants 

have failed to provide convincing argument or evidence to rebut the prima facie case of 

anticipation of the examiner, and the anticipation rejection over Bagby is affirmed. 
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3.  35 U.S.C. § 103

Claims 1-5, 7, 10-13, 16, 18-22, 29-31, 33-36, 38-50, 52, 54-55 and 58-59. 

stand rejected under 35 U.S.C. § 103(a) for anticipation over Lin in view of Michelson. 

 The examiner finds that Lin discloses a spinal implant comprising a cylindrical 

tubular shell having a plurality of pillars on an exterior surface formed in a regular array. 

  Answer, page 6.    The examiner acknowledges that Lin does not teach the plurality of 

holes as claimed, but indicates that Michelson (col. 1, ll 41 et seq.) evidences that it 

would have been obvious to utilize holes in the exterior surface of the implant for the 

purpose of influencing the adjacent vertebrae to form a bony bond to the implants and 

to each other.   Id. 

 Appellants contend that Lin and Michelson do not teach the plurality of pillars are 

immobile as required by claims 16, 35, 43, 45, 55 and 59.   Brief, page 17. 

 The examiner contends that the pillars of Lin cannot move radically in or out 

upon deployment due to the presence of the shoulder or holding element.  Figure 1; 

Figure 5, element 21.  In addition, Lin discloses at col. 4, l 30-36, that when the urging 

element is rotate as to actuate the eccentric bearing in such a manner that the holding 

elements of the stretching elements are retained, and thus not move. 

 Appellants contend there is no motivation to combine the cited references (Brief, 

page 17), and that the combination does not teach that the diameter or width of the 

holes is substantially less than the diameter or width of the pillars projecting from the 

exterior surface of the implant as required by claim 41 (Brief, page 18). 
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 Both Lin and Michelson address the analogous arts of spinal fusion implants.   

Furthermore, Michelson is merely cited for the indication that it is well known in the 

spinal fusion art to include holes in an implant to influence bony bond formation.1  Thus, 

we are not persuaded by appellants' argument that there is no motivation to combine 

Lin and Michelson. 

 The examiner contends that the pillars of Lin are 2mm and the holes of 

Michelson are 1-3 mm (col. 5, l 43, col. 7, l 46) and therefore when the diameter or 

width of the holes is 1mm they are substantially less than the diameter or width of the 

pillars projecting from the exterior surface of the implant as required by claim 41.   

 

CONCLUSION 

The rejection of claims 1, 10, 30-31, 34-36, 38, 40-43, 45-46, 49-50, 54-55 and 

58-59 under 35 U.S.C. § 102(e) for anticipation over Sertich is affirmed.  The rejection 

of claims 1-13, 16-22,  24-26, 33-36, 38-50, 52, and 54-59 under 35 U.S.C. § 102(e) for 

anticipation over Bagby is affirmed.   The rejection of claims 1-5, 7, 10-13, 16, 18-22, 

29-31, 33-36, 38-50, 52, 54-55 and 58-59 under 35 U.S.C. § 103(a) for anticipation over 

Lin in view of Michelson is affirmed. 

 

 

 

                                            
1   The specification indicates that conventional spinal implants are provided with large holes for bone 
growth therethrough.  Specification, page 12. 
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No time period for taking any subsequent action in connection with this appeal 

may be extended under 37 CFR § 1.136(a). 

 

. 

AFFIRMED 
 
 

 
Demetra J. Mills    ) 
Administrative Patent Judge  ) 

) 
) 
) BOARD OF PATENT 

Eric Grimes     ) 
Administrative Patent Judge  )   APPEALS AND 

) 
) INTERFERENCES 
) 

Richard M. Lebovitz    ) 
Administrative Patent Judge  ) 
 

 
 
 
 
 
 
 
 
 
 
 
DJM  
 
 
PEARNE & GORDON 
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1801 East 9th Street 
Suite 1200 
Cleveland, OH  44114-3108 
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