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DECISION ON APPEAL 

 This appeal involves claims 1 through 5 and 8 through 24, Appellants 

having canceled claims 6 and 7.  We have Jurisdiction under 35 U.S.C. 

§§ 6(b) and 134(a). 
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 As best representative of the disclosed and claimed invention, 

representative independent claim 1 is reproduced below: 

 1.  A portable mass memory device, comprising: 

 a housing; 
 
 a mass memory supported within the housing; 
 
 a memory card receptacle within the housing, the memory card 
receptacle configured to receive a compact moveable memory card; 
 
 a processor;  
 
 a data access program executable by the processor and configured to 
enable transfer of data from a compact moveable memory card placed in the 
memory card receptacle to the mass memory; and 
 
 wherein the device is not enabled to allow data stored in the mass 
memory to be edited other than selective arrangement and deletion of data 
from the mass memory. 

 

 The following references are relied on by the Examiner: 

Jones [‘046]  US 6,145,046  Nov. 7, 2000 
Kim   US 2001/0002772 A1 Jun.  7, 2001 
Toyama  US 2002/0078297 A1 Jun. 20, 2002 
Jones [‘638]  US 6,438,638 B1  Aug. 20, 2002 
                                                                       (Filed July 6, 2000) 
Yen   US 6,612,492 B1  Sep.  2, 2003 
                                                                       (Filed June 6, 2002) 
Li   US 6,639,584 B1  Oct. 28, 2003 
                                                                       (Filed July 6, 1999) 
Leanheart  US 6,669,092 B2  Dec. 30, 2003 
                                                                       (Filed August 9, 2001) 
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 Claims 1 through 3, 5, 8 through 10,  13, 15, 16, 18, 19, 22, and 24 

stand rejected under 35 U.S.C. § 102(a) as being anticipated by Jones ‘638.  

In a second stated rejection, claims 1, 4, 15, 18, 19, and 24 stand rejected 

under 35 U.S.C. § 102(e) as being anticipated by Leanheart.  In a third stated 

rejection, the Examiner rejects claims 2, 5, 9, 10, 12, 16, and 17 under 35 

U.S.C. § 103.  As evidence of obviousness, the Examiner relies upon 

Leanheart in view of Jones ‘046.  Next, in a fourth stated rejection, the 

Examiner separately rejects claim 3 under 35 U.S.C. § 103.  As evidence of 

obviousness here, the Examiner relies upon Leanheart in view of Jones ‘046, 

further in view of Jones ‘638.  In a fifth stated rejection, under 35 U.S.C.  

§ 103, the Examiner relies upon Leanheart in view of Kim as to claim 8.  In 

a sixth stated rejection, also under 35 U.S.C. § 103, the Examiner rejects 

claim 11 over Leanheart in view of Jones ‘046, further in view of Li.  Next, 

in a seventh stated rejection, also under Section 103, the Examiner relies 

upon Leanheart in view of Jones ‘638 to reject claims 13 and 14.  Next, the 

Examiner relies upon Leanheart in view of Toyama as to claim 20 under 35 

U.S.C. § 103 in an eighth stated rejection.  To reject claim 21 under 35 

U.S.C. § 103 in a ninth stated rejection, the Examiner relies upon Leanheart 

in view of Yen.  In a tenth stated rejection, the Examiner rejects claim 22 

under 35 U.S.C. § 103 based upon Leanheart in view of Jones ‘638.  In an 

eleventh stated rejection, the Examiner relies upon Jones ‘638 in view of 

Kobayashi to reject claim 23 under 35 U.S.C. § 103.  This claim is 

additionally rejected under 35 U.S.C. § 103 in a twelfth stated rejection 

based upon Leanheart in view of Kobayashi. 
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 Rather than repeat the positions of the Appellants and the Examiner, 

reference is made to the Brief (no Reply Brief has been filed) for Appellants’ 

positions, and to the Answer for the Examiner’s positions. 

OPINION 

We reverse each of the above-stated rejections. 

To simplify our consideration of the rejections and issues on appeal, 

we note that independent claims 1, 15, 18, and 22 are each rejected under 

Section 102 as being anticipated by Jones ‘638.  Additionally, independent 

claims 1, 15, and 18 are rejected under a different portion of Section 102 as 

being anticipated by Leanheart.  Lastly, independent claim 22 is rejected 

under 35 U.S.C. § 103 in view of Leanheart and Jones‘638.  Since we 

reverse each of the respective rejections of each of these independent claims, 

the deficiencies we will note below briefly with respect to Jones ‘638 and 

Leanheart have not been cured by the additional prior art relied upon in the 

additional rejections noted earlier. 

Each of the independent claims 1, 15, 18, and 22 on appeal contains 

the same wherein clause, apparently derived from originally filed dependent 

claim 6, as reproduced here: 

wherein the device is not enabled to allow data stored in the mass 
memory to be edited other than selective arrangement and deletion of 
data from the mass memory. 
 

This feature is derived from Specification page 4, lines 25 through 31 and 

the discussion at Specification page 11, lines 5 through 15.   
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 Since we are in full agreement with Appellants’ observations at pages 

8 and 9 of the Brief as to Jones ‘638, we reproduce them here: 

[A] PMMD [portable mass memory device] of the present teachings is 
readily distinguishable from other forms of mass memory device in 
that only specific, intentionally selected data editing abilities are 
enabled (i.e., configured) therein.  As recited by claim 1, editing such 
data can only be performed as : 1) selectively deleting data as discrete 
files from the mass memory of the PMMD; and 2) selectively 
arranging data (as discrete files), relative to each other, so that a 
desired storage order or sequence is achieved within the mass memory 
of the PMMD.  Conversely, a user cannot for example, inadvertently 
and/or irreversibly alter the content or characteristics of a particular 
electronic file (e.g., a digital photograph, etc.) stored within the mass 
memory of a PMMD.  (See at least page 4, lines 25-31; and page 11, 
lines 5-15 of the Specification as originally filed). 
 
 A2.  Jones ‘638 (6,438,638) teaches a stand-alone FlashToaster 
(80) that allows the copying  of data from one or more types of flash-
memory card (16, 18, 24, 28) onto a removable storage media (76) 
such as a CD-R/W, a floppy diskette, etc.  Such copying is performed 
from the flash-memory card to the removable media in response to a 
single button push (79) (Col. 9, line 41 to col. 10, line 39; and Fig. 9 
of Jones ‘638).  In fact Jones ‘638 teaches that the single push button 
(79) and a single LED (light emitting diode) (78) constitute the only 
user interface provided by the Flash Toaster (80) (Col. 10, lines 27-34 
of Jones ‘638).  Jones ‘638 offers no teachings or suggestions as to 
any other sort of operation that can be performed by the FlashToaster 
(80) in response to a user input via the single push button (79).  
Therefore, the copying function just described above is the only such 
function that can be performed using the FlashToaster (80) of Jones 
‘638 as a stand-alone entity. 
 
 In any case, Jones ‘638 fails to provide, teach or suggest a 
portable mass memory device, wherein the device is not enabled to 
allow data stored in the mass memory to be edited other than selective 
arrangement and deletions of data from the mass memory, as recited 
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by claim 1.  Rather, Jones ‘638 teaches a stand-alone FlashToaster 
(80) that is capable of copying data from certain types of flash-
memory cards onto removable storage media (floppy disk, CD, etc.) 
in response to a push button (79).  The Examiner’s allegations that 
Jones ‘638 provides a portable mass memory device, wherein the 
device is not enabled to allow data stored in the mass memory to be 
edited other than selective arrangement and deletion of data from the 
mass memory, are wholly unsupportable in view of the substantial 
differences and deficiencies of Jones ‘638.  Put another way, the 
FlashToaster (80) of Jones ‘638 is directed to a single, stand-alone 
data handling function: the copying of data files from one media to 
another.  Such an operation cannot be reasonably described as 
selective arrangement and deletion of data from [a] mass memory.  
Accordingly, it is impossible for the components recited in Jones ‘638 
to anticipate Appellants’ claim 1. 
 
These arguments of the Appellants are consistent with our 

understanding and study of Jones ‘638.  Moreover, we do not agree with the 

Examiner’s responsive arguments as to this rejection at pages 30 and 31 of 

the Answer.   Specifically, the Examiner construes the wherein clause as a 

negative limitation that “only requires that the data cannot have any editing 

functions performed on it that are not selective arrangement or deletion of 

data; it does not positively require that the data can be selectively arranged 

and deleted.”  (Id. at 31.) .  We understand the wherein clause to have 

positive and negative aspects.   It appears to us that the claimed device, 

consistent with Appellants’ arguments above, is claimed to be only enabled 

to edit by selective arrangement (selectively organizing) and selective 

deletion.  The device is not enabled to perform any other types of editing 

functions.  The teachings in Jones ‘638 are not so specific, principally the 

discussions at columns 9 through 11 as they pertain to figures 9 and 10 of 

 6



Appeal 2007-0690 
Application 10/224,917 
 
 
 
that reference, and thus do not address or otherwise meet all of these rather 

narrow requirements.  We cannot, therefore, conclude that the reference 

necessarily teaches the restrictive enablement conditions required by the 

wherein clause.   

Therefore, as indicated earlier, since we reverse the rejection under 

Section 102 of each independent claim 1, 15, 18, and 22 as being anticipated 

by Jones ‘638, we will also not sustain each of the respective rejections 

relying on this reference under 35 U.S.C. § 103.   

We reach a corresponding conclusion as to the separate rejection 

under Section 102 relying upon Leanheart as to independent claims 1, 15, 

and 18, and the separately stated rejection under 35 U.S.C. § 103 of 

independent claim 22 relying upon Leanheart in view of Jones ‘638.  We 

find ourselves in general agreement with Appellants’ corresponding and 

similar arguments made at pages 14 through 16 of the Brief as to these 

rejections relying upon Leanheart to the extent they focus upon the wherein 

clause and the absence of significant, compelling teachings of Leanheart 

meeting the functional requirements of the wherein clause.   

The Examiner’s responsive remarks between pages 35 and 42 of the 

Answer addressing this wherein clause are equally deficient for the same 

reasons as we noted earlier.  We simply do not agree with the Examiner’s 

interpretation of the language of this wherein clause and its application to 

the teachings in Leanheart and to the combination of Leanheart and Jones 

‘638.  Therefore, in a corresponding manner, since we do not sustain the 

rejection relying upon Leanheart to anticipate independent claims 1, 15, and 

18, the separate rejections of their respective dependent claims under 35 
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U.S.C. § 103 are reversed as well.  The same may be said of independent 

claim 22 separately rejected from a combination of Leanheart and Jones 

‘638 under 35 U.S.C. § 103.   

In view of the foregoing, the decision of the Examiner rejecting 

various claims under 35 U.S.C. §§ 102 and 103 is reversed.    

REVERSED 
 
   
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
pgc 
 
 
 
HEWLETT-PACKARD COMPANY 
Intellectual Property Administration 
P.O. Box 272400 
Fort Collins CO 80527-2400 
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