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Before DONALD E. ADAMS, LORA M. GREEN, and NANCY J. LINCK,  
Administrative Patent Judges. 
 
ADAMS, Administrative Patent Judge. 

 

DECISION ON APPEAL 
 

This appeal under 35 U.S.C. § 134 involves claims 18-21 and 23-27, 

the only claims pending in this application.  We have jurisdiction under  

35 U.S.C. § 6(b). 

                                           
1 Heard August 8, 2007. 
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INTRODUCTION 

The claims are directed to a method for imparting an anti-microbial 

activity or enhancing the anti-microbial activity of an article for personal 

care or a functional product.  Claim 18 is illustrative: 

18.  A method for imparting an anti-microbial activity or enhancing 

the anti-microbial activity of an article for personal care or a functional 

product which comprises adding to said personal care article or to said 

functional product an anti-microbial composition containing at least 30% by 

weight of one or more active perfuming ingredients, the anti-microbial 

activity of which, against at least 2 different kinds of bacteria selected from 

the group consisting of Escherichia coli, Pseudomonas aeruginosa, 

Staphylococcus aureus and Enterococcus hirae, is l00%, as measured by a 

method to evaluate the antimicrobial activity which comprises: 

a) solubilizing the ingredient to be tested in an aqueous medium in a 

concentration between 250 and 1000 μg/ml, relative to the medium, in the 

presence of an effective amount of solvent which is substantially non-toxic 

for bacteria and which allows a complete solubilizing of the perfuming 

ingredient; 

b) adding an inoculum of the desired bacteria such that the final 

concentration in the medium is at least l07 colony forming units/ml of the 

medium; 

c) diluting the medium so as to reduce the bacteria concentration to 

103 colony forming units/ml of medium; 

d) spreading l02 colony forming units/ml of the bacteria onto an 

appropriate culture medium, 

e) counting the surviving colonies after incubation; and 
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f) comparing the value obtained with a control that contains no 

perfume. 

 

The Examiner relies on the following prior art reference to show 

unpatentability: 
 

Hill    US 4,488,973   Dec. 18, 1984 

 

The rejection as presented by the Examiner is as follows: 

Claims 18-21 and 23-27 stand rejected under 35 U.S.C. § 102(b) as 

being anticipated by Hill. 

We affirm. 

 

DISCUSSION 

Claims 18-21 and 23-27 stand rejected under 35 U.S.C. § 102(b) as 

being anticipated by Hill.  Claim 18 is drawn to a method for imparting an 

anti-microbial activity or enhancing the anti-microbial activity of an article 

for personal care or a functional product.  Claims 19-21 and 23-27 depend 

from claim 18. 

The method of claim 18 comprises the single step of adding an 

antimicrobial composition that contains at least 30% by weight of one or 

more active perfuming ingredients to a personal care article or functional 

product2 (see, e.g., Specification 3).  According to Appellant’s Specification, 

 
2 Examples of the types of personal care articles and functional products 
encompassed by the claimed invention “include soaps, bath and shower gels, 
shampoos, deodorants and antiperspirants, cosmetic compositions, air-
fresheners, liquid and solid detergents for the treatment of textiles, fabric 
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“[t]he active perfuming ingredient is preferably chosen from the group 

consisting of . . . nonanal . . .” (Specification 3).  We note, however, that 

claim 18 does not expressly require the addition of any particular amount of 

the anti-microbial composition to a personal care article or functional 

product.  Claim 18 only requires that an anti-microbial composition 

comprising at least 30% by weight of one or more active perfuming 

ingredients be added to a personal care article or to a functional product.       

In addition, claim 18 requires that the active perfuming ingredients 

have 100% anti-microbial activity against at least 2 different kinds of 

bacteria selected from the group consisting of Escherichia coli, 

Pseudomonas aeruginosa, Staphylococcus aureus, and Enterococcus hirae 

when measured by a method to evaluate the antimicrobial activity that 

comprises: 

a) solubilizing the active perfuming ingredient to be tested in an 

aqueous medium in a concentration between 250 and 1000 μg/ml, relative to 

the medium, in the presence of an effective amount of solvent which is 

substantially non-toxic for bacteria and which allows a complete solubilizing 

of the perfuming ingredient; 

b) adding an inoculum of the desired bacteria such that the final 

concentration in the medium is at least l07 colony forming units/ml of the 

medium; 

c) diluting the medium so as to reduce the bacteria concentration to 

103 colony forming units/ml of medium; 

 
softeners and all-purpose cleaners for household and also industrial use” 
(Specification 6). 
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d) spreading l02 colony forming units/ml of the bacteria onto an 

appropriate culture medium, 

e) counting the surviving colonies after incubation; and 

f) comparing the value obtained with a control that contains no 

perfume. 

The Examiner directs attention to the statement of the rejection as it 

appears in the Final Rejection, mailed October 6, 2004 (Answer 3).  

According to the Examiner, Hill teaches a perfuming composition 

comprising nonanal at a concentration of at least 30% by weight of the 

composition (Final Rejection 3).  More specifically, the Examiner finds that 

Hill teaches a perfuming composition comprising n-nonanal in a 

concentration of about 40 up to about 70% by weight of the composition 

(id.).  In addition, the Examiner finds that Hill teaches that the composition 

can be used in, inter alia, detergents, soaps, bath oils, shampoos, deodorants, 

or fabric softeners (id.).  We agree with the Examiner’s findings that Hill 

teaches a composition that contains n-nonanal in a concentration of about 40 

up to about 70% by weight of the composition that can be added to a 

personal care article or functional product, e.g., soap (see, e.g., Hill, col. 8, 

ll. 18-28; col. 8, ll. 49-53; col. 9, ll. 22-36). 

In response, Appellant asserts that Hill does not disclose “a method 

for imparting or enhancing an anti-microbial activity of a personal care 

article or functional product . . .,” instead, Appellant points out that Hill’s 

compositions are used as olfactory components in fragrance modifying or 

perfume compositions (Br. 5).  According to Appellant, Hill’s use of the 

same compound (n-nonanal) in the claimed percentage “is irrelevant . . . 

because Hill relates to an invention that is completely different from the 
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present invention” (Br. 5; Reply Br. 4-5).  We disagree with Appellant’s 

assertion.  See Perricone v. Medicis Pharm. Corp., 432 F.3d 1368, 1376, 77 

USPQ2d 1321, 1326 (Fed. Cir. 2005) (“‘Under the principles of inherency, 

if the prior art necessarily functions in accordance with, or includes, the 

claims limitations, it anticipates’”) (citation omitted).  On this record, 

Appellant admits that Hill teaches the addition of a composition comprising 

the same active ingredient in the same concentration to a personal care 

article or functional product (Br. 5-6).   

Accordingly, the only remaining issue is whether Hill’s composition 

necessarily functions in accordance with Appellant’s claimed invention.  In 

this regard, Appellant asserts that “the Examiner’s suggestion that the anti-

microbial result is inherent in the use of nonanal is incorrect, because the 

present claims are directed to methods, not compositions” (Br. 7).  

According to Appellant, “while inherency can be used to reject composition 

claims directed to a new feature or property, it cannot be used to reject 

method claims that disclose a method for achieving a new effect or result” 

(id. at 6).  In our opinion, Appellant’s argument misses the mark.   

Appellant appears to be under the impression that in order for a prior 

art reference to anticipate a claim under the principles of inherency, a person 

of ordinary skill in the art must recognize, or have knowledge of, the 

inherent characteristic or function of the prior art.  This is not the case.    

“[I]nherency is not necessarily coterminous with knowledge of 
those of ordinary skill in the art. Artisans of ordinary skill may 
not recognize the inherent characteristics or functioning of the 
prior art.”  [In re Cruciferous Sprout Litig., 301 F.3d 1343, 
1349 (Fed. Cri. 2002)].; see also Schering Corp. v. Geneva 
Pharms., 339 F.3d 1373, 1377 (Fed.Cir.2003) (rejecting the 
contention that inherent anticipation requires recognition in the 
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prior art) (citing In re Cruciferous Sprout Litig., 301 F.3d at 
1351; MEHL/Biophile, 192 F.3d at 1366). 
   

Perricone, 432 F.3d at 1376, 77 USPQ2d at 1326. 

On this record, the claimed method requires a single step - adding an 

anti-microbial composition that contains at least 30% by weight of one or 

more active perfuming ingredients to a personal care article or functional 

product.3  As discussed above, Hill teaches this method.  Specifically, Hill 

adds a composition that contains at least 30% by weight of n-nonanal to a 

personal care article or a functional product.  Stated differently, Hill teaches 

the addition of the same composition to the same article or product as set 

forth in Appellant’s claim 18.  The only difference is that Hill does not 

expressly teach that this method will impart or enhance the anti-microbial 

activity personal care article or a functional product.  However, we find that 

whether or not a person of ordinary skill in the art would have appreciated it, 

when a composition that contains at least 30% by weight of n-nonanal is 

added to a personal care article or functional product as taught by Hill, the 

composition will inherently impart an anti-microbial activity on or enhance 

the anti-microbial activity of the article for personal care or functional 

product.  Accordingly, absent evidence to the contrary, of which there is 

none, the method taught by Hill is inherently the same as and therefore 

anticipates Appellant’s claimed method. 

We recognize Appellant’s assertion that “[i]mparting an aroma and 

imparting or enhancing an anti-microbial activity are two completely 

different and unrelated uses, and neither use is obvious in view of the other” 

 
3 The remainder of the claim, defines the activity of the anti-microbial agent 
and how this activity is to be determined. 
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(Reply Br. 5).  We note, however, that Appellant makes no effort to explain 

why a person of ordinary skill in this art would not expect Hill’s method to 

necessarily function in accordance with Appellant’s claimed invention.   

“[I]n an ex parte proceeding to obtain a patent, . . . the Patent Office 

has the initial burden of coming forward with some sort of evidence tending 

to disprove novelty.”  In re Wilder, 429 F.2d 447, 450, 166 USPQ 545, 548 

(CCPA 1970).  Nevertheless, “when the PTO shows sound basis for 

believing that the . . . [invention] of the applicant and the prior art are the 

same, the applicant has the burden of showing that they are not.”  In re 

Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1658 (Fed. Cr. 1990) 

(emphasis added). 

On reflection, we find that the preponderance of evidence on this 

record falls in favor of the Examiner.  Accordingly, we affirm the rejection 

of claim 18 under 35 U.S.C. § 102(b) as being anticipated by Hill.  Because 

Appellant did not separately group or argue the claims, claims 19-21 and 23-

27 fall together with claim 18.  37 C.F.R. § 41.37(c)(1)(vii). 

 

CONCLUSION 

In summary, we affirm the rejection of record. 
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No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a). 

 

AFFIRMED 

 

 

 

 

 

 

 

lbg 

 

 

WINSTON & STRAWN LLP 
PATENT DEPARTMENT 
1700 K STREET, N.W. 
WASHINGTON DC 20006 
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