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WALTZ, Administrative Patent Judge. 

 

DECISION ON APPEAL 

This is a decision on an appeal under 35 U.S.C. § 134 from the 

Primary Examiner’s final rejection of claims 14-34, which are the only 

claims pending in this application.  We have jurisdiction pursuant to 35 

U.S.C. § 6. 

According to Appellant, the invention is directed to a pack for 

placement on a human body surface that comprises a flexible sheet-like 
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support formed of an absorbent material, with first and second 

subcomponents of the sheet-like material having different shapes but are 

detachably connected to each other (Br. 3).1  Appellant also claims a human 

skin care set containing the pack (claim 23), a process for the production of 

the pack (claims 24-25), and a method for providing cosmetic treatment 

using the pack (claims 26-27) (Br. 3).  Claim 14 is representative of the 

invention and is reproduced below: 

14. A pack comprising a flexible sheet-like support formed of an 
absorbent material for placement on a human body surface, wherein the 
sheet-like support includes at least one weakened line that subdivides the 
sheet-like support into at least a first subcomponent and a second 
subcomponent that are detachably connected to each other, and wherein the 
shape of the first subcomponent is different than the shape of the second 
subcomponent.  

  

The Examiner has relied on the following prior art references as 

evidence of unpatentability: 

Sizemore                             US 3,143,208                        Aug. 04, 1964 
Suwelack (‘622)                  DE 40 28 622 A1                  Mar. 12, 1992 
 (as translated) 
Suwelack (‘329)                  DE 43 28 329 A1                  Mar. 03, 1994 
 (as translated) 
Dillon                                  US 5,656,279                        Aug. 12, 1997 
Shimizu                               US 2001/0016205 A1           Aug. 23, 2001 
Gueret                                  US 6,419,935 B1                  Jul. 16, 2002 
 

ISSUES ON APPEAL 

 Claims 14-19, 22-24, 26-28, and 33 stand rejected under 35 U.S.C.  

 
1 We refer to and cite from Appellant’s “Supplemental Appeal Brief” dated 
July 31, 2006. 

 2



 
Appeal 2007-1179 
Application 10/399,984 
 

                                          

§ 103(a) as unpatentable over Gueret in view of Dillon and Sizemore 

(Answer 4). 

 Claim 21 stands rejected under 35 U.S.C. § 103(a) as unpatentable 

over Gueret in view of Dillon, Sizemore, and Suwelack ‘622 (Answer 5).2

 Claims 20, 25, and 29-32 stand rejected under 35 U.S.C. § 103(a) as 

unpatentable over Gueret in view of Dillon, Sizemore, and Shimizu (Answer 

6). 

 Claim 34 stands rejected under 35 U.S.C. § 103(a) as unpatentable 

over Gueret in view of Dillon, Sizemore, and Suwelack ‘329 (Answer 6). 

 Appellant contends that Gueret and Dillon disclose patches that are 

unitary structures with no detachable components, while Sizemore teaches 

rows of uniformly spaced, parallel perforations that would include 

detachable components but the components are not of a different shape (Br. 

8-9). 

 Appellant contends that the Examiner does not identify any prior art 

teaching or any reasons why one would have been motivated to create the 

claimed pack, and it is improper to rely on undefined “basic knowledge” or 

“common sense” to reject a claim (Br. 10, citing In re Zurko, 258 F.3d 1379, 

1385, 59 USPQ2d 1693, 1697 (Fed. Cir. 2001), and In re Lee, 277 F.3d 

1338, 1344, 61 USPQ2d 1430, 1434-35 (Fed. Cir. 2002)). 

 
2 We assume, for purposes of this appeal, that “Gueret as modified above as 
applied to claims 14-19…” in this rejection includes the Dillon and 
Sizemore references applied in the rejection of claim 14, especially since 
claim 21 depends on claim 14.  We also note that the Examiner lists “Gueret 
as modified above…” in the rejections infra, thus implicitly including Dillon 
and Sizemore (Answer 6). 
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 Appellant contends, with regard to claims 15 and 28, that the 

uniformly shaped, detachable rectangular blocks of tape taught by Sizemore 

are clearly not shaped for placement on different portions of the human face 

as required by these claims (Br. 11). 

 The Examiner contends that Sizemore explicitly teaches detachable 

components of differing shapes, and also teaches in general that the tape can 

be torn to produce different sized strips to fit a given application (Answer  

7-8). 

 The Examiner contends that there is a clear implicit motivation to 

make detachable shapes, other than different shaped rectangles, in order to 

fit different parts of the human face, and such an implicit motivation is 

proper in an obviousness rejection (Answer 8-9, citing In re Kahn, 441 F.3d 

977, 987-88, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006)). 

 The Examiner contends, with regard to claims 15 and 28, that Gueret 

clearly teaches different size pieces should be used for different portions of 

the human face (Answer 9). 

 Accordingly, the issues presented on the record in this appeal are as 

follows: (1) does Sizemore disclose, teach, or suggest detachable 

components of differing shapes for application to human skin?; (2) has the 

Examiner presented an explicit analysis of the reasons for combining the 

elements or components of Gueret, Dillon, and Sizemore?; and (3) do the 

applied prior art references disclose, teach, or suggest different size pieces of 

the pack should be used for different portions of the human face? 

 We determine that the Examiner has established a prima facie case of 

obviousness in view of the reference evidence, which prima facie case has 
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not been adequately rebutted by Appellant’s arguments.  Therefore, we 

AFFIRM all grounds of rejection presented in this appeal essentially for the 

reasons stated in the Answer, as well as those reasons set forth below.3

OPINION 

 We determine the following factual findings from the record in this 

appeal: 

 (1) Gueret discloses a patch comprising a water-absorbable polymeric 

sheet matrix adhered to a support substrate, where the matrix is used to 

cover a skin surface that is moistened by application with a liquid, and the 

matrix is cut and shaped to mask the face or cover particular parts of the face 

such as cheeks or forehead (Answer 4; Gueret, Abstract; col. 1, ll. 8-12; col. 

2, ll. 8-12, 34-40, and 49-62; col. 9, ll. 6-17; and col. 10, ll. 24-33); 

 (2) Sizemore discloses an adhesive tape designed to be applied to the 

human body where the tape is adapted to be easily severed into lengths and 

widths as desired by use of rows of longitudinal and transverse perforations 

 
3 Appellant has not presented separate specific arguments for any claims 
other than independent claims 1 and 28 and dependent claim 15 (Br. 8-11).  
Appellant’s arguments regarding the grouped claim 21, grouped claims 20, 
25, and 29-32, and grouped claim 34 merely state that the secondary 
references to Suwelack ‘622, Shimizu, and Suwelack ‘329 do not disclose 
first and second subcomponents of differing shape, but do not contest or 
dispute the Examiner’s findings (Br. 12-13).  Therefore, we will limit our 
discussion to claims 1, 15, and 28.  Since Appellant does not contest or 
dispute the Examiner’s findings from these secondary references, we do not 
include a discussion of these references but adopt the Examiner’s findings 
from the Answer.  Additionally, we note that Dillon was applied as evidence 
that face mask material can be made in a roll (Answer 4).  This limitation 
does not occur in claims 1, 15, and 28.  Therefore, a discussion of Dillon is 
not necessary to our decision.  
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to yield different shapes of tape with “easy, accurate and uniform severance 

of portions thereof without the use of any measuring devices, special cutting 

devices” (col. 1, ll. 8-10, 40-45; col. 2, ll. 14-43; and the Answer 4-5). 

 Under 35 U.S.C. § 103, the factual inquiry into obviousness requires a 

determination of: (1) the scope and content of the prior art; (2) the 

differences between the claimed subject matter and the prior art; (3) the level 

of ordinary skill in the art; and (4) secondary considerations.  See Graham v. 

John Deere Co. of Kansas City, 383 U.S. 1, 17-18, 148 USPQ 459, 467 

(1966).  “[A]nalysis [of whether the subject matter of a claim is obvious] 

need not seek out precise teachings directed to the specific subject matter of 

the challenged claim, for a court can take account of the inferences and 

creative steps that a person of ordinary skill in the art would employ.”  KSR 

Int’l Co. v. Teleflex, Inc., 127 S. Ct. 1727, 1740-41, 82 USPQ2d 1385, 1396 

(2007), quoting In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336-37 

(Fed. Cir. 2006).  The analysis supporting obviousness, however, should be 

made explicit and should “identify a reason that would have prompted a 

person of ordinary skill in the art to combine the elements” in the manner 

claimed.  KSR, 127 S.Ct. at 1731, 82 USPQ2d at 1389. 

 Applying the preceding legal principles to the factual findings in the 

record of this appeal, we determine that the Examiner has established a 

prima facie case of obviousness, which case has not been adequately 

rebutted by Appellant’s arguments.  As shown by factual finding (2) listed 

above, we determine that Sizemore clearly teaches the use adhesive tape 

with detachable components in differing shapes.  See Sizemore, col. 1, ll. 8-

10, where the invention is disclosed as “adhesive tape which is adapted to be 
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easily severed into such lengths and widths as desired” (italics added).  

Furthermore, see Sizemore, col. 2, ll. 25-27, where it is taught that the 

“configuration [of the tape] may be square, rectangular, elongated or the like 

and may vary in size, depending on the number of rows of perforations 

embraced.  [Italics added].”  We also note the example of Sizemore to an 

eye patch (col. 2, l. 35). 

 We determine that the Examiner has made explicit the analysis 

supporting obviousness (Answer 5 and 8-9).  We determine that the 

references themselves present sufficient reasons for their combination.  We 

determine that Gueret teaches that the patches are cut into any shape 

necessary to fit on various parts of the face (see factual finding (1) listed 

above, specifically at col. 9, ll. 6-17).  We also determine that Sizemore 

teaches use of perforations (or “weakened lines”) in a flexible sheet “which 

permits easy, accurate and uniform severance of portions thereof without the 

use of any measuring devices, special cutting devices or the like” (col. 1, ll. 

40-45; see factual finding (2) listed above).  Therefore, we determine that it 

would have been well within the ordinary skill in this art to employ the 

perforations of Sizemore with the patches of Gueret to avoid the use of 

cutting devices and permit easy and accurate severance of portions of the 

mask or patch to fit a particular region of the face or body. 

 For the foregoing reasons and those stated in the Answer, we affirm 

all grounds of rejection presented in this appeal. 
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 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv)(2006). 

AFFIRMED 

 

 
 
 
 
PL/LT initials: 
 
 
sld/ls 
 
 
 
 
RANKIN, HILL PORTER & CLARK, LLP 
925 EUCLID AVENUE, SUITE 700 
CLEVELAND, OH  44115-1405 
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