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KIMLIN, Administrative Patent Judge.

DECISION ON APPEAL
This 1s an appeal from the final rejection of claims 1-7, 10-29, 61-63,
and 65. Claim 1 is illustrative:

1. An aqueous polishing slurry for chemical-mechanical polishing,
comprising particles of MoO; and an oxidizing agent, said oxidizing agent
comprising one or more selected from the group consisting of nitric acid,
potassium iodide, potassium iodate, hydroxylamine hydrochloride, and
potassium permanganate.
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The Examiner relies upon the following references as evidence of

obviousness:

Chamberlin US 2001/0013506 A1 Aug. 16, 2001
Kambe US 2001/0045063 A1 Nov. 29, 2001
Canaperi US 6,348,076 B1 Feb. 19, 2002
Hasegawa US 2002/0098701 A1 Jul. 25,2002
Kumar US 6,726,990 Bl Apr. 27,2004

Appellants’ claimed invention is directed to an aqueous polishing
slurry comprising particles of MoO, and an oxidizing agent selected from
the recited group. The slurry is used for chemical-mechanical polishing.

Appealed claim 65 stands rejected under 35 U.S.C. § 112, 1st ],
description requirement. The appealed claims stand rejected under
35 U.S.C. § 103(a) as follows:

(a) claims 1-7, 10-29, 61-63, and 65 over Canaperi in view of Kumar;

(b) claims 1-7, 10-28, 61-63, and 65 over Chamberlin in view of
Kambe and Canaperi; and

(c) claim 29 over Chamberlin in view of Kambe and Hasegawa.

We have thoroughly reviewed each of Appellants’ arguments for
patentability, as well as the Specification and Declaration evidence relied
upon in support thereof. However, we are in full agreement with the
Examiner that the claimed subject matter would have been obvious to one of
ordinary skill in the art within the meaning of § 103 in view of the applied
prior art. Also, we agree with the Examiner that the subject matter of claim
65 does not find original descriptive support in the specification.
Accordingly, we will sustain the Examiner’s rejections for the reasons set
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forth in the Answer, which we incorporate herein, and we add the following
primarily for emphasis.

We consider first the Examiner’s rejection of claim 65 under § 112,
Ist 9, description requirement. We agree with the Examiner that the original
Specification fails to convey the concept to one of ordinary skill in the art
that the polishing composition of the present invention lacks “sufficient
H,0, to react with said particles of MoO,.” Vas-cath Inc. v. Mahurkar,
935 F.2d 1555, 1563, 19 USPQ2 1111, 1116 (Fed. Cir. 1991). Appellants’
original Specification provides no disclosure regarding the amount of H,O,,
if any, in the polishing composition. The Specification disclosure referenced
by Appellants pertains to a buffing step, not the polishing step, which
employs a dilute suspension of hydrogen peroxide which reacts with MoO,
to remove residual amounts thereof that may remain on the surface. While
Appellants rely upon Declaration evidence submitted by three present
inventors regarding the instability of H,O, in composition with MoO, , we
agree with the Examiner that these Declarations do not establish that the
Specification, as originally filed, conveys to one of ordinary skill in the art
that the polishing composition should comprise any particular level of H,O..

We next consider the § 103 rejection over Canaperi in view of Kumar.
There is no dispute that Canaperi, like Appellants, discloses an aqueous
polishing slurry for chemical-mechanical polishing comprising abrasive
particles and one of the presently claimed oxidizing agents, such as nitric

acid, potassium iodate, and potassium permanganate. Canaperi fails to
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expressly disclose that the abrasive material may be particles of MoO, .
Canaperi does state, however, that “[t]he abrasive particles employed
include those conventionally used in polishing slurries,” examples of which
include alumina, silica, ferric oxide, zirconia, ceria and titanium dioxide”
(col. 3, 1l. 64-66). Kumar, on the other hand, teaches chemical-mechanical
polishing compositions comprising particles of MoO, as an abrasive
material (col. 10, 1. 32-37). Accordingly, based on the combined teachings
of Canaperi and Kumar, we find that the Examiner has drawn the proper
legal conclusion that it would have been obvious for one of ordinary skill in
the art to select particles of MoO, as the abrasive material in the polishing
composition of Canaperi. Inasmuch as both Canaperi and Kumar are
directed to aqueous slurries for chemical-mechanical polishing, we agree
with the Examiner that one of ordinary skill in the art would have possessed
the requisite reasonable expectation of success in using particles of MoO, in
the polishing composition of Canaperi.

We do not subscribe to Appellants’ argument that the Examiner has
failed to demonstrate what part of Canaperi would have directed one of
ordinary skill in the art to consider Kumar and, having turned to Kumar,
what part of Canaperi would have caused one of ordinary skill in the art to
pick MoO; out of the list of abrasives disclosed by Kumar. We find that
Canapert’s disclosure of using abrasive particles that are conventionally used
in polishing slurries would have directed one of ordinary skill in the art to

consider other known polishing slurries and their abrasive materials besides
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the abrasive materials listed by Canaperi. Furthermore, one of ordinary skill
in the art would have chosen MoQO, from the list disclosed by Kumar since
Kumar teaches that all the abrasive materials included in the list are
effective. It is well settled that choosing one from among many taught by
the prior art to be useful for a particular purpose is a matter of obviousness
for one of ordinary skill in the art. While Appellants maintain that “different
polishing slurries have widely varying polishing selectivity for different
materials, as demonstrated by the specification and the prior art” (principal
Br. 15, first para.), we are satisfied that one of ordinary skill in the art would
have needed to resort to no more than routine experimentation to determine
the specific polishing slurries that are most effective for polishing a
particular material.

Appellants also have “submitted the declaration of inventors Babu,
Jha and Hegde describing tests showing the unsuitability of H,O, as an
oxidizing agent in combination with MoO, , which teaches away from the
Kumar reference” (principal Br. 17, second para.). All three Declarations
state that various mixtures of MoO, powder and H,O, effervesced, making
them unsuitable for use in a chemical-mechanical polishing process.
However, the Declaration evidence fails to establish that the Declarants, in
formulating a polishing slurry comprising MoO, and H,0O,, made all the
necessary adaptations that would have been obvious to one of ordinary skill
in the art to achieve a stable polishing slurry. In re Lamberti, 545 F.2d 747,
192 USPQ 278 (CCPA 1976); In re Weber, 405 F.2d 1403, 160 USPQ 549,
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553 (CCPA 1969); In re Michalek, 162 F.2d 229, 74 USPQ 107 (CCPA
1947). Also, one of ordinary skill in the art would not have been wed to the
use of H,O, as an oxidizing agent in the polishing slurry of Kumar. Kumar
teaches that an oxidizing agent such as H,0,, can be added for polishing
metals, thereby indicating that other oxidizing agents may be used in
combination with abrasive particles of MoQO,, such as the oxidizing agents
disclosed by Canaperi and presently claimed, namely, nitric acid, potassium
iodate, and potassium permanganate. We are confident that one of ordinary
skill in the art would have had the wherewithal to determine which particular
oxidizing agents are compatible with MoO,.

We now turn to the Examiner’s § 103 rejection over Chamberlin in
view of Kambe and Canaperi. Since we agree with Appellants that “the
Examiner’s rejections in this instance are essentially the same as those based
on Canaperi and Kumar” (principal Br. 19, sixth para.), it follows that we
will also sustain this rejection. We find no merit in Appellants’ argument
that “Kambe teaches away from the present invention because it does not
disclose an oxidizing agent” (principal Br. 22, second para.). Kambe’s
silence with respect to an oxidizing agent is not tantamount to a teaching that
an oxidizing agent should not be present in the polishing composition.
Chamberlin and Canaperi, as well as Kumar, evidence that it was known in
the art to employ an oxidizing agent in a composition used for chemical-

mechanical polishing, and Appellants have not argued otherwise. For sure,
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Kambe provides no teaching that an oxidizing agent should not be used in
combination with abrasive particles of MoOs,.

Regarding the separate rejection of claim 29 over the combined
teachings of Chamberlin, Kambe, and Hasegawa, we find no error in the
Examiner’s conclusion that it would have been obvious for one of ordinary
skill in the art to add EDTA to the polishing composition of Chamberlin.
We are not persuaded by Appellants’ argument that Hasegawa teaches away
from the present invention since the reference teaches that it is preferable
for the aqueous polishing composition not to contain an abrasive material.
Certainly, a preference for not using an abrasive also provides a teaching
that an abrasive may be used while accompanied by certain disadvantages,
such as when soft and hard parts are to be polished together. It is well
settled that the use of non-preferred embodiments of the prior art are a
matter of obviousness for one of ordinary skill in the art. In re Burckel, 592
F.2d 1175, 1179, 201 USPQ 67, 70 (CCPA 1979); In re Susi, 440 F.2d 442,
446 n.3, 169 USPQ 423, 426 n.3 (CCPA 1971).

Accordingly, Hasegawa’s non-preferred use of an abrasive material
does not undermine the obviousness of using a known chelating agent,
EDTA, in the polishing solution of Chamberlin. Chamberlin discloses that
“the slurry compositions can contain conventional auxiliary components”
and states no prohibition against using conventional chelating agents (para.
[0015]). We note that Appellants lodge no argument why it would have

been nonobvious for one of ordinary skill in the art to employ a conventional
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chelating agent, such as EDTA, in a chemical-mechanical polishing
composition of the type disclosed by Chamberlin.

As a final point, we note that Appellants base no argument upon
objective evidence of nonobviousness which would serve to rebut the
inference of obviousness established by the Examiner.

In conclusion, based on the foregoing and the reasons well stated by
the Examiner, the Examiner’s decision rejecting the appealed claims is
affirmed.

No time period for taking any subsequent action in connection with
this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv).

AFFIRMED

clj

Fennemore Craig, P.C.
1700 Lincoln St.

Suite 2625

Denver, CO 80203



	DECISION ON APPEAL 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


