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Before , DONALD E. ADAMS, DEMETRA J. MILLS, and  

RICHARD M. LEBOVITZ, Administrative Patent Judges. 

ADAMS, Administrative Patent Judge. 

 

 

DECISION ON APPEAL 

This appeal under 35 U.S.C. § 134 involves claims 1-3, 5, 7, 11, and 

14-16.  Claims 9, 10, and 13 were withdrawn from consideration as drawn to 

non-elected subject matter (Br. 41).  Claims 4, 6, 8, 12, and 17 were 

cancelled (Final Rejection 2).  We have jurisdiction under 35 U.S.C. § 6(b). 

 
                                           
1 See also, Non-Final Office Action 2, mailed December 14, 2004. 
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INTRODUCTION 

The claims are directed to a golf club head.  Claims 1 and 11 are 

illustrative: 

1. A golf club head comprising: 
 

a metal head body defining a hollow portion and an opening portion, 
the metal head body comprising a sole portion and a back portion; and 
 
a metal piece joined to the opening portion, 
 
wherein the metal piece includes tungsten alloy, and 
 
the following compositions based on the total weight of the metal 
piece: 
 
tungsten in a range of 28wt% - 32wt%; 
 
iron in a range of 45wt% - 49wt%; 
 
nickel in a range of 15wt% - 17wt%; and copper in a range of lwt% - 
3wt%; and 
 
wherein the sum of amount of tungsten, iron, nickel and copper in the 
metal piece is in a range of 93wt% to 98wt%, 
 
wherein the metal head body is made of stainless steel, and 
 
wherein the metal piece is directly welded to the metal head body and 
wherein the metal piece extends generally from a vicinity of a central 
portion of the sole portion or from a vicinity of a rear of a center of 
the sole portion or from a vicinity of the metal head body that is 
rearward of the sole portion to a side wall of a back portion of the 
metal head body.  
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11.  A golf club head comprising: 
 

a metal head body defining a hollow portion and an opening portion; 
 
and 
 
a metal piece including tungsten alloy, 

 
wherein the metal piece is joined to the opening portion by arc-
welding the metal piece to the opening portion, and 
 
wherein the metal head body is made of stainless steel, and 

 
wherein the metal piece includes the following compositions based on 
the total weight of the metal piece: 
 
tungsten in a range of 28wt% - 32wt%; 

 
iron in a range of 45wt% - 49wt%; 

 
nickel in a range of 15wt% - 17wt%; and 

 
copper in a range of lwt% - 3wt%; and 

 
wherein the sum of amount of tungsten, iron, nickel, and copper in the 
metal piece is in a range of 93wt% to 98wt%.  

 

The Examiner relies on the following prior art references to show 

unpatentability: 

 Shira   US 5,669,825   Sep. 23, 1997 
 Nakahara  US 5,967,905   Oct. 19, 1999 
 Nishizawa  US 6,012,990   Jan. 11, 2000 
 Lee   US 6,319,149 B1   Nov. 20, 2001 
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The rejections as presented by the Examiner are as follows: 

1.  Claims 1-3, 5, and 7 stand rejected under 35 U.S.C. § 103(a) as 

unpatentable over the combination of Nishizawa, Nakahara, and Lee. 

2.  Claims 11 and 14-16 stand rejected under 35 U.S.C. § 103(a) as 

unpatentable over the combination of Lee and Shira. 

 We reverse. 

DISCUSSION 

NISHIZAWA, NAKAHARA, AND LEE: 

 Claims 1-3, 5, and 7 stand rejected under 35 U.S.C. § 103(a) as 

unpatentable over the combination of Nishizawa, Nakahara, and Lee 

(Answer 3).  Claims 2, 3, 5, and 7 depend from claim 1.  Claim 1 is drawn to 

a golf club head that comprises, inter alia, a metal piece that includes a 

tungsten alloy.  Claim 1 requires the tungsten alloy to have the following 

composition based on the total weight of the metal piece: 

 a. tungsten in a range of 28wt% - 32wt%; 

 b. iron in a range of 45wt%-49wt%; 

 c. nickel in a range of 15wt% - 17wt%; and 

 d. copper in a range of 1wt% - 3wt%. 

In addition, claim 1 requires that the sum of the amount of tungsten, iron, 

nickel, and copper in the metal piece is in a range of 93wt% to 98wt%. 

 The Examiner relies on Nishizawa to teach a golf club head that 

comprises a metal piece (Answer 3).  The Examiner recognizes, however, 

that Nishizawa fails to teach Appellants’ claimed tungsten alloy (id.).  The 

Examiner relies on Nakahara to show that it is “old in the art to take 

advantage of the properties of tungsten alloy in order to provide an increase 

in the amount of weight nearer the sole of the [golf club] head” (Answer 3-
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4).  According to the Examiner, it would have been prima facie obvious to a 

person of ordinary skill in the art to replace Nishizawa’s tungsten metal 

piece with Nakahara’s tungsten alloy metal piece (Answer 4).   

 The Examiner asserts that “it is clear that the appellant [sic] has not 

invented the recited tungsten alloy” (id.).  However, the Examiner fails to 

direct our attention to any evidence on this record to support this assertion.  

The Examiner admits that Nishizawa fails to teach the claimed tungsten 

alloy.  As for Nakahara, while the patent describes a tungsten alloy metal 

piece for use as a weight in a golf club head (Nakahara, col. 3, ll. 2-4) the 

patent fails to teach Appellants’ claimed tungsten alloy.  According to 

Nakahara, “[m]etal materials which are readily deformable when press-

deformed by a press or the like such as steel, nickel alloy . . ., and tungsten 

alloy containing iron are usable for the weight. . .” (Nakahara, col. 3, ll. 37-

41).  At best, Nakahara describes a tungsten alloy containing iron.  Nakahara 

does not speak to a tungsten alloy containing iron, copper, and nickel as is 

required by Appellants’ claimed invention.  Therefore, even if it would have 

been prima facie obvious to substitute Nakahara’s metal piece for the metal 

piece of Nishizawa, the evidence of record fails to teach the specific 

tungsten alloy set forth in Appellants’ claimed invention. 

 The Examiner relies on Lee to teach that metals used in the fabrication 

of golf club heads can be welded together (Answer 4).  Lee does not, 

however, teach Appellants’ claimed tungsten alloy.  The Examiner 

recognizes this fact in the rejection over the combination of Lee and Shira, 

discussed below (Answer 5). 

 “In rejecting claims under 35 U.S.C. § 103, the Examiner bears the 

initial burden of presenting a prima facie case of obviousness.  Only if that 
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burden is met, does the burden of coming forward with evidence or 

argument shift to the applicant.”  In re Rijckaert, 9 F.3d 1531, 1532, 28 

USPQ2d 1955, 1956 (Fed. Cir. 1993), citation omitted.  The Examiner failed 

to meet his burden of establishing that Appellants’ claimed tungsten alloy 

was known or obvious in the art at the time of Appellants’ claimed 

invention.  Accordingly, the Examiner failed to meet his burden of 

establishing a prima facie case of obviousness.  If the Examiner fails to 

establish a prima facie case, the rejection is improper and will be overturned.  

In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988).  

 Accordingly, we reverse the rejection of claims 1-3, 5, and 7 under  

35 U.S.C. § 103(a) as unpatentable over the combination of Nishizawa, 

Nakahara, and Lee. 

 

LEE and SHIRA:  

 Claims 11 and 14-16 stand rejected under 35 U.S.C. § 103(a) as 

unpatentable over the combination of Lee and Shira (Answer 5).  Claims 14-

16 depend from claim 11.  Claim 11 is drawn to a golf club head that 

comprises, inter alia, a metal piece that includes a tungsten alloy.  Claim 11 

requires the tungsten alloy to have the following composition based on the 

total weight of the metal piece: 

 a. tungsten in a range of 28wt% - 32wt%; 

 b. iron in a range of 45wt%-49wt%; 

 c. nickel in a range of 15wt% - 17wt%; and 

 d. copper in a range of 1wt% - 3wt%. 

In addition, claim 11 requires that the sum of the amount of tungsten, iron, 

nickel, and copper in the metal piece is in a range of 93wt% to 98wt%. 
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 The Examiner finds that Lee does not teach Appellants’ claimed 

tungsten alloy (Answer 5).  The Examiner makes no findings with regard to 

the alloys taught by Shira.  We find that while Shira mentions a “tungsten-

rich alloy” (Shira, col. 3, l. 49), Shira fails to teach the tungsten alloy set 

forth in Appellants’ claimed invention.  Nevertheless, the Examiner asserts 

that “[t]he selection of a suitable material, in this case a suitable tungsten 

alloy, would have been obvious to one of ordinary skill in the art in order to 

take advantage of the increase in specific gravity over the material that is 

selected from the shell of the club body.”  What is missing, however, is any 

evidence to suggest that the tungsten alloy recited in Appellants’ claimed 

invention was known or obvious in the art at the time of Appellants’ claimed 

invention.  

 For the foregoing reasons we find that the Examiner failed to meet his 

burden of establishing prima facie case of obviousness.  Accordingly, we 

reverse the rejection of claims 11 and 14-16 under 35 U.S.C. § 103(a) as 

unpatentable over the combination of Lee and Shira. 

CONCLUSION 

 In summary, we reverse all grounds of rejection. 

REVERSED 

 

 
   

dm 

 
SUGHRUE-265550 
2100 PENNSYLVANIA AVE. NW 
WASHINGTON DC 20037-3213  
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