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PAK, Administrative Patent Judge. 

 

DECISION ON APPEAL 

 This is a decision on an appeal under 35 U.S.C. § 134 from the 

Examiner's refusal to allow claims 1 through 14, 18, 22, 26, 27, 31, 32, 36, 

and 37.  Claims 15 through 17, 19 through 21, 23 through 25, 28 through 30, 

33 through 35, and 38 through 40, the other claims pending in the above-

identified application, stand “objected to as being dependent upon a rejected 

base claim, but would be allowable if rewritten in independent form 
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including all of the limitations of the base claim and any intervening 

claims.”  We have jurisdiction pursuant to 35 U.S.C. § 6. 

 

STATEMENT OF THE CASE 

 The subject matter on appeal is directed to a method of fabricating a 

pressed adsorbent (Specification 1).  According to page 2 of the 

Specification: 

The resin bonded adsorbent of the present invention is 
fabricated by a simplified process requiring essentially only a 
resin and the adsorbent which are combined to create various 
forms by simple pressing without the addition of external heat 
during the pressing process.   
 

The Specification at page 3 goes on to explain that:  

It is believed that the mechanics of the pressing action is that by 
the use of very fine and low softening point polyethylene, good 
bond strength will be obtained with only pressure and without 
external heat.  It is further believed that the heat generated by 
the pressing action causes the powdered polyethylene to soften 
and flow between the particles of silica gel and agglomerate to 
form a porous matrix.  When the pressure is released, the 
composition cools, and after the polyethylene hardens, the 
formed matrix gives the pressed part strength to permit it to stay 
together. 
 

Details of the appealed subject matter are recited in representative claim 1 

reproduced below: 

  1.  A method of fabricating a pressed adsorbent form consisting 
essentially of the steps of forming a blend of powdered adsorbent and 
powdered resin, and compressing said blend to form a self-sustaining form 
in the absence of heating during formation. 
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  As evidence of unpatentability of the claimed subject matter, the 

Examiner has relied upon the following reference: 

Tanaka   EP 0 432 438 A1   Jun. 19, 1991 

The Examiner has finally rejected the claims on appeal under 35 

U.S.C. § 103(a) as unpatentable over the disclosure of Tanaka. 

The Appellants appeal from the Examiner’s decision rejecting the 

claims on appeal under 35 U.S.C. § 103(a). 

 

ISSUE 

Would Tanaka have suggested to a person having ordinary skill in the 

art to cold press (without external heating) its mixture containing powdered 

adsorbent and powdered resin within the meaning of 35 U.S.C. § 103(a)? 

   

PRINCIPLES OF LAW 

1. CLAIM INTERPRETATION  

 During prosecution of the application, the Examiner “applies to the 

verbiage of the claims the broadest reasonable meaning of the words in their 

ordinary usage [consistent with the Specification] as they would be 

understood by one of ordinary skill in the art.”  In re Morris, 127 F.3d 1048, 

1054-56, 44 USPQ2d 1023, 1027-30 (Fed. Cir. 1997).   

 

2. OBVIOUSNESS 

 Under 35 U.S.C. § 103, the factual inquiry into obviousness requires a 

determination of: (1) the scope and content of the prior art; (2) the 

differences between the claimed subject matter and the prior art; (3) the level 
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of ordinary skill in the art; and (4) secondary consideration (e.g., unexpected 

results).  Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 17-18, 148 

USPQ 459, 467(1966).  “[A]nalysis [of whether the subject matter of a claim 

is obvious] need not seek out precise teachings directed to the specific 

subject matter of the challenged claim, for a court can take account of the 

inferences and creative steps that a person of ordinary skill in the art would 

employ.”  KSR Int’l v. Teleflex, Inc., 127 S. Ct. 1727, 1740-41, 82 USPQ2d 

1385, 1396 (2007) (quoting In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 

1329, 1336-37 (Fed. Cir. 2006)); see also DyStar Textilfarben GmbH & Co. 

Deutschland KG v. C.H. Patrick Co., 464 F.3d 1356, 1361, 80 USPQ2d 

1641, 1645 (Fed. Cir. 2006)(“The motivation need not be found in the 

references sought to be combined, but may be found in any number of 

sources, including common knowledge, the prior art as a whole, or the 

nature of the problem itself.”); In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 

545, 549 (CCPA 1969)(“Having established that this knowledge was in the 

art, the examiner could then properly rely, as put forth by the solicitor, on a 

conclusion of obviousness ‘from common knowledge and common sense of 

the person of ordinary skill in the art without any specific hint or suggestion 

in a particular reference.’”).   

FACTS AND ANALYSES 

 We find that Tanaka teaches a method of fabricating molded 

adsorbents from a mixture of adsorbent particles having an average particle 

diameter of 0.1 µm to 200 um, fine plastic particles having an average 

particle size of 0.1 to 100 µm and reinforcing fibers (page 3, ll. 43-44 and 

page 4, ll. 3-24).  We find that these adsorbent particles, fine plastic 
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particles, and reinforcing fibers are mechanically blended with or without 

heat prior to being molded via a known process (Tanaka, p. 5, ll. 8-17).  

 The dispositive question is, therefore, whether Tanaka would have led 

one of ordinary skill in the art to cold press the above blend to produce 

molded adsorbents within the meaning of 35 U.S.C. § 103(a).  On this 

record, we answer this question in the affirmative. 

 Although Tanaka exemplifies molding processes employing external 

heat (heat press) to produce molded adsorbents, it does not foreclose 

employing other known molding processes (pp. 5-8).  Specifically, Tanaka 

teaches that “[t]he blend thus prepared is molded by a known process, such 

as one using a belt press or heat press or injection molding” (p. 5, ll. 16-18).  

The Examiner has taken official notice that cold press is also a known 

molding process (Answer 4).   The Appellants have not specifically 

challenged this official notice (1Br. 3-6).   

 Given the interchangeability of known molding processes, we concur 

with the Examiner that one of ordinary skill in the art would have been led to 

employ a known molding process, such as cold press or heat press, with a 

reasonable expectation of successfully producing molded adsorbents. KSR 

Int’l Co. v. Teleflex, Inc., 127 S. Ct. at 1739, 82 USPQ2d at 1395 (“The 

combination of familiar elements according to known methods is likely to be 

obvious when it does no more than yield predictable results.”).  

   The Appellants have not referred to any secondary evidence to rebut 

the prima facie case established by the Examiner.  Accordingly, based on the 

 
1 Our reference to the Brief (Br.) is to the Amended Brief filed on September 
21, 2006. 
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factual findings set forth in the Answer and above, we determine that the 

preponderance of evidence weighs most heavily in favor of obviousness 

within the meaning of 35 U.S.C. § 103(a). 

   

ORDER 

 The decision of the Examiner is affirmed. 

 

 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a). 

 

AFFIRMED 

 

 
 
 
 
 
 
 
 
 
tc/ls 
 
 
MTI-INTELLECTUAL PROPERTY 
HARTER, SECREST & EMERY, LLP 
1600 BAUSCH & LOMB PLACE 
ROCHESTER, NY 14604 
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