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Before CHARLES F. WARREN, CHUNG K. PAK, and
LINDA M. GAUDETTE, Administrative Patent Judges.

GAUDETTE, Administrative Patent Judge.

DECISION ON APPEAL
AND ORDER REMANDING TO THE EXAMINER
This is an appeal from the Examiner’s final rejection of claims 1-11,
19, 21-30, and 32-34. We have jurisdiction over the appeal pursuant to
35U.S.C. § 6(b).'
Appellants’ invention relates to a multilayer golf ball with multiple

cover layers having essentially the same hardness to combine the benefits of

' An oral hearing was held on July 11, 2007.
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a harder, stiffer, more resilient ball with a softer, more responsive ball.

More particularly, the invention relates to a golf ball with at least two
covers, €.g., an inner cover and an outer cover, wherein the layers have the
same Shore hardness, at least one cover layer is formed of a polymer blend
including a polyurethane composition, and at least one cover layer is formed
of a different polymer blend. The invention further relates to a golf ball
having a core and two or more cover layers, wherein the multiple cover
layers are formed from materials that are substantially the same composition
with the same Shore hardness, but are modified in some way to alter the
processing or performance characteristics of the golf ball (Specification
[0001]). Independent Claims 1 and 19 are reproduced below:

1. A golfball comprising:

a core;
a cover disposed about the core, comprising:

an inner cover layer formed from a first composition having a
first hardness and a first coefficient of friction; and

an outer cover layer formed from a second composition
having a second hardness and a second coefficient of
fiction, wherein the second hardness differs from the first
hardness by about 5 points or less, and wherein the
second coefficient of friction is greater than the first
coefficient of friction.

19. A golf ball comprising:
a core;

a cover disposed about the core, comprising:
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an inner cover layer formed from a first composition having a
first hardness and a first flexural modulus; and

an outer cover layer formed from a second composition
having a second hardness and a second flexural modulus,
wherein the second hardness differs from the first
hardness by about 5 points or less,

wherein the first and second flexural moduli are substantially
similar at ambient temperature, and wherein the second
flexural modulus differs from the first flexural modulus at
temperatures above or below ambient.

The Examiner relies on the following prior art references to show

unpatentability:
Maruko US 5,704,853 Jan. 6,1998
Sullivan US 6,394,914 B1 May 28, 2002

The Examiner made the following rejections:

1. Claims 19, 21-30, and 32-34 under 35 U.S.C.§ 102(a, ¢) as
anticipated by Sullivan;

2. Claims 1-10 under 35 U.S.C. § 102(a, e) as anticipated by or under
35 U.S.C. § 103(a) as obvious over Sullivan; and

3. Claim 11 under 35 U.S.C. § 103(a) as obvious over Sullivan in

view of Maruko.

ISSUES
I. The Examiner contends that Sullivan inherently anticipates claims
1-10, 19, 21-30, and 32-34. Appellant contends that the Examiner has failed
to establish that Sullivan’s golf ball necessarily has the claimed

characteristics of flexural modulus, contact angles, and coefficient of
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friction. The issue before us is: Has the Examiner made sufficient factual
findings to establish that each and every claim limitation is found either
expressly or inherently in Sullivan? For the reasons discussed below, we
answer this question in the negative.

II. The Examiner contends that it would have been a matter of routine
optimization to select materials for use in the cover layers of Sullivan and
thereby achieve the features recited in claims 1-11. Appellant contends that
the Examiner’s finding of obviousness is based on an improper obvious-to-
try rationale. The issue before us is: Has the Examiner provided a
reasonable basis to conclude that one of ordinary skill in the art would have
been motivated to select materials for the inner and outer cover layers such
that the resultant golf ball would have the claimed features? For the reasons

discussed below, we answer this question in the affirmative.

RELEVANT FINDINGS OF FACT

1) The Specification teaches that when the same compositions
are used in both the inner and the outer cover layers, the
processing or performance characteristics of the golf ball may be
modified by the addition of additives to the inner and/or outer
cover layers. The additives modify properties such as color,
coefficient of friction, specific gravity, dynamic modulus, or
other dynamic mechanical properties, resiliences, wettabilities,
melting or softening points, melt flow properties, abrasion
resistences, natural frequencies, tear resistances, tensile yield

strengths, or combinations thereof that can advantageously
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2)

3)

4)

S)

improve processing or performance characteristics, while still
maintaining the same hardness for each material layer
composition (Specification 7:7-13).

The Specification teaches that coefficient of friction may be
adjusted by the addition of fillers (Specification 8:34). A list of
exemplary fillers is provided on page 9 of the Specification.

According to the Specification, fillers such as “zinc oxide,
barium sulfate, flakes, fibers, and regrind, may be used to
modulate the flexural moduli of any given cover layer, while
having little to no effect on the hardness of the layer”
(Specification 10:21-23).

Sullivan discloses a golf ball comprising a core, an inner
cover, and an outer cover.

Sullivan discloses examples of golf balls in which the same
ionomers are used for the inner and outer cover layers. Sullivan
indicates that a mix of additives has been added to the outer
cover layers. The Shore D hardness is the same for both inner

and outer cover layers:

Example 2 (Table 10): The inner cover is 50 ppm Iotek 1002 and 50

ppm lotek 1003. The inner cover has a thickness of 0.045. The
outer cover is 45.3 ppm lotek 1002, 45.3 ppm Iotek 1003, and 9.4
ppm TG MB.? The outer cover has a thickness of 0.055. The

Shore D hardness of both inner and outer covers is 71.

2 “TG MB = top grade master batch; a mix of additives including coloring
materials and fillers added to the cover composition to achieve the desired

5



Appeal 2007-1970
Application 10/167,744

Example 3 (Table 10): The inner cover is 50 ppm lotek 7510 and 50
ppm lotek 7520. The inner cover has a thickness of 0.045. The
outer cover 1s 45.3 ppm lotek 7510, 45.3 ppm lotek 7520, and 9.4
ppm TG MB. The outer cover has a thickness of 0.055. The
Shore D hardness of both inner and outer covers is 47.

6) Sullivan discloses that in a particularly preferred form of the
invention, at least one of the inner, intermediate, and outer cover
layers contains a filler. The filler is preferably used to adjust the
density, flex modulus, mold release, and/or melt flow index of
the cover layer (col. 10, 11. 39-44).

7) Sullivan states that “[t]he filler preferably is selected from
the group consisting of precipitated hydrated silica, clay, talc,
asbestos, glass fibers, aramid fibers, mica, calcium metasilicate,
barium sulfate, zinc sulfide, lithopone, silicates, silicon carbide,
diatomaceous earth, polyvinyl chloride, carbonates, metals, metal
alloys, tungsten carbide, metal oxides, metal stearates, particulate
carbonaceous materials, micro balloons, and combinations

thereof” (col. 11, 11. 58-65).

color, weight and other characteristics of the finished product” (Sullivan, US
6,368,236 and US 6,142,886).
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ANALYSIS AND CONCLUSIONS

I. Anticipation Rejections - Has the Examiner made sufficient factual
findings to establish that each and every claim limitation is found either
expressly or inherently in Sullivan?

A reference is anticipatory within the meaning of § 102 if it discloses
each and every claim limitation either expressly or inherently. In re
Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950 (Fed. Cir. 1999); In
re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1432 (Fed. Cir. 1997).
In the present case, the Examiner attempts to establish anticipation of claims
1-10, 19, 21-30, and 32-34 by identifying portions of Sullivan which teach
the individual components of Appellant’s claimed golf ball. The Examiner
does not, however, direct us to a single working embodiment of a golf ball
which includes all of the features recited in any one of the independent
claims. See Atofina v. Great Lakes Chem. Corp., 441 F.3d 991, 1000, 78
USPQ2d 1417, 1424 (Fed. Cir. 2006) (the question is whether the prior art
describes the claimed subject matter, or something falling within the claim,
with sufficient specificity to anticipate the claim). At best, the referenced
portions of Sullivan provide guidelines for selection of appropriate materials
for use in the inner and outer layers of a golf ball. Therefore, we find that
the Examiner has failed to establish a prima facie case of anticipation. The
rejections of claims 1-10, 19, 21-30, and 32-34 as anticipated by Sullivan are
reversed.

II. Obviousness Rejections - Has the Examiner provided a reasonable

basis to conclude that one of ordinary skill in the art would have been
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motivated to select materials for the inner and outer cover layers such that
the resultant golf ball would have the claimed features?

Where patentability rests upon a property of a claimed material not
disclosed within the art, the PTO has no reasonable method of determining
whether there is, in fact, a patentable difference between the prior art
materials and the claimed material. Thus, the PTO can properly require an
applicant to prove that the prior art product does not necessarily possess the
characteristics of the claimed product. In re Spada, 911 F.2d 705, 708,

15 USPQ2d 1655, 1658 (Fed. Cir. 1990); In re Best, 562 F.2d 1252, 1255-
56, 195 USPQ 430, 433 (CCPA 1977).

The Examiner found that Sullivan discloses a golf ball comprising a
core, an inner cover layer formed from a first composition, and an outer
cover layer formed from a second composition (Answer 6). The Examiner
concluded that because Sullivan utilizes the same materials and
manufacturing methods as those of Appellant, Sullivan’s golf ball would
inherently have the properties recited in claims 1-10 (Answer 7). The
Examiner further determined that it would have been a matter of routine
optimization to select materials which would achieve specific differences in
coefficient of friction between the layers (Answer 7).

Sullivan specifically discloses two examples of golf balls in which the
compositions of the inner and outer cover layers differ only in the presence
of additives and fillers in the outer cover layer. (Finding of Fact 5). The
inner and outer cover layers have the same Shore D hardness. Sullivan
identifies additives useful for imparting flexural changes, etc. to a golf ball.

(Findings of Fact 6 and 7). Some of these same additives are described by
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Appellant as useful in adjusting coefficient of friction (Answer 7). (Findings
of Fact 2 and 3). Therefore, it is reasonable to conclude that it would have
been obvious to one of ordinary skill in the art to select an additive from
among those identified by Sullivan to achieve a desired property and thereby
obtain a golf ball which inherently has layers with the claimed coefficients
of friction. Accordingly, we find that the Examiner properly shifted the
burden to Appellant to establish that claims 1-10 patentably distinguish over
Sullivan’s golf ball.

Appellant argues that Sullivan fails to specifically disclose the recited
values for coefficient of friction, and that the Examiner is employing an
improper “obvious to try” rationale (Br. 15-18). However, it is well settled
that merely asserting that the prior art does not inherently achieve the
claimed properties does not satisfy the Appellant’s burden of overcoming
the Examiner’s prima facie showing of obviousness. See In re King,

801 F.2d 1324, 1327, 231 USPQ 136, 138-39 (Fed. Cir. 1986). See also In
re Mayne, 104 F.3d 1339, 1343-44, 41 USPQ2d 1451, 1456 (Fed.Cir.1997);
In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984).

The rejection of claims 1-10 under 35 U.S.C. § 103(a) as obvious over
Sullivan is affirmed.

Appellants do not present any additional substantive arguments with
respect to the rejection of claim 11 under 35 U.S.C. § 103(a) as obvious over
Sullivan in view of Maruko. Accordingly, this rejection is also affirmed.

REMAND
It is not clear on this record whether the Examiner considered

obviousness as a basis for rejection of claims 19, 21-30, and 32-34.
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Therefore, we remand the Application to the Examiner for a determination

of whether "the differences between the subject matter sought to be patented

and the prior art are such that the subject matter as a whole would have been

obvious at the time the invention was made to a person having ordinary skill

in the art to which said subject matter pertains" as required under 35 U.S.C.

§ 103 and consideration of any secondary indicia of non-obviousness such as
unexpected results. 37 C.F.R. §41.50(a)(1) (2006); Manual of Patent
Examining Procedure (MPEP) § 1211 (8th ed., Rev. 5, August 2006).

The Examiner may wish to consider the following additional findings

of fact:
9)

10)

11)

Sullivan discloses an embodiment of a golf ball in which the
inner cover layer has a Shore D hardness in the range of 10-55
and is preferably formed from ionomeric or non-ionomeric
polyolefin material. The outer cover layer has a Shore D hardness
in the range of 10-55 and preferably comprises ionomer. Even
more preferably, the Shore D hardness of both layers is in the
range of 30-50 (col. 5, 11. 15-21).

Sullivan discloses that a suitable non-ionomeric
polyolefin material for the inner cover layer is a polyurethane
(see col. 3, 11. 14-30).

Sullivan specifies ESTANE® polyester polyurethane X-
4517 as a suitable material for use in the cover layers (col. 7, 11.
22-34). The Shore D hardness of ESTANE® polyester
polyurethane X-4517 is 39 (US 6,142,887).

10
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12)

13)

14)

15)

Sullivan identifies IOTEK 7510 as a suitable ionomer for
use in the cover layers. The Shore D hardness of IOTEK 7510 is
35 (Table 9). IOTEK 7510 is a zinc salt of a terpolymer of
ethylene, acrylic acid and methyl acrylate (US 6,142,887).

Sullivan teaches that “[a] cover layer with a particular Shore
D hardness can be formed using a single ionomer, or more
commonly, a blend of two or more ionomers” (col. 18, 1l. 63-65).

In Table 2, Sullivan identifies fillers which are particularly
useful for adjusting flex modulus of the cover layer.

Sullivan teaches that environmental conditions, such as
temperature, moisture, atmospheric pressure, etc., effect the

distance a ball will travel when hit (col. 13, 11. 24-26).

ORDER

The rejection of claims 19, 21-30, and 32-34 under 35 U.S.C. § 102(a,

e) as anticipated by Sullivan is reversed.

The rejection of claims 1-10 under 35 U.S.C. § 102(a, e) as

anticipated by Sullivan is reversed.

The rejection of claims 1-10 under 35 U.S.C. § 103(a) as obvious over

Sullivan is affirmed.

The rejection of claim 11 under 35 U.S.C. § 103(a) as obvious over

Sullivan in view of Maruko is affirmed.

11
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No time period for taking any subsequent action in connection with

this appeal may be extended under 37 C.F.R. § 1.136(a)(i)(iv).

AFFIRMED-IN-PART and REMANDED

clj

BINGHAM MCCUTCHEN LLP
2020 K St., N.W.

Intellectual Property Dept.
Washington, DC 20006

12




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


