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DIXON, Administrative Patent Judge.

DECISION ON APPEAL
This 1s a decision on appeal under 35 U.S.C. § 134 from the

Examiner's final rejection of claims 1-23. We have jurisdiction under
35 U.S.C. § 6(b).

We REVERSE.
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BACKGROUND

Appellants’ invention relates to the field of consumer electronics and
protection of copy-protected content material, including music (Spec. 1). An
understanding of the invention can be derived from a reading of exemplary

claim 1, which is reproduced below.

1. A system that is configured to receive one or more select
data items of a plurality of data items corresponding to a data
set, comprising:

a verifier that is configured to provide a verification of a
presence of the data set, via:

a first verification of a presence of a select subset of the
plurality of data items, and

a second verification of a receipt of a given proportion of
the plurality of data items, and

wherein the verifier provides the verification of the
presence of the data set if either the first verification or the
second verification occurs.

PRIOR ART

The prior art references of record relied upon by the Examiner in

rejecting the appealed claims are:

Serret-Avila 6,785,815 B1 Aug. 31, 2004
Oshima 6,266,299 B1 Jul. 24, 2001
REJECTIONS

Claims 1-7, 18 and 20-23 stand rejected under 35 U.S.C. § 102 as
being unpatentable over Serret-Avila.
Claims 8-17 and 19 stand rejected under 35 U.S.C. § 103(a) as being

unpatentable over Serret-Avila in view of Oshima.
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Rather than reiterate the conflicting viewpoints advanced by the
Examiner and Appellants regarding the above-noted rejections, we make
reference to the Examiner's Answer (mailed March 27, 2006) for the
reasoning in support of the rejections, and to Appellants’ Brief (filed

January 9, 2005) for the arguments thereagainst.

OPINION

In reaching our decision in this appeal, we have given careful
consideration to Appellants’ Specification and claims, to the applied prior art
references, and to the respective positions articulated by Appellants and the
Examiner. As a consequence of our review, we make the determinations
that follow.

35U.S.C. § 102

“A claim is anticipated only if each and every element as set forth in
the claim is found, either expressly or inherently described, in a single prior
art reference.” Verdegaal Bros. v. Union Qil Co. of California, 814 F.2d
628, 631 (Fed. Cir. 1987). Analysis of whether a claim is patentable over
the prior art under 35 U.S.C. § 102 begins with a determination of the scope
of the claim. We determine the scope of the claims in patent applications
not solely on the basis of the claim language, but upon giving claims their
broadest reasonable construction in light of the specification as it would be
interpreted by one of ordinary skill in the art. In re Am. Acad. of Sci. Tech.
Ctr., 367 F.3d 1359, 1364 (Fed. Cir. 2004). The properly interpreted claim

must then be compared with the prior art.

“It is well settled that a prior art reference may anticipate when the

claim limitations not expressly found in that reference are nonetheless
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inherent in it. . . . Under the principles of inherency, if the prior art
necessarily functions in accordance with, or includes, the claimed
limitations, it anticipates.” In re Cruciferous Sprout Litig., 301 F.3d 1343,
1349 (Fed. Cir. 2002) (citations and internal quotation marks omitted).
"Inherency, however, may not be established by probabilities or possibilities.
The mere fact that a certain thing may result from a given set of
circumstances is not sufficient." In re Robertson, 169 F.3d 743, 745 (Fed.

Cir. 1999) (citations and internal quotation marks omitted).

"[A] prima facie case of anticipation [may be] based on inherency."
In re King, 801 F.2d 1324, 1327 (Fed. Cir. 1986). Once a prima facie case
of anticipation has been established, the burden shifts to the Appellant to
prove that the prior art product does not necessarily or inherently possess the
characteristics of the claimed product. /n re Best, 562 F.2d 1252, 1255
(CCPA 1977) ("Where, as here, the claimed and prior art products are
identical or substantially identical, or are produced by identical or
substantially identical processes, the PTO can require an applicant to prove
that the prior art products do not necessarily or inherently possess the
characteristics of his claimed product."). See also In re Spada, 911 F.2d
705, 708 09 (Fed. Cir. 1990).

The issue we decide is: Has the Examiner set forth a prima facie case

of anticipation of independent claims 1 and 18?

Here, the Examiner maintains that Serret-Avila teaches both a first
verification of a presence of a selected subset of the plurality of data items as
taught in figures 9A and 9B and a second verification of a receipt of all of

the plurality of data items (figures 10-11), wherein the verifier provides the
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verification of the presence of the data set if either the first verification or
the second verification occurs (figure 11). (Answer 3-4). In the responsive
arguments section of the Brief, the Examiner further details how Serret-
Avila teaches the recited limitations of independent claim 1 (Ans. 8-11).

The Examiner emphasizes that a song which is partitioned as a data set is a
reasonable interpretation by one of ordinary skill in the art as recited in the
language of independent claim 1. The Examiner maintains that Serret-Avila
teaches verifying the presence of each data block/item of a received data set.
The Examiner maintains that this verifying of the presence of each and every
data block of the data set (song) of Serret-Avila verifies the presence of the

whole data set.

The Examiner further maintains that Serret-Avila also discloses
verifying whether the received data set is a valid data set by verifying that
certain data items designated as mark-holders that actually contain strong
watermarks are present, and verifying if these mark-holders exist by
analyzing the content of supposed mark-holders. The Examiner concludes
that by verifying whether the received data set is a valid set, Serret-Avila

also verifies the presence of the data set (Ans. 9).

While we agree with the Examiner's creative interpretation of the
teachings of Serret-Avila with respect to a verification of the presence of a
data set, we cannot agree with the Examiner that this would be a verification

of a presence of a select subset of the plurality of data items.

Rather, we agree with Appellants that the interpretation of Serret-
Avila can only be reasonably interpreted to teach a verification of only those

data sets actually received by the receiver (Br. 5). We cannot agree with the
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Examiner that this would have been a verification of the presence of a select
subset. Therefore, we agree with Appellants, and we find that Serret-Avila
does not teach verifying the presence of the subset, but does teach verifying
the presence of a watermark in a given subset (Br. 6). Therefore, we find the
Examiner's interpretation of the teachings of Serret-Avila to be attenuated

and unreasonable in light of the disclosure of Serret-Avila.

While we agree with the Examiner's various individual interpretations
of discrete portions of the teachings of Serret-Avila for distinct portions of
the claim limitations, we do not find that the totality of the interpretations
advanced by the Examiner are reasonable when the claimed invention is
interpreted as a whole.

Additionally, with respect to the Examiner's interpretation of Serret-
Avila with respect to the claim limitation for verification of the receipt of a
given proportion of a plurality of data items, the Examiner relies upon the
sequential verification of multiple blocks in a larger data set and relies upon
figures 10 and 11 of Serret-Avila (Answer 3-4). Here, the Examiner's
interpretation may be reasonable, but the Examiner has not identified any
express teachings to support this position. In the responsive arguments, the
Examiner identifies figure 11 in the decoding process as teaching the
limitation, but then relies upon the discussion of figure 10 with respect to
partitioning the data into blocks during the encoding process in figure 10
(Ans. 10-11). While we may speculate as to the overall decoding process in
light of the teachings of the encoding process, we find no express teachings

in Serret-Avila concerning receipt of a given portion of a plurality of data
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items, and the Examiner has not specifically identified a reasoned teaching

for this limitation.

Here, it appears that the Examiner has a generalized and segmented
application of the prior art reference to Serret-Avila with respect to the
claimed invention, but we do not find that the teachings of Serret-Avila

clearly teach the whole invention recited in the language independent

claim 1. Therefore, we will not sustain the anticipation rejection of

independent claim 1 and its respective dependent claims 2-7.

With respect to independent claim 18, the Examiner summarily
addresses this claim as the same scope as independent claim 1 (Br. 11). We
similarly find that the Examiner has failed to meet the initial burden of
establishing anticipation of independent claim 18 over Serret-Avila for the
same reasons discussed above. Additionally, we do not find that Serret-
Avila teaches conducting a first test for a presence of an entirety of the data
set based on a receipt of randomly selected sections of the data set as recited
in independent claim 18. Therefore, we will not sustain the anticipation

rejection of independent claim 18 and its dependent claims 20 -23.

35 U.S.C. § 103
In rejecting claims under 35 U.S.C. § 103, it is incumbent upon the
Examiner to establish a factual basis to support the legal conclusion of
obviousness. See In re Fine, 837 F.2d 1071, 1073 (Fed. Cir. 1988). In so
doing, the Examiner must make the factual determinations set forth in
Graham v. John Deere Co., 383 U.S. 1, 17 (1966). “[T]he Examiner bears
the initial burden, on review of the prior art or on any other ground, of

presenting a prima facie case of unpatentability.” In re Oetiker, 977 F.2d
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1443, 1445 (Fed. Cir. 1992). Furthermore, “‘there must be some articulated
reasoning with some rational underpinning to support the legal conclusion of
obviousness’ . . . however, the analysis need not seek out precise teachings
directed to the specific subject matter of the challenged claim, for a court
can take account of the inferences and creative steps that a person of
ordinary skill in the art would employ.” KSR Int’l Co. v. Teleflex Inc.,

127 S. Ct. 1727, 1741 (2007)(quoting In re Kahn, 441 F.3d 977, 988 (Fed.
Cir. 2006)).

From our review of the teachings of Oshima as applied by the
Examiner concerning the data set identifier, we do not find that the teachings
of Oshima remedy the deficiency noted above with regard to Serret-Avila.
Therefore, we cannot sustain the obviousness rejection of dependent claims

8-17 and 19.

CONCLUSION

To summarize, we have reversed the rejection of claims 1-7, 18, and 20-
23 under 35 U.S.C. § 102, and we have reversed the rejection of claims 8-17
and 19 under 35 U.S.C. § 103(a).

REVERSED

clj

PHILIPS INTELLECTUAL PROPERTY & STANDARDS
P.O. BOX 3001
BRIARCLIFF MANOR, NY 10510



	UNITED STATES PATENT AND TRADEMARK OFFICE 
	DECISION ON APPEAL 
	REVERSED 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


