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DECISION ON APPEAL 

Appellants appeal under 35 U.S.C. § 134 the final rejection of claims 

1-6.  We have jurisdiction over the appeal pursuant to 35 U.S.C. § 6(b).   

We AFFIRM. 

 

INTRODUCTION 

Appellants claim a method for protecting a substrate from particulate 

contamination that comprises directing a beam of ions through the space 
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immediately in front of a surface being coated such that the kinetic energy of 

the ions deflects approaching particles away from the surface being coated 

(claim 1).     

 Claim 1 is illustrative: 

 1. A method for actively protecting a substrate from particulate 
contamination while a thin film is being applied to the substrate, comprising 
directing a beam of ions through the space immediately in front of a surface 
being coated, wherein the kinetic energy of said ions is used to deflect an 
approaching particle away from said substrate, preventing it from reaching 
the surface being coated. 

The Examiner relies on the following prior art references as evidence 

of unpatentability: 

Matsumaru US 5,431,794 Jul. 11, 1995 
Nakamura US 6,057,233 May 2, 2000 
 The rejections as presented by the Examiner are as follows: 

1. Claims 1, 4, and 5 are rejected under 35 USC § 102(b) as being 

unpatentable over Nakamura. 

2. Claims 2 and 3 are rejected under 35 USC § 103(a) as being 

unpatentable over Nakamura. 

3. Claim 6 is rejected under 35 USC § 103(a) as being unpatentable over 

Nakamura in view of Matsumaru.  

 Appellants argue claim 1 only.  Accordingly, claims 2-6, which 

depend from claim 1, stand or fall with claim 1.  

 

OPINION 

35 USC § 102(b) NAKAMURA 

 Appellants argue Nakamura “teach[es] away” from using an ion beam 

for deflection of particles (Br. 4).  Appellants further argue that Nakamura 
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discloses sputtering and not deflection of the particles in the plume (Br. 5).  

Appellants attached a copy of a 37 C.F.R. § 132 declaration (the Walton 

Declaration), submitted March 21, 2005, seeking to establish that Nakamura 

uses an ion beam for sputtering and not the deflection of particles (Br. 4).  

 We have considered all of Appellants’ arguments and find them 

unpersuasive for the reasons below.  

 A claim is anticipated only if each and every element as set forth in 

the claim is found, either expressly or inherently described, in a single prior 

art reference. Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 

631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). 

 Nakamura discloses using a single ion source 14 which is directed 

through a plume 12 directly in front of a substrate 5 (col. 2, ll. 44-47; col. 4, 

ll. 64-67).  Nakamura further discloses that the high energy ion beam 

emanating from ion source 14 may “move[ ] out” (i.e., deflect) part of the 

film-forming material or silicon atoms from plume 12 (Nakamura, col. 5, ll. 

36-42).  

Nakamura plainly discloses all of Appellants’ claimed features.  

Appellants have not shown where any claim feature is not present in 

Nakamura’s disclosed invention.  

Rather, Appellants argue and provide the Walton Declaration seeking 

to establish that Nakamura “teach[es] away” from using the ion source 14 

for deflection of particles.  It is unclear, and Appellants have not explained, 

how this argument is relevant to the determination of whether Nakamura 

anticipates the claimed invention.  In any event, one of ordinary skill in the 

art would not be discouraged from practicing Nakamura’s single ion source 

embodiment, which clearly anticipates Appellants’ claimed invention.  
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 Regarding Appellants’ sputtering versus deflection argument, we 

adopt the Examiner’s position that “sputtering particles causes a deflection 

of the particles through momentum transfer” (Answer 8).  Moreover, we 

agree with the Examiner’s position that since “Nakamura[’s] . . . energy 

range of the ions [i.e., 400 to 1100 eV] is the same as Appellant[s’] energy 

range of ions [i.e., 800 eV],” the deflection of the particles by the ion source 

14 in Nakamura must occur (Answer 9).  

 Accordingly, we affirm the Examiner’s § 102(b) rejection of claims 1, 

4, and 5.  

 

THE § 103(a) REJECTIONS 

 Appellants do not separately argue the following rejections:  (1) 

dependent claims 2 and 3 under § 103(a) over Nakamura, and (2) dependent 

claim 6 under § 103(a) over Nakamura in view of Matsumaru.  Rather, 

Appellants base the viability of these rejections on the propriety of rejecting 

independent claim 1 under § 102(b) over Nakamura.  As we discussed 

above, we determine that the Examiner’s rejection of claims 1, 4, and 5 

under § 102(b) over Nakamura is proper.   

 Accordingly, we also affirm the Examiner’s following rejections:  (1) 

dependent claims 2 and 3 under § 103(a) over Nakamura, and (2) dependent 

claim 6 under § 103(a) over Nakamura in view of Matsumaru.   

 
DECISION   

 The Examiner’s decision is affirmed.  
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 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv).  

AFFIRMED 
 
 
 
clj 
 
John P. Wooldridge 
114 Honu’ea Pl 
Kihei, HI  96753 
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