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DECISION ON APPEAL 

STATEMENT OF THE CASE 

 Appellants appeal under 35 U.S.C. § 134(a) from the Examiner’s 

rejection of claims 1-3, 7-19, 23-34, and 37-40, which are all of the claims 

pending in this application, as claims 4-6, 20-22, 35, and 36 have been 

canceled.  We have jurisdiction under 35 U.S.C. § 6(b).  

Appellants invented a hand-held wireless telecommunications device 

that is configured to send a message to a recipient over a global computer 
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network wherein a user input component is provided for user input and 

message entry (Specification 2).  An understanding of the invention can be 

derived from a reading of exemplary independent claim 1 which is 

reproduced as follows: 

1.  A hand-held wireless telecommunications device configured to 
send a text message to a recipient through use of a global computer network, 
the wireless device comprising:    

 
a processor;    
 
an input component in electronic communication with the processor 

for a user to enter user input, wherein the input component is capable of 
entering text; 

  
a display in electronic communication with the processor that displays 

information to the user;  
 
a communications module in electronic communication with the 

processor for communicating with the global computer network;  
 
memory in electronic communication with the processor for storing 

data, wherein the data comprises at least one token;  
 
a messaging module comprising instructions that are executable by 

the processor for implementing a method comprising:  
 

connecting the wireless device to the global computer network; 
 
 displaying network data received from the global computer 

network on the display;  
 
enabling the user to establish communications with a message 

web site; 
 
providing to the user a message user interface to select a 

message from a plurality of preconfigured messages, each of the 
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plurality of messages being preconfigured to be sent to a recipient, 
wherein at least one of the messages is a text message that includes at 
least one token, wherein the messaging module receives the plurality 
of preconfigured messages from the message web site based on a user 
identification and displays the message user interface on the display 
thereby enabling the user to select the message from the plurality of 
preconfigured messages, and wherein the messaging module allows 
the user to enter token text to replace the at least one token in the 
message;  

 
providing to the user a recipient user interface to select the 

recipient; and  
 
sending the message to the recipient through the global 

computer network. 
 
 The prior art relied upon by the Examiner in rejecting the claims on 

appeal is: 

Martin   US 2002/0174106 A1  Nov. 21, 2002 
Graham   US 2002/0178353 A1  Nov. 28, 2002 
Puskala   US 6,908,389 B1   Jun. 21, 2005 
     

The rejections as presented by the Examiner are as follows: 

1.  Claims 1-3, 7, 8, 13-19, 23, 24, 29-34, and 37 stand rejected under 

35 U.S.C. § 103(a) as being unpatentable over Puskala and Martin. 

2.  Claims 9-12, 25-28, and 38-40 stand rejected under 35 U.S.C. 

§ 103(a) as being unpatentable over Puskala, Martin, and Graham. 

 

ISSUES 

(1) Under 35 U.S.C § 103(a), with respect to appealed claims 1-3, 7, 

8, 13-19, 23, 24, 29-34, and 37, would one of ordinary skill in the 
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art at the time of the invention have found it obvious to combine 

Puskala and Martin to render the claimed invention unpatentable?   

(2) Under 35 U.S.C § 103(a), with respect to appealed claims 9-12, 

25-28, and 38-40, would the ordinarily skilled artisan have found it 

obvious to modify the combination of Puskala and Martin with 

Graham to render the claimed invention unpatentable? 

 

FINDINGS OF FACT 

The following findings of fact (FF) are relevant to the issues involved 

in the appeal and are believed to be supported by a preponderance of the 

evidence. 

1. Puskala relates to a system and method of communicating 

between players of games played over a wireless network (col. 1, ll. 7-9).  

2. Puskala teaches that predefined messages are sent to at least one 

of a plurality of preselected destination addresses during the game (col. 2, ll. 

11-22). 

3. Each predefined message may be defined to comprise at least 

one of voice, text, sound, an image, a picture, a brief video, and a 

multimedia message, and may be stored at the first mobile terminal or at a 

network-based message database accessible to the first mobile terminal (col. 

3, ll. 25-29). 

4. Puskala allows a player to modify a predefined message or use 

only the stored predefined messages (col. 7, ll. 16-31). 

 5. Martin is directed to an apparatus for obtaining information 

from a user, parsing the input to determine a keyword, determining a 
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connector based on the keyword, and filing a template in the connector (¶ 

0008). 

 6.   Martin describes a connector including a template which 

includes some specific actions/text, and placeholder tokens, for data to be 

added by the user.  Placeholder tokens are the vehicle by which user input 

and "real time" data and context are transferred from a client to an agent.  

For one embodiment, placeholder tokens also determine when a connector is 

selected (¶ 0065). 

 7. Martin further describes tokens and their placement in the text 

(¶¶ 0066- 0074).  In addition to client or agent filling placeholder tokens 

with text, Martin teaches that placeholder token may also be filled by the 

user (¶ 0075).   

 

PRINCIPLES OF LAW 

 To reach a conclusion of obviousness under section 103, the Examiner 

bears the burden of producing factual basis supported by teaching in a prior 

art reference or shown to be common knowledge of unquestionable 

demonstration.  Our reviewing court requires this evidence in order to 

establish a prima facie case.  In re Piasecki, 745 F.2d 1468, 1471, 223 USPQ 

785, 787-88 (Fed. Cir. 1984). 

Furthermore, the test for obviousness is what the combined teachings 

of the references would have suggested to one of ordinary skill in the art.  

See In re Kahn, 441 F.3d 977, 987-88, 78 USPQ2d 1329, 1336 (Fed. Cir. 

2006), In re Young, 927 F.2d 588, 591, 18 USPQ2d 1089, 1091 (Fed. Cir. 
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1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 

1981). 

“Section 103 forbids issuance of a patent when ‘the differences 

between the subject matter sought to be patented and the prior art are such 

that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said 

subject matter pertains.’”  KSR Int'l Co. v. Teleflex Inc., 127 S.Ct. 1727, 

1734, 82 USPQ2d 1385, 1391 (2007).    

 “The combination of familiar elements according to known methods 

is likely to be obvious when it does no more than yield predictable results.”  

Leapfrog Enter., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1161, 

82 USPQ2d 1687, 1691 (Fed. Cir. 2007) (quoting KSR Int’l v. Teleflex, Inc., 

127 S. Ct. 1727, 1739, 82 USPQ2d 1385, 1395 (2007)).  “One of the ways in 

which a patent’s subject matter can be proved obvious is by noting that there 

existed at the time of invention a known problem for which there was an 

obvious solution encompassed by the patent’s claims.”  KSR, 127 S. Ct. at 

1742, 82 USPQ2d at 1397.   

 

ANALYSIS 

1. Rejection of claims 1-3, 7, 8, 13-19, 23, 24, 29-34, and 37 over 
Puskala and Martin 
 

 Appellants mainly argue that Martin’s “placeholder tokens” are not 

taught nor suggested to be replaced with “token text” entered by the user or 

edited by the user (Br. 10; Reply Br. 3-6).  Appellants rely on paragraphs 

0066-0070 of Martin and assert that the “placeholder tokens” are either 
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specially flagged text replaced by the dispatcher or are “filled with data by 

the client or agent, which are software modules, but not the same as the 

claimed “users” (id.).   

Appellants further contend that one of ordinary skill in the art would 

not combine Martin’s tokens in Puskala since Puskala’s intention is to 

prevent interruptions to multi-player gameplay by using entirely predefined 

messages instead of tokens (Br. 11-16).  Appellants argue that Puskala 

teaches away from entering message text during gameplay because typing 

on a numeric pad for entering text slows the process and is contrary to the 

direction the invention of Puskala takes (id.). 

The Examiner argues that Martin actually allows input from a user on 

the device (¶ 0075-0077), which replaces the placeholder token if more 

information is needed (Answer 16-17).  The Examiner concludes that, 

contrary to Appellants’ assertion, the user, as well as the client or dispatcher, 

may enter text to edit the token text (Answer 18).  With respect to 

combinability of Puskala with Martin, the Examiner argues that the same 

reason Puskala considers predefined messages advantageous during 

gameplay, makes Martin’s use of tokens in text messaging desirable 

(Answer 19).  The Examiner adds that using tokens further minimizes text 

editing or entering the entire message when the messages need to be 

modified and therefore, its combination with predefined messages of 

Puskala would have been obvious to one of ordinary skill in the art (Answer 

19-21).      
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 We agree with the Examiner’s position.  First, Martin does teach that 

the placeholder token may be filled with text entered by the user (FF6-7).  

Second, using placeholder tokens in messaging scheme of Puskala is not 

contrary to the purpose of minimizing typing messages during the gameplay.  

Puskala uses predefined messages to minimize interruptions during the game 

and therefore, when a message needs to be modified, using placeholder 

tokens taught by Martin minimizes interruptions during a game and further 

saves time (FF 2-4).  Therefore, we also find Appellants’ argument (Br. 12-

14) that such process, by which only the text corresponding to placeholder 

token is entered by the user, is in conflict with the teachings of Puskala 

wherein predefined messages are used to save time, to be unconvincing.  

Furthermore, contrary to Appellants’ assertion against combinability 

of the references (Br. 11-16), combining Puskala and Martin is based on 

common schemes for efficient use of time needed for composing text 

messages.  Puskala generally uses predefined messages, but also allows for 

modifications made to these messages by the user (FF 3-4).  In fact, since 

Martin, by using placeholder tokens, reduces the number of key entries by 

the user in completing a form or messages (FF 6-7), one of ordinary skill in 

the art would have found it obvious to combine the references to benefit 

from the minimized text entry associated with using placeholder tokens of 

Martin. 

Thus, in light of these findings, we find that the combination of 

Puskala and Martin suggests the subject matter of Claim 1 as well as claims 

2, 3, and 7, 8, 13-19, 23, 24, 29-34, and 37, argued together as one group.  
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See In re Young, 927 F.2d 588, 590, 18 USPQ2d 1089, 1091 (Fed. Cir. 

1991).  See also 37 C.F.R. § 41.37(c)(1)(vii).  

  

1. Rejection of claims 9-12, 25-28, and 38-40 over Puskala, 
Martin, and Graham 

 

Appellants rely on the same arguments previously raised for claim 1 

and assert that Graham adds nothing to the combination of Puskala and 

Martin that would have made the subject matter of these claims unpatentable 

(Br. 17; Reply Br. 7-8).  Additionally, Appellants contend that even if 

Graham taught using “tokens,” the combination is still improper since 

Puskala teaches away from customization of its predefined messages (Reply 

Br. 8).  As discussed above with respect to claim 1, Puskala does allow the 

user modifications to the predefined messages and therefore, may properly 

be combined with Martin and Graham to benefit from minimized text entry 

as a result of using tokens.   

Therefore, in light of our findings above, we find that the teachings of 

Puskala and Martin combined with Graham suggest the subject matter of 

Claims 9-12, 25-28, and 38-40. 

 

CONCLUSION OF LAW 

Because Appellants have failed to point to any error in the Examiner’s 

position, we sustain the 35 U.S.C. § 103 rejection of claims 1-3, 7, 8, 13-19, 

23, 24, 29-34, and 37 over Puskala and Martin and of claims 9-12, 25-28, 

and 38-40 over Puskala and Martin, and in view of Graham. 
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DECISION 

The decision of the Examiner rejecting claims 1-3, 7-19, 23-34, and 

37-40 is affirmed. 

No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv). 

 

AFFIRMED 

 

 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
pgc 
 
 
MADSON & AUSTIN 
15 WEST SOUTH TEMPLE 
SUITE 900 
SALT LAKE CITY UT 84101 
 

 10



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


