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Before KENNETH W. HAIRSTON, ANITA PELLMAN GROSS,
and MARC S. HOFF, Administrative Patent Judges.

GROSS, Administrative Patent Judge.

DECISION ON APPEAL
STATEMENT OF THE CASE

Ackerman and Clark (Appellants) appeal under 35 U.S.C. § 134 from
the Examiner's Final Rejection of claims 23 through 27, 37, 38, and 40,
which are all of the claims pending in this application. We have jurisdiction
under 35 U.S.C. § 6(b).

Appellants' invention relates to a fire retardant gasket between a
faceplate and an electrical box. See generally Spec. 2:20-3:19. Claim 23 is

illustrative of the claimed invention, and it reads as follows:
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23. A method of assisting a compromised barrier,
comprising:

a) providing a gasket comprising fire retardant material of a
fire resistant insulative material containing mineral wool or

intumescent graphite;

b)  placing the fire retardant gasket between a faceplate and
an electrical box adapted to be introduced into the barrier;

c) coupling the faceplate to the box; and
d)  atleast partially reestablishing a fire rating of the barrier.

The prior art references of record relied upon by the Examiner in

rejecting the appealed claims are:

Close, Jr. US 4,163,137 Jul. 31, 1979
Landin US 6,153,674 Nov. 28, 2000
Dykhoff US 6,521,834 B1 Feb. 18, 2003

(filed Aug. 25, 2000)

Claims 23 through 27, 37, 38, and 40 stand rejected under 35 U.S.C.
§ 102(e) as being anticipated by Dykhoff.

Claims 23 through 26, 37, 38, and 40 stand rejected under 35 U.S.C.
§ 103 as being unpatentable over Close in view of Landin.

The rejection of claims 23 through 27 under 35 U.S.C. § 112, second
paragraph, has been withdrawn. (See Ans. 3.)

We refer to the Examiner's Answer (mailed March 7, 2007) and to

Appellants' Brief (filed November 20, 2006) for the respective arguments.
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SUMMARY OF DECISION
As a consequence of our review, we will reverse both the anticipation
rejection of claims 23 through 27, 37, 38, and 40 and also the obviousness

rejection of claims 23 through 26, 37, 38, and 40.

OPINION

Appellants' sole argument regarding the anticipation rejection of
claims 23 through 27, 37, 38, and 40 over Dykhoff is that the Declaration of
Randy Clark (with the accompanying Exhibits) filed March 30, 2004,
establishes completion of the invention prior to August 25, 2000, the
effective filing date of Dykhoff. (See Br. 6-7.) Specifically, Appellants
contend that Exhibit A describes a gasket of intumescent material behind a
cover plate of an outlet box, Exhibit B describes the intumescent material as
being hydrated aluminum silicate and acid treated flake graphite, and
Exhibits C, D, and E relate to reestablishment of the fire rating of the barrier
using the intumescent gasket. Appellants do not dispute the disclosure by
Dykhoff of any claim limitations. The Examiner (Ans. 13) asserts that the
Declaration and Exhibits fail to establish

a method of assisting a compromised barrier comprising:
placing the fire retardant gasket between a faceplate and an
electrical box, coupling the faceplate to the box, and at least
partially reestablishing a fire rating of the barrier. No data
related to any fire rating as well as at least partially
reestablishing a fire rating of the barrier|.]

The issue, therefore, 1s whether the Declaration and Exhibits establish

completion of the claimed invention prior to the filing date of Dykhoff.
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Appellants' Declaration indicates that all five exhibits predate August
25, 2000, the filing date of Dykhoff, and, therefore, anything established by
the Exhibits predates Dykhoff. Appellants' Exhibit A, an e-mail to inventor
Randy Clark from Mr. Richard N. Walke of UL Laboratories, discusses a
gasket of intumescent material used for fire protection located behind cover
plates of outlet boxes. Further, the e-mail mentions two successful tests of
the gaskets including F0419029. Exhibit A thus establishes placing a gasket
of intumescent material between a cover plate and an outlet box for fire
protection. Further, Appellants indicate in the Declaration that the test
F0419029, referenced in Exhibit A, "refers to a 2-hour maximum rated
barrier having an intumescent gasket rated for 2 hours." Accordingly, the
success of the test mentioned in the e-mail of Exhibit A establishes partially
establishing a fire rating of the barrier (for two hours).

The only limitation of independent claims 23 and 37 not established
by Exhibit A in combination with the Declaration is material of the gasket
containing mineral wool or intumescent graphite. However, Exhibit B
shows the material of an intumescent sheet as containing hydrated aluminum
silicate and acid treated flake graphite. Exhibit B is discussed in the
Declaration as showing the composition of the intumescent gasket. Exhibits
C and D each have F0419029 written thereon and are discussed in the
Declaration as showing the results of test F0419029 of the gasket. Further,
both show a passing result. Thus, the combination of the Declaration and
Exhibits A through D establishes the claimed invention prior to Dykhoff,
thereby removing Dykhoff as prior art. Consequently, we cannot sustain the

anticipation rejection over Dykhoft.
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Regarding the obviousness rejection of claims 23 through 26, 37, 38,
and 40 over Close in view of Landin, the Examiner asserts (Ans. 9) that it
would have been obvious to replace the fire retardant gasket of Close with a
fire resistant material of mineral wool or intumescent graphite as taught by
Landin to "prevent transfer of heat from a fire across the barrier."

Appellants contend (Br. 7) that there is no reason to combine Close and
Landin especially "since the plastic gaskets of Close are used to prevent air
infiltration and thus cool air into the room." The issue, therefore, is whether
it would have been obvious to substitute Landin's intumescent graphite for
Close's fire retardant gasket.

As contended by Appellants, Close discloses (col. 2, 1I. 33-34) a fire
retardant gasket between an electrical box and its cover plate "to provide an
improved air infiltration seal." Further, the gasket "seals against air
infiltration and flow across panel 36 to prevent cool air from flowing into the
room" (see col. 3, 1. 55-59). Landin, as inferred by Appellants, discloses
(col. 1, 11. 4-6 and 51-55, col. 10, 11. 54-57, and col. 11, 11. 4-12) a fire barrier
material that allows for dissipation of heat at room temperature. To
substitute the material of Landin for the gasket of Close would result in a
gasket that allows air to flow through the wall, thereby defeating the purpose
of Close. The Federal Circuit has held that "a proposed modification [is]
inappropriate for an obviousness inquiry when the modification render[s] the
prior art reference inoperable for its intended purpose. In re Gordon, 733
F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984)." In re Fritch, 972
F.2d 1260, 1265-66 n.12 (Fed. Cir. 1992). Consequently, we cannot sustain
the obviousness rejection of claims 23 through 26, 37, 38, and 40 over Close

in view of Landin.
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ORDER
The decision of the Examiner rejecting claims 23 through 27, 37, 38,
and 40 under 35 U.S.C. § 102(e) and claims 23 through 26, 37, 38, and 40
under 35 U.S.C. § 103 is reversed.
REVERSED

tdl/gvw

JONES & SMITH, LLP
2777 ALLEN PARKWAY, SUITE 800
HOUSTON, TX 77019-2141



	REVERSED 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


