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DECISION ON REQUEST FOR REHEARING 

I. STATEMENT OF THE CASE 

 Appellants appealed under 35 U.S.C. § 134(a) from the Examiner’s 

Final Rejection of claims 1-26.  We affirmed in part.  Pursuant to 37 C.F.R. 

§ 41.52(a)(1), Appellants now request a rehearing of our Decision on Appeal 
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entered on October 29, 2007 affirming a rejection of appealed claim 18.  We 

have jurisdiction under 35 U.S.C. § 6(b).   

 

In the Request for Rehearing, Appellants contend that “the rejection 

of claim 18 as anticipated by Wang is lacking at least for the same reasons as 

those relating to claim 1” (Req. for Reh’g. 2).  They request “that the Board 

of Patent Appeals and Interferences reverse the Examiner’s decision 

rejecting the aforementioned claim(s) (sic) and direct the Examiner to pass 

the case to issue” (id.). 

 

37 C.F.R. § 41.37(c)(1)(vii) requires that in order to present a 

particular claim for individual consideration on appeal, Appellants must 

submit a separate argument under a separate subheading as to that claim.  

Specifically: 

Notwithstanding any other provision of this paragraph, the 
failure of appellant to separately argue claims which appellant 
has grouped together shall constitute a waiver of any argument 
that the Board must consider the patentability of any grouped 
claim separately. 
 

37 C.F.R. 41.37(c)(1)(vii).  Furthermore, requests for rehearing are 

controlled by 37 C.F.R. § 41.52(a)(1), including the requirement that the 

“request for rehearing must state with particularity the points believed to 

have been misapprehended or overlooked by the Board.” 

 

Here, Appellants argued claims 1-26, which are subject to the same 

ground of rejection, as a group, as mentioned in our original opinion 
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(Decision On App. 4).  However, Appellants presented arguments only for 

claim 1, which is not the broadest claim (id.).  Appellants’ arguments were 

inapplicable to independent claims 13, 19, and 24, each of which is broader 

than claim 1.  Therefore, claims 13-26 were separated by the Board as an 

independent group.  We properly selected claim 1 as the sole claim on which 

to decide the appeal of claims 1-12 and claim 13 as the sole claim on which 

to decide the appeal of claims 13-26.  

 

Claim 18 depends from independent claim 13.  When the patentability 

of dependent claims is not argued separately, the claims stand or fall with 

the claims from which they depend.  In re King, 801 F.2d 1324, 1325 (Fed. 

Cir. 1986); In re Sernaker, 702 F.2d 989, 991 (Fed. Cir. 1983).  Here, 

Appellants did not separately and specifically argue any of claims 13-26, 

and the Board thus correctly selected independent claim 13, the broadest 

claim, for deciding the appeal of claims 13-26.  (See 37 C.F.R.                      

§ 41.37(c)(1)(vii)).  Being “basically a board of review,” Ex parte Gambogi, 

62 USPQ2d 1209, 1211 (BPAI 2001), we leave any further consideration of 

the patentability of claim 18 to the Examiner and Appellants. 

 

In an ex parte appeal, moreover, the Board "is basically a board of 

review — we review . . . rejections made by patent examiners."  Ex parte 

Gambogi, 62 USPQ2d 1209, 1211 (BPAI 2001).  We lack authority to direct 

an examiner to withdraw an Office action or to issue a Notice of Allowance.  

It is patent examiners who have the authority to withdraw their rejections, 

MPEP §§ 707.07(e), 1004, 1005, and to allow claims.  Id. at  §§ 1005,  
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1302.13; See MPEP § 1002.02(c) (noting that petitions involving examiners’ 

refusals to enter amendments are decided by Technology Center Directors).  

Because we do not have jurisdiction over this matter, it is therefore not 

before us.  See MPEP § 706.01 (“[T]he Board will not hear or decide issues 

pertaining to objections and formal matters which are not properly before the 

Board.”).  Therefore, we cannot perform the second part of the Appellants' 

request, viz., "direct[ing] the Examiner to pass the case to issue." 

 

V. CONCLUSION 

 In summary, we deny the Appellants’ request to reverse the rejection 

of claim 18 under § 102(b). 

 

 No time for taking any action connected with this appeal may be 

extended under 37 C.F.R. § 1.136(a)(1)(iv). 

 

DENIED 

 

ce

 

 

 

 

KENYON & KENYON LLP 
1500 K STREET N.W. 
SUITE 700 
WASHINGTON DC 20005 
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