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DECISION ON APPEAL 

This is an appeal under 35 U.S.C. § 134 involving claims to a method 

and apparatus for acquiring electrocardiograms.  The Examiner has rejected 

the claims as obvious.  We have jurisdiction under 35 U.S.C. § 6(b).  We 

affirm. 

BACKGROUND 

The Specification discloses “a system and method for acquiring, 

processing, and communicating an electrocardiogram using a multi-variable 
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sensor in the ear of the patient and [another sensor on] the case of a data 

acquisition unit which is used to transmit the data in a wireless mode over 

the Internet” (Specification 1).  Thus, “the ear sensor . . . sends data to a 

waist-mounted Patient data monitor that includes a second electrode on a 

side adjacent the patient” (id. at 2).  The system “facilitate[s] the wireless 

transmission of the electrocardiogram from [an] ambulatory subject” and is 

“non-obtrusive, since it appears to be a[n] earpiece and cell phone when in 

use” (id. at 3). 

DISCUSSION 

1.  CLAIMS 

Claims 1-5, 7-11, and 13-26 are on appeal. Claims 1 and 13 are 

representative, and read as follows: 

1. A method for acquiring an electrocardiogram with 
a portable patient data monitor, comprising:  

providing a first electrode patch on a surface of 
said patient data monitor;  

providing a second electrode patch on a surface of 
an ear-emplaceable sensor, wherein said ear-emplaceable 
sensor includes other sensors and said second electrode 
patch provides shielding;  

positioning the first electrode patch adjacent a 
patient's waist;  

positioning the second electrode patch adjacent a 
patient's ear; and  

connecting said first and second electrode patches 
to an electrocardiogram amplifier to obtain an ECG 
signal for transmission by said patient data monitor. 

  
13. A method for acquiring and transmitting an 

electrocardiogram with a portable patient data monitor, 
comprising:  
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providing a first electrode patch on a surface of 
said patient data monitor;  

providing a second electrode patch on a surface of 
an ear-emplaceable sensor;  

positioning the first electrode patch adjacent a 
patient's waist;  

positioning the second electrode patch adjacent a 
patient's ear;  

connecting said first and second electrode patches 
to an electrocardiogram amplifier to obtain an ECG 
signal for transmission by said patient data monitor;  

and transmitting the ECG signal to the Internet 
using said patient data monitor. 

 
Thus, claim 1 is directed to a method of acquiring an 

electrocardiogram (ECG) with a portable patient data monitor.  An electrode 

patch on a surface of the patient data monitor is positioned adjacent to a 

patient’s waist.  A second electrode patch on a surface of an ear-emplaceable 

sensor is positioned adjacent to the patient’s ear.  The two electrode patches 

are connected to an electrocardiogram amplifier to obtain a transmissible 

ECG signal.  The ear-emplaceable sensor includes sensors other than the 

electrode, and provides shielding. 

Claim 13 is directed to a similar process.  However, in claim 13 the 

ECG signal is transmitted to the Internet.  Also, unlike claim 1, claim 13 

does not state that the ear-emplaceable sensor provides shielding or multiple 

sensors.       
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2.  PRIOR ART 

The Examiner relies on the following references: 

Dotan    US 5,314,389  May. 24, 1994 
Birnbaum   US 5,464,021  Nov. 07, 1995 
Ohtake   US 5,483,967  Jan. 16, 1996 
Platt     US 5,634,468  Jun. 03, 1997 
Sarbach   US 5,628,324  May. 13, 1997 
Schulze    US 5,673,692  Oct. 7, 1997 
Kumar    US 6,416,471 B1  Jul. 9, 2002 
 

3.  OBVIOUSNESS -- CLAIMS 1, 2, 5, AND 7-10 

Claims 1, 2, 5, and 7-10 stand rejected under 35 U.S.C. § 103 as 

obvious in view of Schulze, Sarbach, Dotan, and Ohtake. 

The Examiner cites Schulze as teaching “a method and apparatus for 

acquiring ECG, comprising: an apparatus (‘ear-emplaceable sensor’) 4 

including an ECG electrode 6 . . . and ‘other sensors’ 8, such [as] pulse 

oximetry and temperature sensors . . . and connected to a receiver 

(‘electrocardiogram’)” (Answer 3, citations omitted).  The Examiner cites 

Sarbach as teaching “a method and apparatus for acquiring ECG, 

comprising: ECG electrodes mounted on a belt 3 fastened around the waist 

. . . and connected to a processing device (‘electrocardiogram’) 5 fixed onto 

the belt 3 which contains an amplifier 23 and a filter 62” (id. at 3-4, citations 

omitted).  The Examiner cites Dotan as teaching “ECG electrodes 16 and 17 

at both the ear and waist and connected to an ECG apparatus 

(‘electrocardiogram’) 19 . . ., wherein the connection between the ear 

electrode 16 or waist electrode 17 and the ECG apparatus 19 is b[y] wire” 

(id. at 4).   
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To meet claim 1’s limitation that the ear-positioned second electrode 

patch “provides shielding,” the Examiner cites Ohtake as providing an 

electrode with “a base 5 provided with a built-in conductive film for 

electrical shielding of electrodes” (id.).  The Examiner concludes that one of 

ordinary skill would have considered it obvious “to modify Schulze to have 

electrical shielding in order to insulate from electrical noise” (id.).   

Appellants argue that when viewed in light of paragraph [24] of the 

Specification, “[p]art of the invention, as a whole, is that the metal contact 

material of the ear electrode patch acts as a shield for other sensors” (Br. 7).  

In contrast, Appellants argue, Ohtake “merely teaches that an optional layer 

of conductive material can be added to the waterproofing of the system of 

Ohtake to shield the electrode from noise” (id.).  Appellants argue that 

Ohtake does not “teach or suggest that: (i) the electrode patch itself acts as 

the shield (i.e., the layer 5 in Ohtake acts as a shield for separate electrodes 

11) or (ii) that the electrode patch act as a shield for other sensors (i.e., the 

layer 5 in Ohtake acts as a shield for electrodes 11, not for other sensors)” 

(id.; see also Reply Br. 2-4). 

We are not persuaded by this argument.  “[W]hile it is true that claims 

are to be interpreted in light of the specification and with a view to 

ascertaining the invention, it does not follow that limitations from the 

specification may be read into the claims.”  Sjolund v. Musland, 847 F.2d 

1573, 1581 (Fed. Cir. 1988) (emphasis in original); see also In re Van 

Geuns, 988 F.2d 1181, 1184 (Fed. Cir. 1993) (“[L]imitations are not to be 

read into the claims from the specification.”).   

5  
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Claim 1 requires only that “said second electrode patch provides 

shielding.”  Claim 1 does not further limit the shielding.  Nor does claim 1 

state the electrode patch must provide shielding against the other sensors on 

the ear-emplaceable device.  Therefore, Appellants' argument depends on 

improperly reading preferred embodiments from the Specification into claim 

1. 

Moreover, we do not agree that Ohtake fails to meet the shielding 

limitation.  Ohtake discloses a “bioelectrical signal recording device for 

recording an electrical signal from a living body, such as a[n] 

electrocardiographic signal” (Ohtake, col. 1, ll. 7-9).  Ohtake’s device 

“includes a sheet-like base member . . . [that has] a sticking face which 

serves to stick the base member on the living body, [and] one or a plurality 

of electrodes provided on said face of the base member for picking up an 

electrical signal of the living body” (id. at col. 1, ll. 46-52).  Ohtake 

discloses that “[t]he base 5 is provided with a shielding property for 

shielding out electrical noise. . . . For example, the base 5 includes a built-in 

conductive film for electrical shielding” (id. at col. 3, ll. 10-14). 

We agree with the Examiner that one of ordinary skill using devices 

such as Dotan’s to acquire electrocardiograms from ear and waist electrodes 

would have considered it obvious to include shielding in the ear-positioned 

electrode patch because Ohtake discloses that it is desirable to shield the 

electrodes in such devices from electrical noise.  Moreover, because Ohtake 

discloses that the shielding is “built-in” to the base of body-attachable 

electrode assembly (Ohtake, col. 3, ll. 13-14), we do not agree with 

Appellants that Ohtake’s shielding is not part of the electrode patch. 

6  
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Appellants argue that “[a]s a whole, the invention is drawn to the use 

of the patient data monitor surface as an electrode, yet this is completely 

lacking in the cited prior art” (Br. 8).  Specifically, Appellants argue, Dotan 

“positions the body electrode adjacent, but separate from, other elements via 

a belt” and Sarbach “positions electrodes 1 and 2 on a belt separated from 

processor 5 (see fig. 1), such that Sarbach also fails to teach or fairly suggest 

an electrode patch on a patient data monitor surface” (id.). 

Appellants argue that interpreting the “surface of said patient data 

monitor” to encompass the surface of a belt holding the monitor, as urged by 

the Examiner, is inconsistent with the Specification (Reply Br. 4).  

Appellants urge that “[t]he present specification refers to the device of U.S. 

Patent No. 6,443,890 with respect to the meaning of a patient data monitor.  

It is not a belt, but a small unitary device” (id.).    

It is well settled that “claims in an application are to be given their 

broadest reasonable interpretation consistent with the specification and that 

claim language should be read in light of the specification as it would be 

interpreted by one of ordinary skill in the art.”  In re Sneed, 710 F.2d 1544, 

1548, 218 USPQ 385, 388 (Fed. Cir. 1983) (citation omitted).  However, 

“absent claim language carrying a narrow meaning, the PTO should only 

limit the claim based on the specification or prosecution history when those 

sources expressly disclaim the broader definition.”  In re Bigio, 381 F.3d 

1320, 1325, 72 USPQ2d 1209, 1211 (Fed Cir. 2004).  Thus, “during patent 

prosecution when claims can be amended, ambiguities should be recognized, 

scope and breadth of language explored, and clarification imposed.”  In re 

Zletz, 893 F.2d 319, 322, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989). 

7  
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In the instant case the Specification states:  

The present invention is usable with and related to the 
co-inventor’s U.S. Patents 5,673,692 and 6,443,890 . . . , as 
applied to generalized acquisition and transfer of data to central 
Internet databases.  The invention allows the transduction of a 
clinically relevant lead of the electrocardiogram using the 
location of the multi-variable, single-site sensor that was 
described in U.S. Patent 5,673,692 combined with the modified 
case the Patient data monitor which has previously been 
described U.S. Patent 6,443,890. 

 
(Specification 1.)   

However, the Specification also states that “[o]bviously, the same 

invention is useful independent of the multi-variable sensor and the wireless 

communication capabilities of the Patient data monitor” (id. at 2).  Thus, 

although the Specification discloses that the instant application’s 

electrocardiogram system and methods are compatible with the “patient data 

monitor” of the ‘890 patent, the Specification does not limit the “patient data 

monitor” to that disclosed by the ‘890 patent.   

Moreover, we do not see, and Appellants do not point to, any specific 

definition of “patient data monitor” that distinguishes between the various 

parts and components of the device, such that one skilled in the art would 

exclude the belts of the patient data monitors of Dotan and Sarbach from 

being parts of the overall devices.  We therefore agree with the Examiner 

that, when given its broadest reasonable interpretation consistent with the 

Specification, the recitation “electrode patch on a surface of said patient data 

monitor” encompasses devices that have electrodes on the surface of any 

component or part of the device, including the belts of the patient data 

monitoring devices disclosed by Sarbach and Dotan. 

8  
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Appellants argue that the Examiner has not provided motivation for 

combining the disclosures of Schulze, Sarbach, and Dotan to arrive at the 

claimed invention, “and fails to address obviousness at the time of 

Appellants’ invention” (Br. 8).  Appellants also argue that the Examiner 

“fails to address the use of an ECG electrode as shielding for other sensors” 

(id. at 9). 

We are not persuaded by these arguments.  The Supreme Court 

recently reaffirmed “that when a patent ‘simply arranges old elements with 

each performing the same function it had been known to perform’ and yields 

no more than one would expect from such an arrangement, the combination 

is obvious.”  KSR Int'l v. Teleflex Inc., 127 S. Ct. 1727, 1740 (2007) (quoting 

Sakraida v. AG Pro, Inc., 425 U.S. 273, 282 (1976)).  With respect to 

hindsight reasoning, the Court advised that “[a] factfinder should be aware, 

of course, of the distortion caused by hindsight bias and must be cautious of 

arguments reliant upon ex post reasoning.  Rigid preventative rules that deny 

factfinders recourse to common sense, however, are neither necessary under 

our case law nor consistent with it.”  Id. at 1742 (citations omitted).   

In the instant case, Dotan discloses “[a]s shown in FIG. 1, an ECG 

apparatus 19, provided with electrode means 17/16 at the waist level and as 

part of the earphone 16” (Dotan, col. 2, ll. 31-33).  Dotan therefore discloses 

an ECG-acquiring method using the waist- and ear-mounted electrodes 

recited in claim 1.  While Dotan may not disclose claim 1’s additional 

sensors in the ear-mounted electrode, Schulze discloses that an ear-mounted 

electrode capable of providing ECG data can also contain a “sensor . . . for 

measuring body core temperature of the patient” (Schulze, col. 3, ll. 36-37), 

9  
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and “a pulse oximetry sensor for measuring oxygen saturation and heart 

rate” (id. at col. 4, ll. 3-4).  Thus, one of ordinary skill acquiring an ECG by 

Dotan’s methods would have reasoned, from Schulze’s teachings, that it was 

desirable to acquire additional physiological data from a patient by adding 

sensors to Dotan’s ear-mounted ECG electrode.   

Sarbach discloses a similar device that has belt-mounted ECG sensors 

“directly connected to [an] autonomous signal processing device . . . , which 

is also fixed onto the belt” (Sarbach, col. 2, l. 67, through col. 3, l. 2).  Each 

of the sensors is “connected to an amplifier” in the signal processing device 

(id. at col. 3, ll. 49-55), which wirelessly transmits the acquired and 

processed data to a “display means” which may be a digital wristwatch (id. 

at col. 3, ll. 8-35).  We agree with the Examiner that one of ordinary skill 

would have reasoned from Sarbach’s disclosure that connecting the 

electrodes of Dotan’s device to an electrocardiogram amplifier would have 

allowed transmission of the ECG signal.  Moreover, as discussed above, 

Ohtake discloses that it is desirable for ECG electrodes to have shielding. 

Therefore, because claim 1 recites an assembly of desirably combined 

prior art elements, and because the combination results in no function other 

than what one of ordinary skill would have expected from the prior art’s 

disclosure of those elements, we agree with the Examiner that claim 1 would 

have been obvious under § 103.  We therefore affirm the Examiner’s 

obviousness rejection of claim 1.  Claims 2, 5, and 7 fall with claim 1. 

Appellants argue that claims 8 and 10 are separately patentable from 

claims 1, 2, 5, and 7 because the Examiner’s argument regarding the 

obviousness of the claimed electrode size “is unsupported and uses circular 

10  
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reasoning” (Br. 9).  Appellants argue that claim 9 is also separately 

patentable for the same reasons (id.). 

Each of claims 8-10 depends from claim 7, which essentially recites 

an apparatus for performing the process of claim 1.  Claims 8 and 10 limit 

the waist-positioned electrode patch to “approximately 100 mm2” and 

“greater than approximately 5000 mm2,” respectively.  Claim 9 limits the 

ear-positioned electrode to “approximately 10 mm2.”         

The Examiner states that, although Sarbach does not explicitly teach 

electrode patches of the sizes recited in claims 8 and 10, electrodes of those 

areas would have been obvious in view of Sarbach because “the particular 

size of the electrode claimed is within the range of sizes that necessarily 

would have to be selected for such an electrode to properly sense an ECG 

signal on a patient’s waist” (Br. 4).  The Examiner similarly urges that an 

electrode patch having the area recited in claim 9 would have been obvious 

because “[t]he ear being a certain dimension requires an electrode to be of a 

small size to allow the electrode to be placed on or in the ear.  Similarly in 

Schulze’s patent, electrode 6 would have to be in the same range of size to 

fit in or on the ear” (id. at 5). 

In addressing the issue of obviousness, the Supreme Court advised 

that “[a] person of ordinary skill is . . . a person of ordinary creativity, not an 

automaton.”  KSR Int'l v. Teleflex Inc., 127 S. Ct. 1727, 1742 (2007).  The 

Court thus recognized that the analysis under 35 U.S.C. § 103 “need not seek 

out precise teachings directed to the specific subject matter of the challenged 

claim, for a court can take account of the inferences and creative steps that a 

person of ordinary skill in the art would employ.”  Id. at 1741.   

11  
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In the instant case, the Examiner does not point to any specific 

teaching in the cited references regarding the size of the electrode patches 

used to acquire ECG data.  However, we agree with the Examiner that one 

of ordinary skill, being a person of ordinary creativity, would have inferred 

that using electrodes to acquire ECG data according to the methods in the 

cited references would require the electrodes to be large enough to sense the 

relevant electrical impulses when placed on the skin.  We therefore also 

agree that selecting electrode sizes suitable for acquiring ECG data, as 

recited in claims 8-10, would have been obvious to one of ordinary skill at 

the time the invention was made, and affirm the Examiner’s obviousness 

rejection of those claims.   

4.  OBVIOUSNESS -- CLAIM 3 

Claim 3 stands rejected under 35 U.S.C. § 103 as obvious over 

Schulze, Sarbach, Dotan, Ohtake,1 and Kumar. 

Claim 3 recites “[t]he method of claim 1, wherein said second patch is 

connected to said electrocardiogram amplifier using an RF transmitter.”  The 

Examiner cites Kumar as teaching “a signal transfer unit (‘data monitor’) 20 

positioned at the [waist] and wirelessly connected to electrodes 10 attached 

to the body” (Answer 5).   The Examiner concludes that “[i]t would have 

been obvious for one of ordinary skill in the art at the time the invention was 

 
1 The Examiner, apparently inadvertently, did not list Ohtake among the 
references supporting the rejection of claim 3.  However, because claim 3 
depends from claim 1, claim 3 requires the ear-emplaceable electrode to 
have shielding.  As discussed above, Ohtake discloses the desirability of 
shielding on ECG electrodes.  We therefore apply Ohtake along with the 
other references cited by the Examiner to meet the shielding limitation.   

12  
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made to modify the teachings of Shulze [sic] in order to remotely monitor 

ECG of a patient” (id. at 5-6). 

Appellants argue that, because Schulze, Sarbach, Dotan, and Ohtake 

fail to establish the prima facie obviousness of claim 1, claim 3 is also 

unobvious over those references, based on its dependency from claim 1, and 

Kumar’s failure to disclose or suggest the claimed shielding limitation 

(Br. 9-10).  We are not persuaded by this argument.  As discussed above, we 

agree with the Examiner that Ohtake suggests shielding the electrodes in 

ECG devices such as those disclosed by Schulze, Sarbach, and Dotan. 

Appellants argue that Kumar does not cure the deficiencies of 

Schulze, Sarbach, Dotan, and Ohtake because the electrode-containing 

sensor band of Kumar’s device is completely separate from the signal 

transfer unit, and because “[t]he sensor band transmits data from all the 

sensors (not just one of two) and does not disclose the use of electrode 

patches as shielding for other sensors” (Br. 9).  We are not persuaded by this 

argument. 

Claim 3 requires the second electrode patch to be connected to the 

amplifier by an RF transmitter, i.e. a wireless connection (see Specification 

5, ¶ [23]).  Claim 3 does not exclude a situation in which data from both 

electrodes is wirelessly transmitted to the amplifier.  In the instant case, 

Kumar discloses a patient-carried device that has “a signal transfer unit 20 

[that] receive[s] the vital signs data signals transmitted by [a] sensor band 

10.  The signal transfer unit 20 is designed to retransmit the received data to 

a base station unit 30 from a distance of up to 60 meters” (Kumar, col. 10, ll. 

5-9).  Thus, one of ordinary skill using an ECG-acquiring device as 

13  
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disclosed by Schulze, Sarbach, Dotan, and Ohtake would have reasoned 

from Kumar that it would be suitable to wirelessly transmit the ECG data 

from the electrodes to an amplifier also worn by the patient. 

Appellants argue that the Examiner’s statement of rejection “is clearly 

insufficient since Appellants submit that the Office Action has failed to state 

what modification would be obvious” (Br. 10).   

We are not persuaded by this argument.  The Examiner states that, 

based on Kumar’s teachings, one of ordinary skill would have considered it 

obvious “to modify the teachings of Shulze in order to remotely monitor 

ECG of a patient” (Answer 5).  Thus, the Examiner clearly infers that the 

modification of Schulze would be to apply Kumar’s wireless connection 

system to Schulze’s ECG data acquisition device. 

Appellants argue that while the Examiner’s rejection “does not 

explicitly mention Ohtake, because Ohtake was applied against claim 1, it is 

necessary for any rejection of a claim that depends on claim 1 and relies 

upon the previous grounds of rejection” (Br. 10). 

We agree that Ohtake is required to meet all of the limitations in claim 

1, and because the Examiner did not mention Ohtake when rejecting claim 3, 

we designate the above-discussed rejection of claim 3 over Schulze, 

Sarbach, Dotan, Ohtake, and Kumar a new ground of rejection under 37 

C.F.R. § 41.50(b). 

14  



Appeal 2007-2649   
Application 10/235,998  
 
 

                                          

5.  OBVIOUSNESS -- CLAIM 4 

 Claim 4 stands rejected under 35 U.S.C. § 103 as obvious over 

Schulze, Sarbach, Dotan, Ohtake,2 and Birnbaum. 

  Claim 4 recites “[t]he method of claim 1, further comprising 

providing saline solution to said first electrode patch when positioned 

adjacent a thin garment.”  The Examiner cites Birnbaum as teaching that 

limitation, and concludes that one of ordinary skill would have considered it 

obvious “to modify the teachings of Sarbach to provide a saline solution to 

the ‘first electrode patch’ 6 of Sarbach’s device so as to provide a suitable 

conductive path to obtain accurate results” (Answer 6). 

 We agree that one of ordinary skill viewing the teachings of Schulze, 

Sarbach, Dotan, Ohtake, and Birnbaum would have considered it desirable 

to provide a saline solution to a waist-positioned ECG electrode patch when 

the patch is worn adjacent to a thin garment.  As discussed above, Schulze, 

Sarbach, Dotan, and Ohtake suggest the process of claim 1.  Birnbaum 

discloses a “telemetric transmitter unit comprising electrodes for placement 

against the body of a person wearing the telemetric transmitter unit for 

detecting heartbeat signals of said person” (Birnbaum, abstract).  Birnbaum 

discloses that providing saline to an electrode applied to the shirt of a patient 

“provide[s] a conductive path for the heart beat signals between the skin of 

the wearer and the electrode through the shirt, and ensure[s] immediate and 

correct operation of the pulse measuring device even if the user has strapped 

the unit over his or her shirt” (id. at col. 3, ll. 31-35).   

 
2 We again include Ohtake to meet claim 1’s shielding limitation.   
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Thus, one of ordinary skill acquiring an ECG from devices such as 

disclosed by Dotan or Sarbach would have reasoned from Birnbaum that 

applying saline in the manner recited in claim 4 would allow an accurate 

ECG reading from a shirt-wearing patient.  We therefore agree with the 

Examiner that claim 4 would have been obvious over Schulze, Sarbach, 

Dotan, Ohtake, and Birnbaum.   

Appellants argue that claim 4 is “allowable as depending on allowable 

claim 1” (Br. 10).  Appellants argue that because Birnbaum’s electrodes are 

separate from the Birnbaum’s closest component analogous to a patient data 

monitor, Birnbaum does not cure the other references’ failure to “to teach or 

fairly suggest either i) that the electrode patch itself acts as the shield for 

other sensors, or ii) the use of an electrode patch on a patient data monitor 

surface” (id.). 

These arguments are addressed above.  We note, however, that the 

Examiner did not mention Ohtake when rejecting claim 4.  We therefore 

designate the rejection of claim 4 over Schulze, Sarbach, Dotan, Ohtake, and 

Birnbaum a new ground of rejection under 37 C.F.R. § 41.50(b). 

6.  OBVIOUSNESS -- CLAIM 11 

Claim 11 stands rejected under 35 U.S.C. § 103 as obvious over 

Schulze, Sarbach, Dotan, Ohtake,3 and Platt.  Claim 11 recites “[t]he 

apparatus of claim 7, wherein said first and second electrode patches are 

 
3 Claim 11 depends from claim 7, which requires the ear-emplaceable 
electrode patch to “form[] shielding.”  We include Ohtake to meet claim 
11’s shielding limitation.   
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formed of material selected from stainless steel, homogeneous silver/silver 

chloride, and layered silver/silver chloride.”   

Conceding that Schulze and Sarbach do not disclose electrodes of 

those materials, the Examiner cites Platt as disclosing “an apparatus using an 

ECG electrode patch formed of material such as stainless steel or silver 

chloride compound” (Answer 6-7).  The Examiner concludes that one of 

ordinary skill would have considered it obvious “to modify Schulze’s or 

Sarbach’s inventions to have an ECG electrode formed of material such as 

stainless steel or silver chloride compound as disclosed by Platt et al[.] in 

order to improve accuracy of the ECG signal” (id. at 7). 

We agree that one of ordinary skill viewing the teachings of Schulze, 

Sarbach, Dotan, Ohtake, and Platt would have considered it desirable to use 

the stainless steel or silver/silver chloride recited in claim 7 as an ECG 

electrode material.  As discussed above, Schulze, Sarbach, Dotan, and 

Ohtake render claim 7’s apparatus obvious.  Platt discloses that ECG 

electrodes can be “either metallic, such as stainless steel, or formed of a 

silver chloride compound” (Platt, col. 5, ll. 21-23).  Thus, one of ordinary 

skill acquiring an ECG from devices such as disclosed by Schulze or 

Sarbach would have reasoned from Platt that stainless steel or silver chloride 

would be useful as the electrode material.  We therefore agree with the 

Examiner that claim 11 would have been obvious over Schulze, Sarbach, 

Dotan, Ohtake, and Platt.   

Appellants argue that claim 11 is “allowable as depending on 

allowable claim 7” (Br. 11).  Appellants argues that because Platt’s 

electrodes are separate from its monitor, Platt does not cure the other 
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references’ failure to “to teach or fairly suggest either i) that the electrode 

patch itself acts as the shield for other sensors, or ii) the use of an electrode 

patch on a patient data monitor surface” (id.). 

These arguments are addressed above.  We note, however, that the 

Examiner did not mention Ohtake when rejecting claim 11.  We therefore 

designate the rejection of claim 11 over Schulze, Sarbach, Dotan, Ohtake, 

and Platt a new ground of rejection under 37 C.F.R. § 41.50(b). 

7.  OBVIOUSNESS -- CLAIMS 13-15, 17-23, 25, AND 26   

Claims 13-15, 17-23, 25, and 26 stand rejected under 35 U.S.C. § 103 

as obvious over Schulze, Sarbach, Dotan, and Kumar. 

The Examiner relies on Schulze, Sarbach, and Dotan for the 

disclosures applied to claims 1 and 7, but concedes that those references “do 

not teach transmitting ECG data to the Internet” (Answer 7).  To meet that 

limitation the Examiner cites Kumar as disclosing “wirelessly transmitting 

ECG data to the Internet [from] a signal transfer unit (‘data monitor’) 20 

positioned at the [waist] and wirelessly connected to electrodes 10 attached 

to the body” (id.).  The Examiner concludes that one of ordinary skill would 

have considered it obvious “to modify the teachings of Shulze in order to 

remotely monitor ECG of a patient” (id.). 

Appellants argue that none of the cited references discloses claim 13’s 

step of “providing a first electrode patch on a surface of said patient data 

monitor” (Br. 11-12).  Appellants urge that by interpreting “patient data 

monitor” to include the belt that carries the electrical components of the 

device, the Examiner interprets the term too broadly (Reply Br. 5).   
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We are not persuaded by this argument.  As discussed above, both 

Dotan and Sarbach disclose devices for monitoring patients’ ECG data, the 

devices having belts with electrodes attached to them (Dotan, col. 2, ll. 31-

33, see also Figure 1; Sarbach, col. 2, l. 67, through col. 3, l. 2).  As also 

discussed above, when the recitation “surface of said patient data monitor” is 

given its broadest reasonable interpretation in light of the Specification, that 

language encompasses the surface of any part of the device, including the 

belts of Dotan and Sarbach.          

Appellants argue that because Sarbach teaches transmitting the ECG 

data to a wristwatch display, and because Dotan teaches transmission to an 

earphone to provide the user with an announcement, those references teach 

away from transmitting the data to the Internet as recited in claim 13 (Br. 

12). 

“A reference may be said to teach away when a person of ordinary 

skill, upon reading the reference, would be discouraged from following the 

path set out in the reference, or would be led in a direction divergent from 

the path that was taken by the applicant.” In re Kahn, 441 F. 3d 977, 990 

(Fed. Cir. 2006) (quoting In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994)).   

We agree that Sarbach and Dotan teach the desirability of transmitting 

ECG data to the patient wearing the devices.  However, we do not see, and 

Appellants do not point to, any disclosure in either Sarbach or Dotan 

suggesting that it would be undesirable to also transmit that data to an 

Internet monitor, as disclosed by Kumar.  We therefore do not agree that 

Sarbach and Dotan teach away from transmitting ECG data to the Internet, 

as recited in claim 13. 

19  



Appeal 2007-2649   
Application 10/235,998  
 
 

Appellants argue that Kumar does not teach claim 13’s step of 

“transmitting the ECG signal to the Internet using said patient data monitor” 

because Kumar “merely teaches the transmission of data from ‘signal 

transfer unit 20’ on the user to ‘base station 30;’ it is the base station and not 

the patient-worn unit that forwards data over the Internet . . . .  The only 

alternative disclosed is a radio receiver attached to the user’s computer to 

replace the base station” (Br. 12; see also Reply Br. 5). 

We are not persuaded by this argument.  We note that Kumar 

discloses that the data from the patient is first transmitted to the base station 

30, which in turn transmits the data to the Internet (see, e.g. Kumar, Figure 

1).  However, as pointed out by the Examiner, this disclosure “does teach 

transmitting ECG signals to the internet since that is the ultimate destination 

of the signals” (Answer 14, emphasis added).  Moreover, Kumar discloses 

that a patient may attach a radio receiver “to his or her computer for use in 

downloading software and uploading data from/to an Internet server for 

connection to a predetermined remote monitoring station connected to a 

designated node on the Internet.”  (Kumar, col. 38, ll. 26-31, emphasis 

added).  We therefore do not agree that Kumar fails to meet claim 13’s 

Internet transmission limitation. 

Appellants note that the Examiner relies on the same motivation 

statements with respect to claims 13, 14, 17, and 20 that were made with 

respect to claims 1 and 7 (Br. 12).  Thus, Appellants argue, the Examiner has 

not provided motivation for combining the disclosures of Schulze, Sarbach, 

and Dotan to arrive at the invention recited in claims 13, 14, 17, and 20, 
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“and fails to address obviousness at the time of Appellants’ invention” (id. at 

13).4  

We are not persuaded by this argument.  As discussed above, we 

agree with the Examiner that one of ordinary skill would have considered it 

obvious to combine the teachings of the cited references.   

Thus, because claim 13 recites an assembly of desirably combined 

prior art elements, and because the combination results in no function other 

than what one of ordinary skill would have expected from the prior art’s 

disclosure of those elements, we agree with the Examiner that claim 13 

would have been obvious under § 103.  See KSR Int'l v. Teleflex Inc., 127 S. 

Ct. 1727, 1740 (2007) (quoting Sakraida v. AG Pro, Inc., 425 U.S. 273, 282 

(1976)) (“[W]hen a patent ‘simply arranges old elements with each 

performing the same function it had been known to perform’ and yields no 

more than one would expect from such an arrangement, the combination is 

obvious.”).  

We affirm the Examiner’s obviousness rejection of claim 13.  Claims 

14, 17, and 20 fall with claim 13. 

Claims 21-23 recite the same limitations regarding electrode size that 

are recited in claims 8-10.  In arguing claims 21-23, Appellants repeat the 

arguments made regarding claims 8-10 (Br. 13).  As discussed above, we do 

not find these arguments persuasive.  We therefore affirm the Examiner’s 

obviousness rejection of claims 21-23. 

                                           
4 Appellants also argue that the Examiner “fails to address the use of an 
ECG electrode as shielding for other sensors” (Br. 13), but because claim 13 
does not recite the shielding limitation of claim 1, that argument is irrelevant 
to claim 13. 
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8.  OBVIOUSNESS -- CLAIM 16 

Claim 16 stands rejected under 35 U.S.C. § 103 as obvious over 

Schulze, Sarbach, Dotan, Kumar, and Birnbaum. 

The Examiner cites Birnbaum as disclosing claim 16’s application of 

saline to an ECG electrode when the electrode is positioned on a thin 

garment, and reasons that one of ordinary skill would have considered it 

obvious to “to modify the teachings of Sarbach to provide a saline solution 

to the ‘first electrode patch’ 6 of Sarbach's device so as to provide a suitable 

conductive path to obtain accurate results” (Answer 8). 

Appellants argue that claim 16 is “allowable as depending on 

allowable claim 13” (Br. 14).  Appellants argue that because Birnbaum’s 

electrodes are separate from the Birnbaum’s closest component analogous to 

a patient data monitor, Birnbaum does not cure the other references’ failure 

to “to teach or fairly suggest the use of an electrode patch on a patient data 

monitor surface” (id.). 

These arguments are addressed above with respect to claims 4 and 13.  

We affirm the Examiner’s obviousness rejection of claim 16. 

9.  OBVIOUSNESS -- CLAIM 24 

  Claim 24 stands rejected under 35 U.S.C. § 103 as obvious over 

Schulze, Sarbach, Dotan, Kumar, and Platt. 

The Examiner cites Platt as disclosing claim 24’s use of stainless steel 

or silver chloride electrodes, and reasons that one of ordinary skill would 

have considered it obvious to “to modify Schulze’s or Sarbach’s inventions 

to have an ECG electrode formed of material such as stainless steel or silver 
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chloride compound as disclosed by Platt et al in order to improve accuracy 

of the ECG signal.” (Answer 8-9). 

Appellants argue that claim 24 is “allowable as depending on 

allowable claim 20” (Br. 14).  Appellants argue that because Platt’s 

electrodes are separate from the Platt’s closest component analogous to a 

patient data monitor, Platt does not cure the other references’ failure to “to 

teach or fairly suggest the use of an electrode patch on a patient data monitor 

surface” (id.). 

These arguments are addressed above with respect to claims 11 and 

20.  We affirm the Examiner’s obviousness rejection of claim 24. 

SUMMARY 

We affirm all of the rejections on appeal.  We designate the 

affirmances with respect to claims 3, 4, and 11 only as new grounds of 

rejection.    

 

TIME PERIOD FOR RESPONSE 

 Regarding the affirmed rejection(s), 37 CFR § 41.52(a)(1) provides 

that “Appellant may file a single request for rehearing within two months 

from the date of the original decision of the Board.” 

 In addition to affirming the examiner's rejection(s) of one or more 

claims, this decision contains a new ground of rejection pursuant to 37 CFR 

§ 41.50(b) (effective September 13, 2004, 69 Fed. Reg. 49960 (August 12, 

2004), 1286 Off. Gaz. Pat. Office 21 (September 7, 2004)).  37 CFR § 

41.50(b) provides:  “A new ground of rejection pursuant to this paragraph 

shall not be considered final for judicial review.” 
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 37 CFR § 41.50(b) also provides that the appellant, WITHIN TWO 

MONTHS FROM THE DATE OF THE DECISION, must exercise one of 

the following two options with respect to the new ground of rejection to 

avoid termination of the appeal as to the rejected claims: 

 (1) Reopen prosecution.  Submit an appropriate 

amendment of the claims so rejected or new evidence relating 

to the claims so rejected, or both, and have the matter 

reconsidered by the examiner, in which event the proceeding 

will be remanded to the examiner. . . . 

 (2) Request rehearing.  Request that the proceeding be 

reheard under § 41.52 by the Board upon the same record. . . . 

 Should the appellant elect to prosecute further before the examiner 

pursuant to 37 CFR § 41.50(b)(1), in order to preserve the right to seek 

review under 35 U.S.C. §§ 141 or 145 with respect to the affirmed rejection, 

the effective date of the affirmance is deferred until conclusion of the 

prosecution before the examiner unless, as a mere incident to the limited 

prosecution, the affirmed rejection is overcome.  

 If the appellant elects prosecution before the examiner and this does 

not result in allowance of the application, abandonment or a second appeal, 

this case should be returned to the Board of Patent Appeals and Interferences 

for final action on the affirmed rejection, including any timely request for 

rehearing thereof. 

 

No time period for taking any subsequent action in connection with  

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv) (2006). 
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AFFIRMED, 37 C.F.R. § 41.50(b) 

 

 

 

 

 

dm 

 

ROBERTS, MARDULA & WERTHEIM, LLC 
11800 SUNRISE VALLEY DRIVE 
SUITE 1000 
RESTON VA 20191 
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