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DECISION ON APPEAL 

 Appellant appeals under 35 U.S.C. § 134 from the Examiner’s 

rejection of claims 1, 9-14, 19, and 22.  We have jurisdiction under 35 

U.S.C. § 6(b).  An oral hearing on this appeal was conducted on February 

13, 2008. 

 
STATEMENT OF CASE 

 Appellant discloses mobile telephone systems that allow for 

optimization of the quality of service.  (Specification 1: 3-8).  The system 

allows for the establishment of a tandem free operation mode that selects a 
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common coding mode, where the selection takes into account the traffic load 

in at least one cell of the system.  (Specification 4: 25-31). 

 Claims 1-22 are pending in the application.  Claims 1, 9-14, 19, and 

22 stand rejected over prior art and claims 2-8, 15-18, 20, and 21 were 

indicated as being allowed or containing allowable subject matter.   

 Independent claim 1, which is deemed to be representative, reads as 

follows: 

1. A method of establishing the tandem free operation mode for a 
mobile station to mobile station and cell to cell call in a cellular 
mobile telephone system, the method comprising selecting a 
common coding mode for each mobile station and the selection 
of a common coding mode takes account of the traffic load in at 
least one cell. 

 
The Examiner relies on the following prior art references to show 

unpatentability: 

Watanabe US 5,991,642 Nov. 23, 1999 

Oestreich US 6,349,197 B1 Feb.  19, 2002 

Mayer US 2003/0195011 A1 Oct.  16, 2003 

  

The Examiner rejected, under 35 U.S.C. § 103(a), 

claims 1, 9, 13, 14, 19, and 22 as unpatentable over Watanabe and 

Oestreich, and 

claims 10-12 as unpatentable over Watanabe, Oestreich, and Mayer. 

While Appellant has indicated the appeal of the rejections of claims 1, 

9-14, 19, and 22, Appellant has argued the patentability of elements of 

independent claim 1, has argued that “[t]o the extent claim 22 recites similar 

elements [to claim 1], claim 22 should be deemed allowable,” (Br. 11), and 
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has not argued the patentability of any of the dependent claims apart from 

their dependence on the independent claims.  Therefore, we take claim 1 to 

be representative of the argued claims.  See, 37 C.F.R. § 41.37(c)(1)(vii). 

Rather than repeat the arguments of Appellant or the Examiner, we 

make reference to the Brief, the Reply Brief and the Answer for their 

respective details.  Only those arguments actually made by Appellant have 

been considered in this decision.  Arguments that Appellant did not make in 

the Brief have not been considered and are deemed to be waived.  See 37 

C.F.R. § 41.37(c)(1)(vii). 

 We affirm. 

 
ISSUE 

1) Has Appellant shown that the Examiner erred in finding claim 1 

obvious over Watanabe and Oestreich?  

 

FINDINGS OF FACT 

 1. The application details that a tandem free operation (TFO) mode 

can be established by selecting a common coding mode for the mobile 

stations.  The selection of the common coding mode takes into account the 

traffic load in at least one cell.  (Specification 9: 13 – 11: 26; Fig. 1). 

 2.  The Specification details that the selection of a common coding 

mode occurs in the acknowledged prior art.  The Specification does not 

define the term “coding mode,” used in the claims, but does detail that HR, 

FR and EFR are “merely examples of coding modes which respectively 

consume less and more resources.” (Specification 3: 1 – 4: 9; 10: -24-27; 

Fig. 1). 
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3. Watanabe discloses a mobile communication system which has 

mobile stations, base stations, connected to the mobile stations by radio 

channels, and switches which switch and connect transmission routes 

between two of the mobile stations, which are respectively connected to two 

base stations.  The system also includes control stations which set and 

control the connection conditions of base stations, where some of the mobile 

stations have equipment which can adaptively handle different types of 

speech coding schemes.  Based on communications between mobile stations, 

the same speech coding scheme can be selected.  (Col. 4, ll. 35-47; col. 8, ll. 

41-53; col. 9, l. 66 – col. 10, l. 49; Fig. 1, elements 11-13, 21-24, 31-34, 41, 

and 42). 

 4. Oestreich discloses a radio communication system that transmits 

speech information using different speech coding methods based on 

transmission possibilities.  A common coding mode is selected based on the 

detection of interruptions in the transmission or bottlenecks in the allocation 

of radio resources.  (Abstract; Col. 2, ll. 47-57; col. 4, ll. 36-44). 

5. Mayer is directed to methods of transmitting Global System for 

Mobile communication (GSM) data.  It discloses that coding modes 

consuming the most resources is a half-rate/full-rate mode.  (Abstract; 

[0007]).  

 
PRINCIPLES OF LAW 

 The Examiner bears the initial burden of presenting a prima facie case 

of obviousness.  In re Oetiker, 977 F.2d 1443, 1445 (Fed. Cir. 1992).  If that 

burden is met, then the burden shifts to the Appellant to overcome the prima 

facie case with argument and/or evidence.  See Id.   
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 The Examiner’s articulated reasoning in the rejection must possess a 

rational underpinning to support the legal conclusion of obviousness.  In re 

Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006).  The analysis need not seek out 

precise teachings directed to the specific subject matter of the claim but can 

take into account the inferences and the creative steps that a person of 

ordinary skill in the art would employ.  KSR Int’l Co. v. Teleflex Inc., 127 

S.Ct. 1727, 1741 (2007). 

 When the specification states the meaning that a term in the claim is 

intended to have, the claim is examined using that meaning, in order to 

achieve a complete exploration of the applicant's invention and its relation to 

the prior art.  In re Zletz, 893 F.2d 319, 321-22 (Fed. Cir. 1989).  The 

definiteness inquiry focuses on whether those skilled in the art would 

understand the scope of the claim when the claim is read in light of the rest 

of the specification.  Orthokinetics, Inc. v. Safety Travel Chairs, Inc., 806 

F.2d 1565, 1576 (Fed.Cir.1986). 

 

ANALYSIS 

 Appellant argues that Oestreich fails to teach or suggest the selection 

of a common coding mode.  (Reply Br. 4).  While the rejection of claim 1 

indicates that Watanabe does not specifically teach the selection of a 

common coding mode for each mobile station, we find that both Watanabe, 

(Findings of Fact 3), and the acknowledged prior art, (Findings of Fact 2), 

disclose the selection of a common coding mode for mobile stations.  

Additionally, Appellant has acknowledged that “Watanabe discloses the 

selection of a coding mode according to a coding mode which mobile 
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stations have in common.”  (Br. 10).  As such, the only element of claim 1 

not taught or suggested by Watanabe is the last element: “the selection of a 

common coding mode takes account of the traffic load in at least one cell.” 

Appellant argues that Watanabe fails to teach the selection of a 

common coding mode based on traffic load, and relies on coding modes that 

the mobile stations have in common and the order of priority of those coding 

modes.  (Br. 10-11).  Appellant acknowledges, however, that Oestreich 

discloses “a control means SE detecting interruptions in a TPO transmission 

or of bottlenecks and selecting a narrowband speech coding method.”  

(Reply Br. 5).  Thus, Oestreich teaches that a coding mode may be selected 

based on detected traffic.  (Findings of Fact 4).  We find the latter element of 

claim 1 to read on such a functionality disclosed in Oestreich and thus find 

all of the elements of claim 1 to be taught or suggested by Watanabe and 

Oestreich.  The remaining issue is whether the combination of those 

references in the rejection of claim 1 is proper. 

Appellant argues that the selection of a common coding mode in 

Watanabe is solely based on the coding modes the mobile stations have in 

common and changing the selection process as provided in the rejection 

would “result in a substantial modification of the principal [sic] operation of 

Watanabe (MPEP 2143.01(VI).”  (Br. 10 and Reply Br. 7).  We reject the 

notion that selecting a coding mode based on traffic load, as taught by 

Ostreich, would change the principle operation of Watanabe, as the principle 

operation of Watanabe, the selection of speech coding schemes for mobile 

stations, would still be effectuated, even if modified by Ostreich.  As such, 

we find the rationale for the combination of Watanabe and Oestreich 
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provided in the rejection of claim 1, namely in order to provide the variable 

transmission conditions with respect to the speech coding/decoding method, 

to be sufficient and proper.  Therefore, we find no error in the rejection of 

claim 1 as being obvious in view of Watanabe and Oestreich. 

Additionally, we note that Appellant has not argued the patentability 

of any of the dependent claims apart from their dependence on the 

independent claims, and thus we affirm the rejection of claims 10-12 as 

unpatentable over Watanabe, Oestreich, and Mayer as well. 

 
CONCLUSION OF LAW 

 We find that the Examiner did not err in rejecting claims 1, 9-14, 19, 

and 22 under 35 U.S.C. § 103(a) based on Watanabe, Oestreich, and Mayer. 

 

DECISION 

 The rejections of claims 1, 9-14, 19, and 22 are affirmed.   

 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv). 
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AFFIRMED 

 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
eld 
 
 
SUGHRUE MION, PLLC 
2100 PENNSYLVANIA AVENUE, N.W. 
SUITE 800 
WASHINGTON, DC 20037 

 8


	DECISION ON APPEAL 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


