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DECISION ON REQUEST FOR REHEARING 

 In a paper apparently filed on February 27, 2008, Appellants 

requested that we rehear our decision dated February 25, 2008, wherein we 

affirmed the Examiner’s rejection of claims 7 through 10 and 12 through 15 

under 35 U.S.C. § 102(b) and of claims 11 and 16 under 35 U.S.C. § 103.  

The bottom of page 1 of our prior decision indicates that the Examiner has 

allowed claims 1 through 6.  
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 The basic theme of Appellants’ request is that we have either 

misapprehended and/or overlooked certain arguments in the Brief and Reply 

Brief.  We strongly disagree with these views.  

 Many of Appellants’ arguments focus upon the teachings of Terao of 

its public-key cryptosystem utilized by this reference for various 

authentication capabilities between sending and receiving devices.  This is a 

red herring argument.  We indicated at the bottom of page 4 of our prior 

decision that the use of a secret key in Terao for certain authentication 

purposes was not necessarily pertinent to the features that the Examiner has 

argued that correlate to the claimed invention.  This understanding of the 

Examiner’s approach does not appear to have been appreciated by 

Appellants in the request.  The Examiner’s basic position was repeated at the 

bottom of page 3 of our prior decision making general reference to the 

Examiner’s more expansive and clarifying positions beginning at page 10 

through the end of the Answer.  Rather, the Examiner’s correlations of Terao 

to the subject matter of representative independent claim 7 on appeal is best 

represented by the discussion at pages 12 and 13 of the Answer, which we 

have reflected at page 5 of our prior decision.  It is the use of the token as the 

key for encryption as well as for decryption of the music content that 

corresponds to the claimed token.  The Examiner’s view is that the music is 

the claimed message. 

 To the extent Appellants argue the lack of a proper inherency analysis 

in our prior decision, it is noted that we made no comments in our prior 

decision that may be construed as inherency with respect to the public key 

encryption system of Terao as expressed at pages 6 and 7 of the request.   
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 The Examiner’s expansive discussion at pages 12 and 13 of the 

Answer observes that the token in Terao is “of” his corresponding portable 

apparatus 10 or claimed pervasive device once the encrypted music and the 

token have been purchased from the content provider for authorized use.  

We made reference to this analysis of the Examiner in our stated position at 

the bottom of page 5 of the prior decision that because the token was clearly 

provided to the user of the portable apparatus 10 in Terao, the claimed token 

may be fairly characterized as being “of” the corresponding pervasive device 

as claimed.  It is emphasized that the claim does not require that the token be 

“from” the pervasive device.  

 Pages 7 and 8 of the request make various references to this language 

in addition to the alleged feature that the token “uniquely identifies said 

pervasive computing device.”  As indicated at the bottom of page 7 of the 

request, this quoted feature is attributed to claim 1 which has been allowed 

by the Examiner and not pertinent to the subject matter of claim 7 on appeal 

since this feature is not recited in claim 7.  Even so, the context of the 

teachings in Terao does indicate a unique identification of the pervasive 

computing device as outlined by the Examiner since possession of the token 

indicates one authorized to decrypt the music within Terao. 

 Page 8 of the request focuses upon our observation at page 5 of our 

prior decision that the focus in Terao was upon decryption of the encrypted 

music content and not on the encryption of it.  Appellants wrongly assert 

that any discussion of encryption in Terao was based upon speculation.  The 

middle of page 5 of our prior decision indicates that we observed that the 

artisan would well understand that decryption of the music content in Terao 
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could not occur using a token without it being used to encrypt the message 

since no other music decryption approach was taught in the reference that 

used the provided token.  It is noted that the rule that anticipation requires 

that every element of a claim appears in a single reference accommodates 

situations where the common knowledge of “technologists” is not recorded 

in a reference, i.e., where technical facts are known to those in the field of 

the invention.  Continental Can Co. v. Monsanto Co., 948 F.2d 1264, 1269   

(Fed. Cir. 1991).  Similarly, In re Graves, 69 F.3d 1147, 1152 (Fed. Cir. 

1995), confirms the longstanding interpretation that the teachings of a 

reference may be taken in combination with knowledge of the skilled artisan 

to put the artisan in possession of the claimed invention within 35 U.S.C.  

§ 102 even though the patent does not specifically disclose certain features.   

 Lastly, Appellants make references at pages 9 and 10 of the request to 

comments we made in a paragraph bridging pages 3 and 4 of our prior 

decision, where we indicated that claim 7 did not require both the message 

recipient and the pervasive device be separate from the message source.  

This we observed to have been explained by the Examiner at page 12 of the 

Answer.  Appellants take the position that, based upon the disclosed 

invention, it would be necessary to recognize that unless the message source 

and the message recipient were separate, then the message could not be sent 

by the message source and received by the message recipient as claimed.  

Appellants improperly invite us to read the disclosed invention into the 

claim and, on the contrary, an example of the actual scope of the claim 

would be the use of different users of the same device, where the different 

users could be considered to be different sources and different recipients.  
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Method independent claim 7 merely recites a message source and a message 

recipient.  They are not stated in the claim to be devices and certainly can 

not be separate devices.  In this regard, we observed at the bottom of page 4 

of our prior decision that claim 7 did not even require that the massage 

source and the message recipient be actual devices; we further observed that 

no stated device actually performed the verification requirement of this 

claim either. 

 In view of the foregoing, Appellants’ request for rehearing is granted 

to the extent that we have, in fact, reviewed our findings but is denied as to 

making any change therein. 

 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. §1.136(a).  See 37 C.F.R.              

§ 1.136(a)(1)(iv).          

 
DENIED 

  
 
 
 
 
 
 
pgc 
 
 
CAREY, RODRIGUEZ, GREENBERG & PAUL, LLP 
STEVEN M. GREENBERG 
950 PENINSULA CORPORATE CIRCLE 
SUITE 3020 
BOCA RATON FL 33487 
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