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LORA M. GREEN, Administrative Patent Judges. 
 
GREEN, Administrative Patent Judge. 

 
 
 

REMAND TO THE EXAMINER 

A review of the application has revealed that the appeal is not ready 

for a decision on the merits.  Accordingly, the application is being remanded 

to the Examiner for further action. 

 First, the Examiner rejected all of the claims on appeal, claims 25-82, 

over the combination of Trevino (U.S. Patent No. 5,733,526, issued March 

31, 1998), Kelloff (“Clinical Development Plan: Vitamin E,” J. Cell. 
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Biochem., Suppl. 20, pp. 282-299 (1994), Eastman (“Eastman Vitamin E 

TPGS: Products and Applications.” Publication EFC-226, Eastman 

Chemical Company, October 1996), and Illum (WO/97/03651, published 

February 6, 1997).  After careful review of the electronic file, we could not 

find a copy of either Eastman or Kelloff in the electronic file.  We also 

looked at parent applications 10/151,079 and 09/003,173 for those 

references.  The references were not in the electronic file for 10/151,079, 

and 09/003,173 is a paper file.  Thus, upon return of the electronic 

administrative file, the Examiner should have a copy of both Eastman and 

Kelloff scanned into electronic file.   

 Second, Appellants submitted a Reply Brief on March 2, 2007, to 

which was attached a reference to Traber (“Absorption of water-miscible 

forms of vitamin E in a patient with cholestasis and in thoracic duct-

cannulated rats,” Am. J. Clin. Nutr., Vol. 44, pp. 914-23 (1986)).  In 

response, the Examiner merely noted that the Reply Brief has been entered 

and considered (paper Mailed July 10, 2007).  That response, however, 

makes it unclear if the Examiner also entered and considered the evidence 

attached to the Reply Brief. 

We note that under 37 C.F.R. § 41.41(a)(2) (effective September 13, 

2004, 69 Fed. Reg. 49960 (August 12, 2004), 1286 Off. Gaz. Pat. Office 21 

(September 7, 2004), “[a] reply brief shall not include any new or non-

admitted amendment, or any new or non-admitted affidavit or other 

evidence.”  Moreover, under 37 C.F.R. § 41.41(b), “[a] reply brief that is not 

in compliance with paragraph (a) of this section will not be considered.  

Appellant will be notified if a reply brief is not in compliance with 

paragraph (a) of this section.” 
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 After review of the electronic file, it is unclear whether the reference 

submitted with the Reply Brief was already of record, and thus not new 

evidence under 37 C.F.R. § 41.41(a)(2).  Moreover, if the reference was not 

of record, neither Appellants nor the Examiner explain why the Reply Brief 

would then be in compliance with 37 C.F.R. § 41.41(a)(2).  If the Reply 

Brief was not in compliance with 37 C.F.R. § 41.41(a)(2), we cannot find 

any paper that notifies Appellants of that noncompliance as required by 37 

C.F.R. § 41.41(b).

 

REMANDED 

 

 
 
 
 
 
 
 
 
 
 
 
 
Ssc 
 
 
 
CHRISTENSEN, O'CONNOR, JOHNSON, KINDNESS, PLLC 
1420 FIFTH AVENUE  
SUITE 2800 
SEATTLE, WA 98101-2347 
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